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The opinion in support of the decision being entered today (1) was not witten
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NASE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the examner to
allowclains 1 to 4, 6 to 12, 21 and 27 to 30, as anended
subsequent to the final rejection.! These clains constitute

all of the clainms pending in this application.

W AFFI RM

1 Whil e the exam ner has approved entry of the anendnent
after final rejection (Paper No. 12, filed April 15, 1997), we
note that this anendnent has not been clerically entered.
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BACKGROUND

The appellant's invention relates to an arresting device.
A copy of the clains under appeal is set forth in the appendi x
to the appellant's brief. Claim1 is representative of the
subj ect matter on appeal and reads as foll ows:

An arresting device for halting relative notion
between a main cylinder and a second cylinder of a
hydraulic el evator, wherein the second cylinder noves
within the main cylinder, wherein the second cylinder has
a perinmeter and an external radius of curvature, said
arresting device conprising:

two | ever arns, each of said two | ever arns having
an approxi mately sem -cylindrical braking surface and a
pi vot point, said approxi mately sem -cylindrical braking
surface having an internal radius of curvature which is
smal l er than the external radius of curvature of the
second cylinder, and said pivot point being offset from
sai d braki ng surface,

said | ever arnms having a first position wherein said
| ever arns are rotated away fromthe second cylinder with
sai d braking surface out of contact with the perineter of
t he second cylinder, and a second position wherein said
| ever arnms press said braking surface against the
perimeter of the second cylinder to generate a braking
force.

Claims 1 to 4, 6 to 12, 21 and 27 to 30 stand rejected
under 35 U.S.C. 8§ 112, first paragraph, as containing subject

matt er whi ch was not described in the specification in such a
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way as to enable one skilled in the art to make and/ or use the

i nventi on.

Claims 1 to 4, 6 to 12, 21 and 27 to 30 stand rejected
under 35 U. S.C. 8 112, second paragraph, as being indefinite
for failing to particularly point out and distinctly claimthe

subject matter which the appellant regards as the invention.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 21,
mai | ed February 3, 1998) for the exam ner's conplete reasoning
in support of the rejections, and to the brief (Paper No. 20,
filed Novenber 7, 1997) and reply brief (Paper No. 22, filed

April 3, 1998) for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and

clainms, and to the respective positions articulated by the
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appel l ant and the exam ner. As a consequence of our review,

we make the determ nations which foll ow

The enabl enent rejection
W will not sustain the rejection of clains 1 to 4, 6 to

12, 21 and 27 to 30 under 35 U.S.C. § 112, first paragraph.

An anal ysis of whether the clainms under appeal are
supported by an enabling disclosure requires a determ nation
of whether that disclosure contained sufficient information
regardi ng the subject matter of the appealed clains as to
enabl e one skilled in the pertinent art to nake and use the
claimed invention. The test for enabl enent is whether one
skilled in the art could nake and use the clainmed invention
fromthe disclosure coupled with information known in the art

wi t hout undue experinentation. See United States v.

Telectronics, Inc., 857 F.2d 778, 785, 8 USPQd 1217, 1223

(Fed. Gr. 1988), cert. denied, 109 S.C. 1954 (1989); In re

St ephens, 529 F.2d 1343, 1345, 188 USPQ 659, 661 (CCPA 1976).
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In order to make a rejection, the exam ner has the
initial burden to establish a reasonable basis to question the
enabl enent provided for the clained invention. See In re
Wight, 999 F.2d 1557, 1561-62, 27 USPQ2d 1510, 1513 (Fed.

Cir. 1993) (exam ner must provide a reasonabl e explanation as
to why the scope of protection provided by a claimis not
adequately enabl ed by the disclosure). A disclosure which
contains a teaching of the nmanner and process of naking and
using an invention in terns which correspond in scope to those
used in describing and defining the subject matter sought to
be patented nust be taken as being in conpliance with the
enabl ement requirenent of

35 U.S.C. 8§ 112, first paragraph, unless there is a reason to
doubt the objective truth of the statenents contained therein
whi ch nust be relied on for enabling support. Assum ng that
sufficient reason for such doubt exists, a rejection for
failure to teach how to make and/or use will be proper on that

basis. See In re Marzocchi, 439 F.2d 220, 223, 169 USPQ 367

369 (CCPA 1971). As stated by the court,

it is incunmbent upon the Patent O fice, whenever a
rejection on this basis is nade, to explain why it doubts
the truth or accuracy of any statement in a supporting
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di scl osure and to back up assertions of its own with
accept abl e evi dence or reasoning which is inconsistent
with the contested statenent. O herw se, there would be
no need for the applicant to go to the trouble and
expense of supporting his presunptively accurate

di scl osure.

In re Marzocchi, 439 F.2d at 224, 169 USPQ at 370.

Thus, the dispositive issue is whether the appellant's
di scl osure, considering the level of ordinary skill in the art
as of the date of the appellant’'s application, would have
enabl ed a person of such skill to nake and use the appellant's
i nvention without undue experinentation. The threshold step
inresolving this issue as set forth supra is to determ ne
whet her the exam ner has net the burden of proof by advancing
accept abl e reasoning i nconsi stent wth enablenment. This the

exam ner has not done.

The exam ner's rejection (answer, pp. 3-4) states that

[t] he argunments and declaration filed January 10,
1997 and the declaration filed October 21, 1997 indicate
that the critical part of the invention is that the
braki ng surface causes deformation of the ram The
originally filed specification states that the ramis not
def ornmed by the braking surface (page 4, lines 17-18 and
page 5, line 8. The originally filed specification
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appears to be fatally deficient since it incorrectly
di scl osed the operation of the device.

The appel | ant argues (brief, pp. 7-14) that the clai ned
invention is enabled and that deformation of the ram by the
braking surfaces is not a critical feature of the clained

i nventi on.

W agree with the appellant that the clained invention is
enabl ed since the clains under appeal are generic as to
whet her the braking surfaces cause either (1) elastic
deformation of the ram(i.e., the second cylinder); (2)
per manent deformation of the ram or (3) no deformation of the
ram That, being the case, the exam ner has not net his
burden of proof by advanci ng acceptabl e reasoni ng i nconsi stent

with enabl ement as to the clained i nvention.

Additionally, it is our determ nation that one of
ordinary skill in the art as of the date of the appellant's
application woul d have taken the appellant's disclosure, as a

whol e, to nmean that the braking surfaces cause elastic



Appeal No. 1999-0220 Page 9

Application No. 08/540, 323

deformati on of the ram but not permanent deformation of the
ram In this regard, the appellant's specification provides
that (1) the general object of the invention is to provide a
mechani smfor arresting an el evator "w thout permanently
damagi ng any part of the elevator” (page 3, lines 20-22); (2)
anot her object of the invention is to provide an el evator
arrestor that allows the elevator to be usable within a short
period of time "with little reset and repair necessary" (page
3, lines 23-25); (3) when actuated, the friction lining
material of the braking surfaces contacts the ramwth
sufficient frictional force to stop the downward notion of the
ram "wi t hout deformation of the rani (page 4, lines 16-18);

(4) anneal ed copper is the preferred friction lining materi al
for the braking surfaces since it creates "the greatest
braking force with the | east anmount of damage/ defornmation of
the ran (page 7, lines 13-18); and (5) in an alternative
enbodi ment, cutting bits or teeth may be fixed to the braking
surfaces in place of or in addition to the friction |ining

mat eri al such that braking is acconplished by the teeth biting
into the ramwherein that danmage to the ram can be repaired by

filling and filing the gouges in the ram (page 8, lines 3-9).
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From t hese diverse discl osures, we conclude that one of
ordinary skill in the art as of the date of the appellant's
application woul d have taken the appellant's disclosure, as a
whol e, to nmean that the braking surfaces cause elastic
deformation (i.e, no permanent damage) of the ram but not

per manent deformation (i.e, permanent danage) of the ram

For the reasons set forth above, the decision of the
examner to reject clains 1 to 4, 6 to 12, 21 and 27 to 30

under 35 U. S.C. 8 112, first paragraph, is reversed.

The indefiniteness rejection
We sustain the rejection of clains 1 to 4, 6 to 12, 21

and 27 to 30 under 35 U.S.C. 8 112, second paragraph.

The second paragraph of 35 U S.C. 8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage

enpl oyed in the clainms nust be anal yzed, not in a vacuum but
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always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the
i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U . S.C. 8§ 112, second

par agraph, is appropriate.

Wth this as background, we anal yze the specific

rejections under 35 U. S.C. 8§ 112, second paragraph, of the
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clains on appeal nmade by the exam ner. The examner's
rejection (answer, p. 4) states that

[t] he scope of clainms 1-4, 6-12, 21, and 27-30 is
not clear. The clains appear to be directed to an
arresting device, but the clains recite structure which
is outside of the device, i.e. the external radius of
curvature of the second cylinder/ram the detection
system the hydraulic ram the hydraulic lift, the
| ongi tudi nal axis of the second cylinder, etc. The
clainms further define the arresting device relative to
the outside structure, i.e. the internal radius of
curvature of the braking surface being smaller than the
external radius of curvature of the second cylinder/ram
the lever arns being within 15 degrees of being
per pendi cular to the |ongitudinal axis of the second
cylinder, and the | ever arns being perpendicular to the
| ongi tudi nal axis of the second cylinder. Therefore, it
is not clear if solely the arresting device is being
relied upon for patentability or if the conbination of
the arresting device and the outside elenents are being
relied upon for patentability.

The appel l ant argues (reply brief, pp. 3-7) that with
respect to the clains under appeal there is no indefiniteness
as to the scope of the clains. Specifically, the appellant
asserts that the clains are directed to an apparatus having as
its principal elenments a pair of |ever arns having sem -
cylindrical braking surfaces. The appellant al so asserts that
the references to el enents outside the clained apparatus

(e.g., the second cylinder, the ram) in the clains are
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permtted references to uncl ainmed elenments. Thus, the

appel l ant states that the second cylinder/ramis not clained.

Qur review of the clains under appeal |eads us to the
conclusion that the rejection under 35 U S.C. § 112, second
par agraph, is appropriate, since the clainms are indefinite for
failing to particularly point out and distinctly claimthe
subj ect matter which the appellants regard as the invention.
Qur analysis of claim1 leads us to the foll ow ng
det ermi nati ons:

(1) in the first paragraph, the main cylinder and a second
cylinder of a hydraulic elevator are recited utilizing

i ntended use | anguage; (2) in the second paragraph, the second
cylinder is referred to without utilizing intended use

| anguage (i.e., use of the phrase "is smaller than" rather
than "is intended to be smaller than"); and (3) in the third
par agraph, the second cylinder is referred to w thout
utilizing intended use | anguage (i.e., use of the phrase "are
rotated" rather than "are capabl e of being rotated away" and
the use of the term"press" rather than "are capabl e of

pressing”). Fromour review of claiml as a whole, it is
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uncl ear to us whether or not the second cylinder is part of
the clai ned apparatus, thus rendering claim1 indefinite.
Claim 21 (the other independent claimon appeal) is |ikew se
indefinite for reasons conparable to those set forth for claim

1

For the reasons set forth above, the decision of the

examner to reject clains 1 to 4, 6 to 12, 21 and 27 to 30

under 35 U. S.C. 8 112, second paragraph, is affirned.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1 to 4, 6 to 12, 21 and 27 to 30 under 35 U.S.C. § 112,
first paragraph, is reversed and the decision of the exam ner
toreject claims 1 to 4, 6 to 12, 21 and 27 to 30 under 35

U S C 8 112, second paragraph, is affirned.

Since at | east one rejection of each of the appeal ed
claims has been affirned, the decision of the examner is

affirned.



Appeal No. 1999-0220 Page 15
Application No. 08/540, 323

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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