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RUGE ERO, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1-12, all of the clainms pending in the present
appl i cation.

The di sclosed invention relates to tel econmuni cation

systens and involves a nethod and apparatus for generating
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call disposition nessages. In response to validation of a
calling card call by a card issuing network, a billing detai
record is generated. After the call is conpleted, an operator

service record is generated which is then nmerged with the
billing detail record to forma nerged operator service record
to which pricing information is added. The nerged operator
service record is sent to a gateway coupled to the card

i ssuing network where it is reformatted to create a cal

di sposition nessage.

Claim1l is illustrative of the invention and reads as
fol |l ows:
1. In a tel ecomruni cati ons system having a card issuing

network, a card accepting network and a call disposition
messagi ng system a nethod of generating call disposition
messages conprising the steps of:

a) generating a billing detail record in the cal
di sposition nessaging systemwhen a call is validated by the
card issui ng network;

b) generating an operator service record in the cal
di sposition nessagi ng systemwhen the call is termnated in
the card accepting network;

c) mat ching the billing detail record with the operator
service record in the call disposition nessaging system and
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d) generating a call disposition nessage fromthe
mat ched billing detail record and operator service record in
the call disposition nessagi ng system

The Examiner relies on the followng prior art:

O sen et al. (dsen) 5, 008, 929 Apr. 16,
1991

Ahearn et al. (Ahearn) 5,163, 086 Nov. 10,
1992

Clainms 1-12 stand finally rejected under 35 U.S.C. § 103.
As evidence of obviousness, the Exam ner offers O sen al one
with respect to clains 1-5 and 7-11, and adds Ahearn to O sen
with respect to clains 6 and 12.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs' and Answer for the
respective details.

OPI NI ON

We have carefully considered the subject matter on

! The Appeal Brief was filed March 4, 1998. In response
to the Exam ner’s Answer dated April 15, 1998, a Reply Brief
was filed June 12, 1998 which was acknow edged and entered by
t he Exam ner wi thout further coment as indicated in the
comuni cation dated July 2, 1998.
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appeal, the rejection advanced by the Exam ner and the

evi dence of obviousness relied upon by the Exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Exam ner’s rationale in
support of the rejections and argunents in rebuttal set forth

in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention set forth in clainms 1-12.
Accordi ngly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1
17-18, 148 USPQ 459, 467 (1966), and to provide a reason why
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one

having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from some

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825

(1988); Ashland Gl, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

( Fed.
Cir. 1984). These showi ngs by the Exam ner are an essenti al

part
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of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

Wth respect to the obviousness rejection of all of the
appeal ed i ndependent clains 1, 5, 7, and 11 based on d sen,
Appel l ants assert the Examiner’s failure to establish a prima
facie case of obviousness since all of the claimlimtations
are not taught or suggested by the applied O sen reference.

In particular, Appellants contend (Brief, page 12) that Q4 sen,
whi ch generates a billing invoice to a requestor for services
related to validation of credit card information, at best

di scl oses only one feature of the appealed clains, i.e. the
generation of a billing detail record.

After careful review of the Osen reference, we are in
agreenent with Appellants’ position as stated in the Briefs.
Qur interpretation of the disclosure of A sen coincides wth
that of Appellants, i.e. while O sen arguably discloses
generation of a billing detail record, we find no disclosure
of the generation of an operator services record which is then
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mat ch/ merged with the

billing detail record to produce a call disposition record,
all features present in each of the appeal ed i ndependent
cl ai ms.

W take note of the fact that the Exam ner at page 13 of
the Answer attenpts to establish equival ence between the
various claimed features and all eged correspondi ng di scl osed
features in Asen. W can find no basis on the record,
however, for the Exam ner’s interpretation of the appeal ed
clainms, nor for the interpretation of the disclosure of O sen,
expressed in the Answer. The Exam ner attenpts (Answer, page
14) to show equival ence of the billing information in the TCAP
MBU nessage in Osen with that of Appellants by referring to
vari ous passages in Osen. W find no such disclosure,
however, of any such billing information such as calling
nunbers, account information, etc. in these cited passages, or
el sewhere in Asen. Simlarly, we find no disclosure in the
excerpt fromdsen cited by the Examner (col. 9, lines 49-59)
of the merging of TCAP and | SDN-UP nessage units, nor any
suggestion that this description could be reasonably
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interpreted as producing a matched or nerged operator service
record as clained. It is also apparent fromthe Exam ner’s
line of reasoning in the Answer that, since the Exam ner has

m stakenly interpreted the disclosure of Osen as

di scl osing the generation of a merged billing operator
services record with the subsequent generation of a cal
di sposition nessage based on this record, the issue of the
obvi ousness of these features has not been addressed.

We are further in agreenment with Appellants’ argunents
(Reply Brief, page 6) that even assum ng, arguendo, that
O sen’s | TC and RBOC systens are equivalent to the clained
card issuing and card accepting netwrks, there is no
suggestion in Asen that billing detail and operator services
records are generated in the manner specified in Appellants’
clainms. Although the Exam ner (Answer, page 14) suggests that
A sen discloses that records are produced on generation of a
Rel ease Message when a subscriber termnates a call, we find
no such teaching or suggestion in 4 sen.

Since all of the claimlimtations are not taught or
suggested by the applied prior art, it is our opinion that the
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Exam ner has not established a prima facie case of obvi ousness

with respect to independent clainms 1, 5, 7, and 11
Accordingly, we do not sustain the Examner’'s 35 U.S.C. § 103
rejection of independent clains 1, 5, 7, and 11, nor of clains

2-4 and 8-10 dependent thereon, based on d sen.

Turning to a consideration of the Examner’'s 35 U S. C
8 103 rejection of dependent clainms 6 and 12 in which the
Ahearn reference is added to A sen, we do not sustain this
rejection as well. It is apparent fromthe Exam ner’s
anal ysis (Answer, page 12) that Ahearn is relied on solely to
address the clained routing and aut horization features. W
find nothing, however, in the disclosure of Ahearn which would
overconme the innate deficiencies of Asen discussed supra.

I n concl usion, since the Exam ner has not established a

prima facie case of obviousness, the 35 U S.C. 8§ 103 rejection

of independent clains 1, 5, 7, and 11 and clainms 2-4, 6, 8-10,
and 12 dependent thereon, cannot be sustained. Therefore, the
deci sion of the Exam ner rejecting clains 1-12 is reversed.

REVERSED
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