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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
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finally rejecting clainms 1-8, which at that point constituted

all of the clains of record in the application. By anmendnent
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under 37 CFR 81.116, the appellants canceled clains 1-8 and
entered claim9, which is the only claimbefore us on appeal
(see Paper No. 9).

The appellants’ invention is directed to a fluid control
devi ce having a repl aceable regulator. The clainms on appeal

have been reproduced in an appendix to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Om et al. (OChm) 5, 366, 261 Nov. 22, 1994
Abstract of 6241400 Aug. 30, 1994
Japanese Pat ent

(Yuichi)

THE REJECTI ON

Claim9 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Yuichi in view of Chm .

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejection and the
conflicting viewoints advanced by the exam ner and the

appel l ants regarding the rejection, we nmake reference to the
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Exam ner’s Answer (Paper No. 15) and the Appellants’ Briefs

(Paper Nos. 13 and 17).

OPI NI ON

The appellants’ invention is directed to the conbination
of a fluid control device having a regulator for controlling
the flow through a channel, a connection nenber connected to
the regul ator, and neans for detachably connecting the
regul ator. The claimestablishes that there is an upper
connector and a | ower connector with an annul ar gasket
i nt erposed between abutting end faces of the connectors.
Among the other structure recited in the claimare “annul ar
projections” fornmed on the end faces and being operative to
def orm sai d gasket into sealing engagenent with the end faces.
The projections are radially spaced fromthe channel to define
“concentrically disposed inner flat faces and outer flat faces
on opposite sides of said projections,” with the inner flat
faces being nutually axially spaced cl oser together than the
outer flat spaces. According to the appellants, the latter
feature results in a better seal as the conponents are being

attached toget her.
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It is the examner’s view that all of the subject matter
recited in claim9 is disclosed by Yuichi except for the
proj ections and spacing of the inner and outer flat faces,
whi ch are taught by Chm, and that it would have been obvi ous
to one of ordinary skill in the art to incorporate these
features of Ohm into the Yuichi regulator structure. W
di sagree, sharing the appellants’ opinion that Chm does not
di scl ose or teach the projections and the spacing of the inner
and outer flat faces. Qur reasons for arriving at this
concl usi on foll ow.

The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skil
inthe art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina

faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine
reference teachings to arrive at the clainmed invention. See
Ex parte Capp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nmust stem from sone

t eachi ng, suggestion or inference in the prior art as a whole
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or fromthe know edge generally available to one of ordinary
skill in the art and not fromthe appellant's disclosure.
See, for exanple, Uniroyal, Inc. v. Rudkin-WIley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1439 (Fed. Cr.), cert.

deni ed, 488 U.S. 825 (1988).

We agree with the exam ner that Yuichi discloses the
basic regul ator structure recited in claim9 but |acks the
required projections and inner and outer flat faces. Were we
part conpany with the examner is that the m ssing structure
is taught by Ohm, for neither the description of the
structure provided in the reference nor the common definition
of “projection” supports the exam ner’s position. From our
perspective, therefore, Ohm does not disclose “projections”
spaced fromthe channels “to define concentrically disposed
inner flat faces and outer flat faces” wth the inner flat
faces being axially spaced closer than the outer ones, as is
the exam ner’s contention with regard to Figures 5 and 6.

There are three reasons for reaching this concl usion.
First, Om has defined elenents 33 and 34, which are
i mredi ately adj acent to the channels of the device, as

“projections” (colum 4, line 12). Interpreting Chm in this
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fashion results in there being no inner flat faces present at
all, and the rejection fails on this ground. Second, the
exam ner’s position here apparently is that, notw thstandi ng
Ohm ' s description of what constitutes the “projections,”

el enents 33 and 34 conprise “projections” forned by the curved
portions of elenments 33 and 34 (the upper portions, as shown),
whi ch are spaced fromthe channels by inner flat faces (the

| ower nost portions, as shown). This thesis is not supported
by the specification or evident fromthe draw ngs, and
therefore in our opinion nmust be dism ssed as nere
speculation. Finally, it is our opinion that the el enents
desi gnated by Chm as “projections” are not, in fact,
“projections” when considered in the |light of the common
definition of the termand the understanding gained fromthe
appel l ants’ disclosure and clains, but nore accurately woul d
be defined as corners.

In any event, the conbined teachings of the two
references fail to establish a prinma facie case of obvi ousness
with regard to the subject matter recited in claim9. This
being the case, we will not sustain the rejection.

The decision of the exam ner i s reversed.
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REVERSED

Neal E. Abrans
Adm ni strative Patent Judge
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