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DECI SI ON ON APPEAL

Appel | ant has appealed to the Board fromthe exam ner’s
final rejection of clainms 1 through 5 and 8 through 17, which
constitute all the clainms remaining in the application.

Representative claim1l is reproduced bel ow.
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1. A position inputting device for use with video
si gnal processing, conprising:

operating neans novable in arbitrary directions;

t wo- di mensi onal position detection nmeans for
detecting the operating positions of said operating
means and generating two di mensional first and
second coordi nate dat a;

a switch;

control neans for switching said operating
position between two-dinensional first and second
coordi nate data and one di nensi onal coordi nate dat a,
responsive to first and second actuating states of
said switch, respectively; and

pi cture processing neans for noving a
predeterm ned position of video signals within a
pi cture based on the first and second coordi nate
data when said switch is in the first state and for
altering a range of positions of the video signals
within the picture based on the one-di nensi onal
coordi nate data when the switch is in the second
st ate.

The following references are relied on by the exam ner

Corballis et al. (Corballis) 5,512, 892 Apr. 30, 1996
(filing date Feb. 25, 1994)

Engle et al. (Engle) 5,541, 622 Jul. 30, 1996
(filing date Aug. 09, 1993)

SUPERPAI NT, Silicon Beach Software, page 15 (1988).

Al'l clainms on appeal, clains 1 through 5 and 8 through 17
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stand rejected under 35 U.S.C. §8 103. As evidence of obvious-

ness, the exam ner relies upon SUPERPAINT alone as to clains 1
t hrough 5 and 8 through 14. The exam ner adds Engle as to
claims 15 and 17, and adds to this conbination, Corballis as
to claim16.

Rat her than repeat the positions of the appellant and the
exam ner, reference is made to the briefs and the answer for
the respective details thereof.

OPI NI ON

We reverse all rejections of the clains on appeal.

Bot h i ndependent clains 1 and 5 on appeal reflect that
the switch has first and second actuating states. This
feature is nmore positively recited in independent claim1l and
nmore inplicit in the switching action of the control neans in
claim5. 1In one state the switch enters two-di nensional
information and in a second state the swtch enters one-

di nensi onal information. The focus of the argunents between
appel lant and the examner with respect to claim1 relates to
the second state of the switch causing the picture processing
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means of this claimto operate in such a manner as “for

altering a range of positions of the video

signals within the picture based on the one-di nensi onal
coordinate data.” Correspondingly, in claim5 the focus is on
the function of the picture processing neans which “converts
one-di mensional information fromthe two-di mensi onal position
detection nmeans into range data of the input video signals.”

As to both independent clains, the exam ner’s position to
the rejection is best expressed at page 6 of the answer:

[ The] SUPERPAI NT reference clearly discloses
altering the range of position of the video signals
when the shift key is pressed. For exanple, at page
15, [the] SUPERPAI NT reference discloses that the
shift key restricts the pencil’s trails to either
vertical or horizontal nmotion. The direction of the
constraint is based on the direction of the
pencils’s first motion. This feature clearly reads
on the limtation of “for altering a range of
position of the video signals within the picture
based on the one-di nensi onal coordi nate data when
the switch is in the second state” as required in
[the] clains.

The exam ner’s statenment as to the shift key restricting

the pencil’s trail to either vertical or horizontal notion is
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an accurate reflection of the function of the shift key in
relationship to the operation of the nouse at page 15 of
SUPERPAI NT. The examiner’s views with respect to the clains
on appeal is only partially correct in that claim5 does not
contain correspondi ng | anguage quoted fromclaim1 as argued

by the

exam ner. As noted earlier, claim5 requires that the picture
processi ng means convert one-di nensional information into
range data of the input video signals. This feature

di stingui shes over the teaching argued by the exam ner in the
context of the recitation in claim1l on appeal because it is
clear to us that

there is no conversion of anything by the actuation of shift
key in the context of the joint action with respect to the
nouse as taught at page 15 of SUPERPAI NT. The shift key does
not convert or cause to be converted, one type of information
into another type of information as the claimrequires, and

t he exam ner does not directly address this limtation in this
claim As such, we nmust reverse the rejection of independent
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claimb5 and its respective dependent clains further relying in
part upon Engle and Corballis.

On the other hand, the exam ner’s views expressed at page
6 of the answer are consistent with the | anguage expressed in
i ndependent claim 1l as we noted earlier. Appellant’s position
on the other hand as to this rejection of independent claiml
(as well as independent claimb5) is best expressed at page 8

of the

brief where appellant argues that the function of the
separately claimed switch is such as to enlarge or reduce the
“range” of the region of positions of the video signals.
Appel l ant relies on the teachings at page 12 of the
specification in support of this view  However, we note that
the claimdoes not specifically state that the claimed
“altering” enlarges or reduces the range of a region.

As to this rejection, appellant’s positions are nore
devel oped at pages 2 through 4 of the reply brief where the

appel lant again refers to page 12 of the specification as a
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basis for the view that the use of the word “range” is that
the respective key actuation of the clainmed switch enl arges or
reduces the range of a region. Appellant’s position at pages
3 and 4 of the reply brief is such that when viewed in |ight
of the specification’ s disclosure, the word “range” is

essentially defined in the specification to nean an

enl argenent or reduction of the size or range of a region of
t he vi deo signal

Qur study of the specification as filed as a whole is
consistent with this view Beginning with the discussion of

t he

prior art at page 1 of the specification as filed, it is noted
at the bottom of that page that it was known in the art to
utilize an operating lever to enter coordinate or X, Y
position information “and to set the input picture size or
range using an operating button, such as a so-called vol ume
knob”. The setting action “altered” the size or range of the
i nput picture. In this light, the word “range” appears to be

7



Appeal No. 1999-0081
Application No. 08/506, 645

known in the art to be “settable” or convey the concept of a
change in size or range by use of a operating button which
does not necessarily have two

clainmed states as recited in the clainms on appeal.
Appellant’s position in the brief and reply brief in substance
argues that the word “range” in the art and in the
specification as filed neans enl argenent or reduction in size
of the range of positions of video signals. The remining
part of the specification verifies the positions taken by
appellant in the brief and reply brief with respect to the

di scussion at the m ddl e of page 12 of the specification.
Note al so the nore detailed discussion at the bottom of page
14 through the top of page 16 and the discussion in the

par agraph bridging pages 17 and 18 of the specification as

filed.

| nasnmuch as the term “range” has an apparent neaning of
size in the art as well as that it nay be “set” or “altered”
such as to change the size or enlarge or reduce the size of

video signals of an imge, we reverse the rejection of claim1
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and by inference, its dependent claim2 through 4. As

i ndicated at the bottom of page 4 of the reply brief,
SUPERPAI NT cl early does not show an enl argenment or reduction
of the range of the displayed region, that is, it clearly does
not show a change of size of the displayed region by the
operation of the shift key because it only is taught to
restrict a pencils’s trail to either a vertical or horizontal
notion. Therefore, we construe the | anguage of claim1 of
“altering a range of positions of the video signals” as
requiring a change or alteration of size of the video signals
such as to either enlarge or reduce them In |light of these
consi derations, we also reverse the rejection of independent
claim5 for simlar reasons since it particularly recites the

feature of “range data” at the end of this claim

In view of the foregoing, the decision of the exam ner
rejecting claims 1 through 5 and 8 through 17 under 35 U.S.C.
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8§ 103 is reversed.

REVERSED

JAMES D. THOWVAS )
Adm ni strative Patent Judge )

)

) BOARD OF PATENT
JOSEPH F. RUGG ERO ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

1 b/ vsh
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BARRY, Admi nistrative Patent Judge, Di ssenting:

Al t hough | agree with the majority’ s decision to reverse
the rejection of clainms 5 and 8-17 under 35 U.S.C. § 103(a), |
di sagree with their decision to reverse the exam ner’s
rejection of clainms 1-4 under 8 103(a) as being obvious over
Super Paint. After considering the record, | am persuaded that
the exam ner did not err in rejecting clainms 1-4 under
8§ 103(a) as being obvious over SuperPaint. Accordingly, I
woul d affirmthe rejection of clains 1-4. M opinion

addresses the groupi ng and obvi ousness of these clains.

|. Grouping of Clains 1-4

I n general, clains that are not argued separately stand

or fall together. |In re Kaslow 707 F.2d 1366, 1376, 217 USPQ

1089, 1096 (Fed. Cir. 1983). \When the patentability of
dependent clainms in particular is not argued separately, the

claims stand or fall with the claims from which they depend.

In re King, 801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. Cir.

1986); In re Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed.

Cir. 1983).
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Here, the appellant asserts, "[c]laims 1 to 5 ... stand
or fall together ...." (Appeal Br. at 7.) Concomtantly, he
fails to allege that, let alone explain why, clains 2-4 are

separately patentable fromclaim11l. Therefore, clains 1-4
stand or fall together, with claim 1l representing the group.
Wth this representation in mnd, | address the obvi ousness of

t he cl ai ns.

1. Obviousness of the Clains

| begin by noting the following principles fromln re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed. Cir.
1993).

In rejecting claim under 35 U S.C. Section 103, the
exam ner bears the initial burden of presenting a

prima facie case of obviousness. In re OCetiker, 977
F.2d 1443, 1445, 24 USPQ@d 1443, 1444 (Fed. Cir.
1992).... "A prim facie case of obviousness is

est abli shed when the teachings fromthe prior art
itself would appear to have suggested the clainmed
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).
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I n addition, the references represent the |evel of ordinary

skill in the art. See In re GPAC Inc., 57 F.3d 1573, 1579, 35

UsP@2d 1116, 1121 (Fed. Cir. 1995)(finding that the Board of

Pat ent

Appeal s and Interference did not err in concluding that the
| evel of ordinary skill was best determ ned by the references

of record); In re QCelrich, 579 F.2d 86, 91, 198 USPQ 210, 214

(CCPA 1978) ("[T]he PTO usually nust evaluate ... the |level of
ordinary skill solely on the cold words of the literature.").
Of course, “‘[e]very patent application and reference relies

to some extent upon know edge of persons skilled in the art to

conpl ement that [which is] disclosed ....”” 1n re Bode, 550

F.2d 656, 660, 193 USPQ 12, 16 (CCPA 1977) (quoting In re
W ggins, 488 F.2d 538, 543, 179 USPQ 421, 424 (CCPA 1973)).
Those persons “nust be presumed to know sonet hing” about the

art “apart fromwhat the references disclose.” In re Jacoby,

309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962). Wth these
principles in mnd, | agree with the majority that “[t] he
focus of the argunments between appellant and the exam ner with
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respect to claiml relates to the second state of the switch

causing the picture processing neans of this claimto operate
in such a manner as ‘for altering a range of positions of the
video signals withing the picture based on the one-di nensional

coordi nat e dat a.

“In the patentability context, clains are to be given
their broadest reasonable interpretations. Moreover,
limtations are not to be read into the clainms fromthe

specification.” 1n re Van Geuns, 988 F.2d 1181, 1184, 26

UsP@2d 1057, 1059 (Fed. Cir. 1993) (citing In re Zletz, 893

F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989)).! Here,
representative claim1l specifies in pertinent part the

following limtations: “picture processing neans for noving a
predeterm ned position of video signals within a picture based

on the first and second coordi nate data when said switch is in

1 Gains are to be given their broadest reasonable interpretation during
exam nation because an “applicant nmay then anend his clains, the thought being
to reduce the possibility that, after the patent is granted, the clains nay be
interpreted as giving broader coverage than is justified.” In re Prater, 415
F.2d 1393, 1404-05, 162 USPQ 541, 550-551 (CCPA 1969).
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the first state and for altering a range of positions of the
video signals within the picture based on the one-di nensi onal
coordi nate data when the switch is in the second state.” As
the majority notes, the “[a] ppellant relies on the teachings
at page 12 of the specification in support of this view” |
agree with the magjority, however, “that the claimdoes not

specifically state that the claimed ‘altering’ enlarges or

reduces the range of a region.” Gving the claimits broadest

reasonabl e interpretation, therefore, the limtations nerely
require noving video signals within a picture based on two-
di mensi onal first and second coordi nate data when a switch is
in a first state and altering a range of positions of the
video signals within the picture based on one-di nensi onal
coordi nate data when the switch is in a second state.

The prior art would have suggested the limtations.

Super Pai nt teaches noving video signals that depict a “Penci

tool,” p. 15, within a picture as shown in Figure 2.3 of the
reference. SuperPaint further teaches a switch, viz., “[t]he
Shift key,” id., that can be deactivated or activated. When
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the key is deactivated, Figure 2.3 shows that the tool can be
noved in two-di nensions, viz., vertically and horizontally.
VWhen the key is activated, however, the tool can be noved only
in one dinension, viz., either vertically or horizontally.
Specifically, “[t]he Shift key restricts the pencil’s trail to
either vertical or horizontal notion.” 1d. The majority
admts as nmuch by stating, “[t]he examner’s statenent as to
the shift key restricting the pencil’s trail to either

vertical or horizontal mpotion is an accurate reflection ....”

Because SuperPaint teaches a Shift key that can alter a
range of positions of the Pencil tool fromtwo-dinmensions to
one di nension, | am persuaded that the teachings of the
reference in combination with the prior art as a whole would
have suggested the claimed |imtations of “picture processing
means for noving a predeterm ned position of video signals
within a picture based on the first and second coordi nate data
when said switch is in the first state and for altering a
range of positions of the video signals within the picture
based on the one-di mensi onal coordi nate data when the switch
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is in the second state.” Therefore, | would affirmthe

rejection of clainms 1-4 as bei ng obvious over SuperPaint.

LANCE LEONARD BARRY )
Adm ni strative Patent Judge )

Il b/vsh
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