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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clains 1-9 and 11-40, which are all of the clains pending
in the present application. Caim 10 has been canceled. An
amendnent filed Septenber 23, 1997 after final rejection was
approved for entry by the Exam ner.

The clained invention relates to a centralized print

queue for a network printer system Print job requests,
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wi thout a transm ssion of print job data which remains at a
host conputer, are submtted by the host conputer and stored
as print job information in the centralized print queue. Wen
the printer becomes available, the print job information in
the print queue permts the host conputer with the actua

print job data to be accessed for transm ssion of the print

data to the printer, thereby reducing the anount of network

traffic.
Caimlis illustrative of the invention and reads as
foll ows:

1. A network printing system conprising:

(a) a plurality of host conputers connected to a
net wor k; and

(b) a printer connected to the network for receiving
and printing print jobs in response to print requests
fromsaid host conputers, wherein said printer includes a
| ocalized print queue for storing print job informtion
for each of said host conputers attenpting to gain print
access to said printer, and wherein each of said host
conmput ers communi cates with said printer using an
appl i cation-layer uniforminterface protocol.

The Exam ner relies on the following prior art:

DeHart et al. (DeHart) 5,517, 636 May 14, 1996
(filed Cct. 13,

1994)

Davi dson, Jr. et al. (Davidson) 5,550,957 Aug. 27, 1996

(filed Dec. 07,
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1994)

Patel et al. (Patel) 5, 566, 278 Cct. 15, 1996
(filed Aug. 24,

1993)

Clains 1-9 and 11-40 stand rejected under 35 U S. C
§ 103. As evidence of obviousness, the Exam ner offers
Davi dson in view of DeHart with respect to clains 1-5, 7-9,
11-14, 16-19, 21-28, 30-37, 39, and 40, and adds Patel to the
basi ¢ conbination with respect to clains 6, 15, 20, 29, and
38.

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is nade to the Briefs® and Answer for the
respective details.

CPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, and the
evi dence of obviousness relied upon by the Exam ner as
support for the rejections. W have, |ikew se, reviewed and

taken into consideration, in reaching our decision,

! The Appeal Brief was filed January 23, 1998 (Paper No. 14). In
response to the Examiner’s Answer dated March 3, 1998 (Paper No. 15), a Reply
Brief was filed May 4, 1998 (Paper No. 16) which was acknow edged and entered
by the Exam ner as indicated in the communi cation dated May 8, 1998 (Paper No.
17).
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Appel l ant’ s argunments set forth in the Briefs along with the
Exam ner’s rationale in support of the rejections and
argunments in rebuttal set forth in the Exam ner’s Answer

It is our view, after consideration of the record before
us, that the evidence relied upon and the |evel of skill in

t he
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particul ar art woul d not have suggested to one of ordinary
skill in the art the obviousness of the invention as recited
inclainms 1-9 and 11-40. Accordingly, we reverse.

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the Examiner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837

F.2d 1071, 1073-74, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). 1In
SO

doi ng, the Exam ner is expected to nmake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one

having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone
teachi ng, suggestion, or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skil

5
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in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825

(1988); Ashland G 1, Inc. v. Delta Resins & Refractories,

I nc.,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prinma facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd
1443, 1444 (Fed. Gr. 1992).

Wth respect to the appeal ed i ndependent clains 1, 7, 9,
25, and 32, the Exam ner proposes to nodify the network
printing systemdisclosure of Davidson. According to the
Exam ner (Answer, page 3, which refers to the final Ofice
action nmailed June 23, 1997, Paper No. 7), Davidson discloses

6
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the clained invention except for the use of an application-

| ayer uniforminterface protocol to provide comuni cation

bet ween a host conputer and a network printer. To address
this deficiency, the Exam ner turns to DeHart which, as
interpreted by the Exami ner, discloses “ . . . conputer
programm ng to all ow application-layer communications in a
comput er environnent independent of the system on which the
programis running . . . ” (final Ofice action, page 3). 1In
the Examiner’s view, the skilled artisan would have been
notivated and found it obvious to include a uniforminterface
protocol as taught by DeHart in the system of Davidson *

in order to provide a uniformprotocol for interfacing between
comput ers using network service protocol s/ports and a

printer.” (1d.)



Appeal No. 1999-0006
Application No. 08/470,970

In response, Appellant’s argunents, aside froma genera
assertion at page 12 of the Brief, do not attack the
conbi nability of Davidson and DeHart but, rather, focus on the
al | eged | ack of disclosure in Davidson of key features of the
appeal ed clainms. Appellant initially contends (Brief, page
11) that the Exam ner has m sinterpreted the disclosure of
Davi dson as providing a description of the clainmed feature of
storing “print job information” in a localized print queue, a
feature which is present in all of the independent clains. 1In
maki ng this assertion, Appellant refers to a specific
definition of the term nology “printer job information”
appearing at page 4, lines 11-23 of the specification, which
draws a distinction with actual print job data.

After careful review of the Davidson reference in |ight
of the argunments of record, we are in agreenent with
Appel lant’ s position as stated in the Briefs. Wiile the
Exam ner is correct that clains are to be given their broadest
possible interpretation, any such interpretation nust be
consistent with the specification. 1In the present factua
situation, Appellant’s specification (page 4, |ines 11-23;

page 16, |ines
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3-6) provides a clear disclosure of the neaning of the

term nology “printer job information,” i.e., descriptive
properties related to the print job such as job nane,
estimated print time, nunber of pages, etc., as opposed to the
actual print job data itself. An inventor’s definition and
expl anation of the neaning of a term as evidenced by the
specification, controls the interpretation of that claimterm
as opposed, for exanple, to dictionary definitions. Serrano

v. Telular Corp., 111 F.3d 1578, 1581, 42 USPQ2d 1538, 1541

(Fed. Cir. 1997).

In contrast to the | anguage of the appeal ed clains, our
interpretation of the disclosure of Davidson coincides with
that of Appellant, i.e., only the transmttal of printer
status information froma printer to a host conputer is
described. W find no basis for the Exam ner’s concl usion
that “print job information,” as opposed to actual print job
data, is stored in a printer queue in Davidson, at |east not
according to the definition provided by Appellant in the
speci ficati on.

We are further in agreenent with Appellant that no basis

exi sts for the Exam ner’s conclusion that Davi dson provides

9
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for a printer-initiated connection or job-execution connection
on printer availability, as required by independent clains 7,
25, and 32. In our view, as also asserted by Appellants

(Reply Brief, pages 5 and 6), the nere existence of two-way

10
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comuni cation capability, relied on by the Exam ner, between a
host conputer and printer in Davidson is not sufficient to
establish a teaching of a printer-initiated connection under
the specific conditions set forth in the appeal ed cl ai ns.

Wth respect to the DeHart and Patel references relied on
by the Exam ner as providing a teaching of the use of an
application |ayer interface and print job characteristic data,
respectively, we find nothing in either of these disclosures
t hat woul d overcone the innate deficiencies of Davidson

di scussed supra.

11
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In view of the above discussion, it is our viewthat,
since all of the limtations of the appeal ed clains are not
taught or suggested by the prior art, the Exam ner has not

established a prima facie case of obviousness. Accordingly,

the 35 U. S. C

8 103 rejection of independent clains 1, 7, 9, 25, and 32, as
well as clains 2-6, 8, 11-24, 26-31, and 33-40 dependent

t hereon, cannot be sustained. Therefore, the decision of the

Exam ner rejecting clains 1-9 and 11-40 is reversed.

REVERSED

LEE E. BARRETT
Adm ni strative Patent Judge

BOARD OF PATENT
JOSEPH F. RUGAE ERO APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

STUART S. LEVY
Adm ni strative Patent Judge
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