The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of

t he Board.
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GARRI S, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe refusal of the
examner to allowclainms 1 through 3, 5, 6, 8, 10, 11, 14, 16

t hrough 18, 20, 22 and 23 as anended subsequent to the final
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rejection. The only other clains pending in the application,
which are clains 7, 9, 13, 19 and 21, stand w thdrawn from
further consideration by the exam ner.

The subject matter on appeal relates to a free radical
pol ynmeri zation process for the preparation of a thernoplastic
resin which conprises formng a nitroxide stable free radica
agent froma precursor material in a reaction vessel,
introducing a free radical initiator and at |east one
pol ynmeri zabl e nononer conpound into said reactor vessel and
heating the resulting m xture in said vessel to formthe
thernopl astic resin. This appeal ed subject natter is
adequately illustrated by independent claim 23 which reads as
fol |l ows:

23. A free radical polynerization process for the
preparation of a thernoplastic resin, conprising:

(a) formng a nitroxide stable free radical agent froma
precursor material in a reactor vessel;

(b) introducing a free radical initiator and at | east one
pol ymeri zabl e nononer conpound into said reactor vessel; and

(c) heating a m xture conprised of said stable free
radical initiator, said nitroxide stable free radical agent,
and said at | east one polynerizabl e nononer conpound in said
reactor vessel to forma thernoplastic resin.
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The reference set forth belowis the sole reference
applied by the exam ner in the rejections before us:

Ceorges et al. (Georges) 5,322,912 Jun. 21
1994

As expressed on page 4 of the answer, “[c]lains 1, 2, 6,
8, 10, 11, 14, 16-18, 20, 22, 23 [are] rejected under 35
UusS C
§ 112, first and second paragraphs, as the clained invention
is not described in such full, clear, concise and exact terns
as to enable any person skilled in the art to make and use the
sanme, and/or for failing to particularly point out and
distinctly claimthe subject matter which applicant regards as
t he invention.”

As expressed on page 3 of the answer, “[c]lains 1-6
[sic], 8, 10-12 [sic], 14-18 [sic], 20, 22 [are] rejected
under
35 U.S.C. §8 102(a) as anticipated by or, in the alternative,

under 35 U. S.C. § 103 as obvi ous over Ceorges.”!

Plainly, the exam ner has inaptly listed the clains
included in his above noted prior art rejection. For purposes
of conpleteness in our disposition of this appeal, we wll
assunme that the prior art rejection has been applied against
all of the clainms on appeal.
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We refer to the several briefs and answers respectively
for a conplete exposition of the opposing viewpoints expressed
by the appellants and the exam ner concerning the above noted
rej ections.

OPI NI ON

We cannot sustain any of the rejections advanced by the
exam ner on this appeal.

It is well settled that the exam ner bears the initial
burden, on review of the prior art or on any other ground, of

presenting a prima facie case of unpatentability. In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). In each of the rejections under consideration, the
exam ner has failed to carry his initial burden of presenting

the requisite prim facie case.

Concerning the section 112, second paragraph, rejection,
the coments made by the exami ner in his answer regarding a
section 112 position have no discernible relationship at al
to the issue of claimparticularity and distinctness. It is
clear, therefore, that the exam ner has not even attenpted

much | ess succeeded in carrying his initial burden with
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respect to this rejection. As a consequence, the examner’s
section 112, second paragraph, rejection cannot be sustai ned.

As for the section 112, first paragraph, rejection, the
answer contains conments that are at |east related to the
i ssue of nonenabl enent. These comments, however, anount to
not hi ng nore than an all egati on of nonenabl enent w t hout any
reasons in support thereof. Because a rejection for |ack of
enabl ement nmust be substantiated with reasons (ln re
Arnbruster, 512 F.2d 676, 677-78, 185 USPQ 152, 153 (CCPA
1975)), the exam ner’s section 112, first paragraph, rejection
al so cannot be sust ai ned.

Finally, the exam ner’s section 102 and section 103
rejections of the appeal ed cl ai ns as bei ng unpat ent abl e over
CGeorges cannot be sustained. This is because, as correctly
indicated by the appellants in their briefs, the applied
reference sinply does not contain any teaching or suggestion
of formng a nitroxide stable free radical agent froma
precursor material in a reaction vessel as required in step
(a) in conbination wth introducing ingredients into said
reactor vessel in accordance with step (b) and heating the

ingredients in said reactor vessel in accordance with step (c)
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as required by each of the independent clains on appeal. In
t he absence of such a teaching or suggestion, it is apparent
that the Georges reference is evidentially inadequate to

establish a prima facie case of anticipation as well as

obvi ousness. ?
The deci sion of the exam ner is reversed.

REVERSED

Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Terry J. Owens ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND

) | NTERFERENCES

2l n the supplenental exam ner’s answer mailed April 25,
1997 (Paper No. 14), the exam ner has referred to prior art
ot her than the CGeorges reference in an apparent attenpt to
further support his anticipation and obvi ousness concl usi ons.
Wthout question, this attenpt by the exam ner was wholly
i nappropriate. Were a reference is relied on to support a
rejection, whether or not in a mnor capacity, that reference
shoul d be positively included in the statenent of the
rejection. 1n re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406
407 n.3 (CCPA 1970). In our assessnment of the exam ner’s
section 102 and section 103 rejections, we have not consi dered
the prior art referred to in the aforenentioned suppl enent al
exam ner’ s answer because it has not been positively included
in the exami ner’s statenment of these rejections.
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Thomas A, Waltz
Adm ni strative Patent Judge
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