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The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore PAK, KRATZ and TIMM Adm nistrative Patent Judges.
KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusa
to allow clains 1-20, as anended after final rejection. No
other clains are pending in this application.

BACKGROUND

Appellant's invention relates to a mcrocellular |ow

density pol yurethane el astoner, a process of making sanme and a
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shoe m dsol e made therefrom  An understandi ng of the
i nvention can be derived froma reading of exenplary claiml,
whi ch is reproduced bel ow.

1. A process for the preparation of mcrocellular
pol yur et hane el astoners, conprising reacting:

a) an isocyanate conponent conprising in substantial part
one or nore isocyanate-term nated prepolyners having a free
NCO group content of from about 6 to about 16 wei ght percent,
sai d prepol yners conprising the reaction product of a
stoi chionetric excess of one or nore di- or polyisocyanates
wi th a high nol ecul ar weight, high functionality
pol yoxypropyl ene di ol having a nunber average nol ecul ar wei ght
of about 3000 Da to about 10,000 Da and an actua
functionality of about 1.95 or nore;

b) a pol yol conponent conprising in substantial part one
or nore aliphatic or cycloaliphatic chain extenders or m xture
t her eof ;
in the presence of

C) an anount of a blowi ng agent effective to provide a
m crocel l ul ar el astoner density of from about 0.15 to about
0.6 g/cnt.

The sole prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Hostettl er 4, 559, 366 Dec. 17,
1985
Clainms 1-20 stand rejected under 35 U. S.C. § 102(b) as

bei ng antici pated by Hostettler.
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We refer to the briefs and the answer for the opposing

vi ewpoi nts of appellant and the exam ner.
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CPI NI ON

Upon careful review of the entire record including the
respecti ve positions advanced by appellant and the exam ner,
we find ourselves in agreenent with appellant that the
exam ner has failed to carry the burden of establishing a
prima facie case of anticipation. Accordingly, we wll
reverse the examner’s 8 102 rejection.

The exam ner has the initial burden of establishing a
prima facie case of anticipation by pointing out where all of
the claimlimtations appear in a single reference. See In re
Spada,

911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cr. 1990);

In re King, 801 F.2d 1324, 1327, 231 USPQ 136, 138-39 (Fed.
Cr. 1986). The reference nust |ead one of ordinary skill in
the art to subject nmatter which falls within the scope of the
clainms “w thout any need for picking, choosing, and conbining
various disclosures not directly related to each other by the
teachings of the cited reference” In re Arkley, 455 F.2d 586,
587,

172 USPQ 524, 526 (CCPA 1972).
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Hostettl er discloses mcrocellular polyurethane el astoner
products and net hods of preparing sane. Hostettler (columm 2,
| ines 12-29) teaches that their el astoner products are
prepared from inter alia, a conponent conprising prepolyners,
a polyol and a blow ng agent. The prepolyners are fornmed by
reacting pol y(oxyet hyl eneoxypropyl ene) pol yol s havi ng hydr oxyl
equi val ent wei ghts ranging from 750-3000 and a hydroxyl
functionality of 2 to 3 with diisocyanates.

Simlarly, all of the clains on appeal either require a
process that includes the steps of reacting a conponent
conprising prepolyners, a polyol and a bl ow ng agent or a
product obtained fromsuch a process. |In addition to
requiring that the prepolynmer is prepared fromthe reaction of
pol yi socyanates with a pol yoxypropyl enedi ol having a nunber
aver age nol ecul ar wei ght of about 3,000 Da to about 10,000 Da
and an actual functionality of about 1.95, the clained
reactant prepolyner is required to have a free NCO group
content of from about 6 to about 16.

Hence, to arrive at the appellant’s clainmed invention,
one of ordinary skill in the art would have to not only sel ect

a pol y(oxyet hyl eneoxypr opyl ene) di ol havi ng a nunber average
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nol ecul ar wei ght and actual functionality within appellant’s
cl aimed range fromthe polyols disclosed by Hostettler but

al so use the polyisocyanate reactant and reaction conditions
so as to formthe prepolyner with a free NCO group content of
fromabout 6 to about 16. Here, the exam ner has not pointed
to any portion of the applied reference that specifically
descri bes a prepol yner having a free NCO group content of from
about 6 to about 16 that was prepared by reacting a

pol yi socyanate with a pol y(oxyet hyl eneoxypropyl ene) di ol havi ng
bot h a nunber average nol ecul ar wei ght and act ual
functionality wwthin appellant’s clained range.* Wile it may
have been obvious to one of ordinary skill in the art to

sel ect a higher nol ecul ar wei ght polyol as taught by
Hostettl er and choose reaction conditions to formthe

prepol ymer with a NCO content within appellant’s clained range
therefrom given the NCO content exenplified in exanple 11 of

Hostettler, a claimis not anticipated by a reference when

' W note that while the prepol yner of exanple 11 of
Hostettl er has a reported NCO content of 15.1% the polyol
enpl oyed (NI AX Pol yol E-351) has a reported nol ecul ar wei ght
of about 2800, which the exam ner has not established to be
within the clained range of 3,000 Da to about 10,000 Da
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such i ndependent picking and choosing is required to arrive at
the clained invention. See Arkley, 455 F.2d at 587, 172 USPQ
at 526. Accordingly, we reverse the rejections under 35
UsS C § 102

OTHER | SSUES

In light of the above discussion, we renmand the
application to the exam ner to consider whether or not
Hostettler alone or in conmbination with any other prior art,
such as the admtted prior art set forth at pages 4 and 5 of
appel l ant’ s specification would have rendered any or all of
the clai med subject matter obvious within the neaning of 35
US. C 8§ 103. W note, for exanple, that the Smith et al.
article (Smth) referred to at page 5 of the specification
descri bes the formation of poly(propyl ene oxide) diols having
hi gh nol ecul ar wei ghts, such as 4,000, with an actua
functionality of 1.95 (Table 1). Those diols are taught by
Smth as being useful in form ng pol yurethane el astoner

products.
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CONCLUSI ON

The decision of the exam ner to reject clains 1-20 under
35 U.S.C. 8 102(b) as being anticipated by Hostettler is
reversed.

REVERSED AND REMANDED

CATHERI NE TI WM
Adm ni strative Patent Judge

CHUNG K PAK )
Adm ni strative Patent Judge )
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) BOARD OF PATENT
PETER F. KRATZ ) APPEALS
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