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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final
rejection of clains 1 to 26, all of the clains pending in
t he application.

BACKGROUND

The disclosed invention is directed to a fingerprint
i mge cutout processing device and a nmethod for use with
tenprint cards that selects and inputs fingerprint inmages

on a tenprint card. The tenprint cards contain twenty
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fingerprints - ten rolled and ten plain fingerprints.

An operator inputs the entire tenprint card inmage,
tenporarily stores the imge and displays it. The
operator views the imge and identifies cutout regions
cont ai ning individual fingerprint inmges and the | ocation
of each fingerprint image within each cutout region. The
operator then has the option of nodifying the cutout
information to select cutout regions other than those
previously selected or outputting the sel ected cutout

regi ons containing the fingerprint inages.

Representati ve i ndependent claim1l is reproduced as
fol |l ows:

1. A fingerprint image cutout processing device for
a tenprint card conpri sing:

i mge i nput nmeans for inputting, on a card-by-card
basi s, image data provided on a tenprint card containing
rolled fingerprints and plain fingerprints of ten
fingers;

i mage storage neans for storing said i nage data
i nput by said i nage i nput neans;

cutout information input neans for accepting input
of fingerprint cutout information for each of said ten
fingers, said cutout information input neans displaying
said tenprint
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i mge data and ten cutout franes in order to specify a
cutout area of each fingerprint imge to be superposed
wi th each other; and

cutout means for cutting, on a finger-by-finger
basis, fingerprint inmage data out of the tenprint inage
data of the tenprint card stored in said i mage storage
means based on the tenprint cutout information input to
said cutout information input neans.

The exam ner relies on the follow ng references:

Br ooks 4,607, 384 Aug.
19, 1986

Tanaka et al. (Tanaka) 4,694, 354 Sep.

15, 1987

Pi eper 4,721, 628 Jan.

26, 1988

Spar row 4,817, 183 Mar .
28, 1989

Clains 1 to 4, 9 to 11, 14 to 17 and 22 to 24 stand
rejected under 35 U. S.C. § 103(a) as being unpatentable
over the conbination of Sparrow, Tanaka, and Pieper.

Claims 5 to 8, 12, 13, 18 to 21, 25 and 26 stand
rejected under 35 U.S.C. 8 103(a) as being unpatentable
over the conbination of Sparrow, Tanaka, Pieper, and
Br ooks.

Ref erence is nade to the briefs (paper nos. 13 and
15) and the answer (paper no. 14) for the respective
positions of appellant and the exam ner.

OPI NI ON
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According to the exam ner (answer, page 6), “Sparrow
shows i mage i nput neans for inputting, on a card-by-card
basi s, imge data provided on a tenprint card containing
fingerprints of ten fingers (note Sparrow col. 2, |ines
1-5 and col. 3, line 56 to col. 4, line 15).” The
exam ner readily admts that Sparrow does not disclose
the use of cutout information input nmeans for accepting
i nput cutout information. The exam ner attenpts to
address Sparrow s shortconmi ngs by incorporating the
vi deo-editing technol ogy of Tanaka (answer, page 6). The
exam ner contends that *Tanaka woul d have provided a
reliable method for selecting and cutting out each of the
fingerprint imges by allow ng the human operator to
sel ect and cut out the inmages” (answer, page 7). The
appel  ant argues that neither Tanaka nor Sparrow provi des
notivation to conbine the two references and that the
exam ner has enpl oyed i nperm ssi bl e hindsight (brief,
page 8). Wth respect to appellant’s hindsi ght argunent,
“[a]l ny judgnment on obviousness is in a sense necessarily
a reconstruction based upon hindsi ght reasoning, but so

long as it takes into account only know edge whi ch was
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within the level of ordinary skill at the tinme the
claimed invention was nade and does not include know edge
gl eaned only from applicant's disclosure, such a

reconstruction is proper.” 1n re Mlaughlin, 443 F.2d

1392, 1395, 170 USPQ 209, 212 (CCPA 1971). Did the

exam ner use know edge gl eaned only fromthe applicant’s
di scl osure? W are of the opinion that the exam ner did
and, therefore, relied upon inpermssible hindsight to
conbine the references to formthe obvi ousness
rejections. Tanaka is drawn to an apparatus that gives
trimmng instructions to a devel oper of photographs
(colum 1, lines 10 to 13). Tanaka is silent in regards
to editing fingerprint imges on tenprint cards. The
exam ner’s notive is understandable; the clainmed

i nvention does utilize video to store, to display and to
edit the cutout regions of the fingerprint inmages (e.g.,
as in claim1l) but, without the benefit of the
appel l ant’ s di scl osed and cl ai ned i nvention, there would
be no | ogical reason to conbine the disparate

technol ogies of the applied references. Stated

differently, we do not agree with the exam ner that
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Tanaka “logically woul d have commended itself to an
inventor’s attention in considering his problent of how

to edit fingerprint inmages. Wang Lab., Inc. v. Toshiba

Corp., 993 F.2d 858, 864, 26 USPQ2d 1767, 1773 (Fed. Grr

1993). Turning to the teachings of Pieper,
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we find that the tenprint card teachings of Pieper are
merely cunul ative to those already found in Sparrow.
In summary, the obviousness rejection of clains 1 to

4. 9 to 11, 14 to 17 and 22 to 24 is reversed because the

exam ner has failed to present a prina facie case of

obvi ousness via a convincing line of reasoning for
conmbining the applied references or by pointing to
sonething in the references that woul d have suggested the
pr oposed

conbi nation. The obviousness rejection of clains 5 to 8,
12, 13, 18 to 21, 25 and 26 is reversed because the
fingerprint alignnment teachings of Brooks do not cure the
not ed shortcomng in the proposed conbi nati on of

r ef er ences.
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The deci sion of the exam ner

DEC SI ON

26 under 35 U.S.C. § 103(a) is reversed.

PATENT

KWH: hh

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

STUART N. HECKER
Adm ni strative Patent Judge

LANCE LEONARD BARRY
Adm ni strative Patent Judge

rejecting clains 1 to

BOARD OF
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