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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 and 4 to 11, which are all of the clains

pending in this application.

We REVERSE
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BACKGROUND

The appellants' invention relates to a liquid m xture
separation system A copy of the clains under appeal is set

forth in the appendix to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Conl ey et al. 3,878,094 Apr. 15,
1975

( Conl ey)

Sakai 4,591, 441 May 27,
1986

Claim 6 stands rejected under 35 U.S.C. § 102(b) as being

antici pated by Sakai .

Clains 1, 4 and 8 to 11 stand rejected under 35 U S.C. §

103 as bei ng unpat ent abl e over Conl ey.

Claims 5 and 7 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Sakai in view of Conley.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 11
mai led April 1, 1998) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 10,
filed March 9, 1998) and reply brief (Paper No. 12, filed My

4, 1998) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

determ nati ons which foll ow

Claim6
W w il not sustain the rejection of claim®6 under 35

U S.C 8 102(b) as being anticipated by Sakai .
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Aclaimis anticipated only if each and every el enent as
set forth in the claimis found, either expressly or
i nherently described, in a single prior art reference.

Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 631, 2

USPQ2d 1051, 1053 (Fed. Cir.), cert. denied, 484 U S. 827

(1987). The inquiry as to whether a reference anticipates a
claimnust focus on what subject matter is enconpassed by the
cl ai m and what subject matter is described by the reference.

As set forth by the court in Kalman v. Kinberly-d ark Corp.

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Gr. 1983), cert.

deni ed, 465 U. S. 1026 (1984), it is only necessary for the
clainms to "'read on' sonething disclosed in the reference,
i.e., all limtations of the claimare found in the reference,

or 'fully net' by it."

The appel l ants argue (brief, pp. 7-8) that the
arrangenent of chanber ports as set forth in claim®6 which
m nim zes the amount of unfiltered Iiquid passed out during a
flow reversal is not taught by Sakai. W agree. Caimé6
includes the Iimtation that the chanber walls formfirst and

second chanber ports that "open respectively to said first and
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second tubular ends at the inside of the tubular screen." The
two chanber ports of Sakai that open at the inside of his
tubul ar screen are the ports at the outlet of tube 27a and the
inlet to tube 29b. However, these two ports are open to the
same tubular end of the tubular screen, not first and second
tubul ar ends of the tubular screen as set forth in claimb6.

Thus, all the imtations of claim6 are not found i n Sakai .

Since all the limtations of claim6 are not found in
Sakai for the reasons set forth above, the decision of the
exam ner to reject claim6 under 35 U . S.C. § 102(b) is

rever sed

Clains 1, 4 and 8-11
W will not sustain the rejection of clains 1, 4 and 8 to

11 under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Conl ey.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsPd 1955, 1956 (Fed. Cir. 1993). A prima facie case of
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obvi ousness is established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The exam ner determ ned (answer, p. 3) that Conley
di scl oses a coal escer substantially as clained and that while
Conl ey does not disclose flow velocity, the clainmed flow
vel ocity woul d have been an obvious matter of process

optim zation for one skilled in the art.

The appel lants argue (brief, pp. 5 8 and 9) that Conley
does not describe a screen fornmed of woven threads as recited
inclainms 1 and 4 or a woven screen as recited in clains 8 to
11. We agree. Thus, even if the exam ner were correct that
the clained flow velocity woul d have been an obvi ous matter of
process optim zation for one skilled in the art such a
nodi fication of Conley would not have arrived at the clained

invention. W note that the exam ner's belief (answer, pp. 3-
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4) that Conley's pleated sheet "may obviously be of woven or
non-woven fibers" was not part of the rejection before us in
this appeal. Moreover, we consider this statenment to be a
finding of fact unsupported by the record and therefore
specul ative. Such an unsupported, specul ative finding does
not take the place of evidence and therefore is not well

t aken.

For the reasons set forth above, the decision of the
examner to reject clains 1, 4 and 8 to 11 under 35 U S. C

8§ 103 is reversed.

Clains 5 and 7
W w il not sustain the rejection of clains 5 and 7 under
35 U.S.C. 8 103 as being unpatentabl e over Sakai in view of

Conl ey.

Claim 7 depends fromindependent claim6. W have
reviewed the Conley reference additionally applied in the
rejection of claim?7 but find nothing therein which makes up

for the deficiencies of Sakai discussed above regarding claim
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6. Accordingly, we cannot sustain the examner's rejection of

appeal ed claim7 under 35 U S.C. § 103.

Claim5 depends fromindependent claiml1l. Cdaim5
includes the limtation that the chanber walls formfirst and
second chanber ports that "open respectively to said first and
second tubul ar screen ends at the inside of the tubular
screen.” For the reasons set forth above with respect to
claims 6 and 7, this limtation is not suggested by the
applied prior art. Accordingly, we cannot sustain the
exam ner's rejection of appealed claim5 under 35 U S.C. 8§

103.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claim6 under 35 U S.C. 8 102(b) is reversed and the deci sion
of the examner to reject clainms 1, 4, 5 and 7 to 11 under 35
U s C
§ 103 is reversed.

REVERSED

JOHN F. GONZALES
Adm ni strative Patent Judge

LAWRENCE J. STAAB )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
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