TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore STAAB, NASE, and CRAWORD, Admi ni strative Patent Judges.
NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 to 7 and 9 to 11, which are all of the

clainms pending in this application.?

! Application for patent filed January 16, 1996.

2 Caim1l was anended subsequent to the final rejection
(Paper No. 9, mailed February 19, 1997).



Appeal No. 1998-3006
Application No. 08/586,977

W AFFI RM



Appeal No. 1998-3006 Page 3
Application No. 08/586,977

BACKGROUND

The appel lants' invention relates to a device for
"wei ghing"” (i.e., heaving up) ropes or lines such as those
attached to anchors. A copy of clains 1 and 9 appears in the

appendi x to the appellants' brief.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Hai nes 3, 635, 441 Jan. 18,
1972

Clains 1 to 7 and 9 to 11 stand rejected under 35 U S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellants regard as the invention.?

®In the final rejection, clains 1 to 7 and 9 to 11 were
rejected on this basis. In the answer (Paper No. 18, mail ed
March 17, 1998), only clains 1 to 3, 5, 6 and 9 to 11 were
rejected on this basis. Since the exam ner (answer, p. 4)
found one ground of indefiniteness in each of the independent
clainms on appeal (i.e., clains 1 and 9) and the appellants
responded to each ground of indefiniteness on pages 6-8 of the
brief (Paper No. 17, filed August 19, 1997), we consider it
appropriate to treat clains 1 to 7 and 9 to 11 as being

(continued. . .)
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Claims 1 to 4, 7, 9 and 11 stand rejected under 35 U. S. C

8§ 102(b) as being anticipated by Haines.*

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the examner's answer for the
exam ner's conpl ete reasoning in support of the rejections,
and to the appellants' brief for the appellants' argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art reference, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

3(...continued)
rej ected under the second paragraph of 35 U.S.C. § 112.

4 The rejection of clains 5, 6 and 10 under 35 U.S.C. §
102(b) was wi thdrawn by the exam ner (answer, pp. 2-4).
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The indefiniteness issues
We sustain the rejection of clains 1 to 7 and 9 to 11

under 35 U. S.C. 8§ 112, second paragraph.

Clainms are considered to be definite, as required by the
second paragraph of 35 U.S.C. § 112, when they define the
metes and bounds of a clained invention with a reasonabl e

degree of precision and particularity. See In re Venezia, 530

F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976). |In addition,
patentability is not the only consideration requiring the
cl ai m |l anguage to be definite under 35 U.S.C. 112, second

paragraph. In In re More, 439 F.2d 1232, 1235, 169 USPQ

236, 238 (CCPA 1971), the court held that with respect to the
second paragraph of 8§ 112, the inquiry is "to determ ne

whet her the clains do, in fact, set out and circunscribe a
particular area with a reasonabl e degree of precision and

particularity.” In In re Hammack, 427 F.2d 1378, 1382, 166

USPQ 204, 208 (CCPA 1970), the court specifically related the
matter of infringenent to the issue of indefiniteness, stating

as foll ows:
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Al'l provisions of the statute nust be conplied with in
order to obtain a patent. The requirenent stated in the
second paragraph of section 112 existed |ong before the
present statute cane into force. |Its purpose is to
provi de those who woul d endeavor, in future enterprise,
to approach the area circunscribed by the clains of a
patent, with the adequate notice demanded by due process
of law, so that they may nore readily and accurately
determ ne the boundaries of protection involved and

eval uate the possibility of infringenent and dom nance.
Conpare United Carbon Co. v. Binney Co., 317 U S. 228, 55
USPQ 381 (1942), Kaiser Industries Corp. v. MlLouth Stee
Corp., 400 F.2d 36, 158 USPQ 565 (6th Cir. 1968).

It therefore is evident that the definiteness of a claimis

not only inportant for a consideration of patentability, but

al so for a consideration of infringenent.

The preanble of a claimmy be a consideration in
determining infringenment, as well as the issue of
patentability where the preanble gives |ife and neaning to the
claim?® Thus, the preanble | anguage may not be ignored in
determ ning the question of whether a claimis definite under

t he second paragraph of 8 112. See Ex parte Kristensen, 10

USPQ2d 1701, 1703 (Bd. Pat. App. & Int. 1989).

5> See, e.q.., Perkin-El ner Corp. v. Conputervision Corp.,
732 F.2d 888, 221 USPQ 669 (Fed. Cir. 1984).
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Wth this as background, we analyze the specific
rejections under 35 U. S.C. § 112, second paragraph, made by

t he exam ner of the clains on appeal.

The exam ner determ ned (answer, p. 4) that
[With respect to claiml1, line 2, "such as |ines
and ropes" is an inproper recitation because it recites a
narrower limtation within a broader limtation in the
formof an exanpl e and should be deleted, i.e,. [sic,
i.e.,] the broader Ilimtation is "el ongated nenbers" and
the narrower limtation is "such as lines and ropes.["]
Wth respect to claim9, lines 1-2, what constitutes
"or the like"?
Wth respect to claim1, the appellants argue (brief, p.
6) that "in nautical |anguage, the term"line" is comonly
used to describe what one would call a "rope" when ashore" and
that the exam ner "has cited no authority for the proposition

that ropes are not lines.™

In our view, the appellants have m sunderstood the
exam ner's basis for the rejection of claim1l as being
indefinite. The exam ner did not reject claim1 on the basis
that "ropes are not lines.” The exam ner's basis was that the

phrase "such as ropes and lines" followi ng the recitation
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"el ongated nmenbers” in claiml rendered the claimindefinite.
We agree with the exam ner. |In our opinion, the phrase

"el ongat ed nmenbers such as ropes and lines" is indefinite
since the netes and bounds thereof would not be known with a
reasonabl e degree of precision and particularity. In that
regard, it is not clear if the phrase "el ongated nenbers such
as ropes and |lines" covers

(1) all elongated nenbers, (2) just ropes and lines, or

(3) ropes, lines and sone ot her el ongated nenbers which for
some unexpl ai ned reason are like a rope or a line. Accord Ex

parte Steigerwald, 131 USPQ 74, 75 (Bd. App. 1961) and Ex

parte Hall, 83 USPQ 38, 39 (Bd. App. 1948). See also, Ex

parte Wi, 10 USPQRd 2031, 2033 (Bd. Pat. App. & Int. 1989).

Wth respect to claim9, the appellants argue (brief, pp.
7-8) that the phrase "or the like" is recited in a statenent
of intended use and "shoul d not be subjected to the sane
scrutiny as structural elenents of the clainmed invention." In
addition, the appellants state that the phrase "nautical |ine

or the like" would be understood to nean nautical |ine and
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"ot her el ongated nenbers such as non-nautical ropes, cables,

etc."

We agree with the exam ner that the phrase "or the |ike"
inclaim9 is indefinite. Contrary to the appellants
argunent, the preanble | anguage may not be ignored in
determi ning the question of whether a claimis definite under
t he second paragraph of

8§ 112. See Ex parte Kristensen, supra. Additionally, in the

present case, it is clear that the preanble recitation of "or
the |like" introduces an uncertainty into claim9 to preclude
one skilled in the art fromdeterm ning the netes and bounds

of the clained subject matter. Conpare Ex parte Kristensen

supra. Accordingly, we nust conclude that claim9 does not
define the invention with the precision and particularity

required by In re Mbore, supra, and In re Hanmmack, supra.

For the reasons stated above, the decision of the
examner to reject clains 1 to 7 and 9 to 11 under 35 U S.C. §

112, second paragraph, is affirned.
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The antici pation issues
W will not sustain the rejection of clains 1 to 4, 7, 9

and 11 under 35 U.S.C. § 102(b).

To support a rejection of a claimunder 35 U S.C. 8§
102(b), it nust be shown that each elenent of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

Kinmberly-Clark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).

In this case, we agree with the appellants that clains 1
to 4, 7, 9 and 11 are not anticipated by Hai nes since
limtations of clainms 1 and 9 (the independent clains on

appeal) are not found in Haines as set forth bel ow

The exam ner's basis for the rejection of clains 1 and 9
(answer, pp. 4-5) was that Haines taught the follow ng clained
el ements: a hub (Hai nes' hub 42); a notive wheel (Haines' disc
39); a driven wheel (Haines' disc 41); driving neans or notor

(Hai nes' notor 23); a thrust ring (Haines' disclike plate 45);
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and position adjustnment nmeans or defl ector (Haines' bores 64

and 66, disc 65, bolt 67, nut 68, and rollers 75 and 76).

Caiml recites "said notive wheel being |ocated between
said thrust ring and said driven wheel." This [imtation is
not found in Haines as applied by the examner. [In that
regard, as clearly shown in Figure 2 of Haines, the notive
wheel (Haines' disc 39) is not |ocated between the thrust ring
(Hai nes' disclike plate 45) and the driven wheel (Haines' disc

41) .

Claim9 recites "a plurality of axially novable pins .
torigidly connect the thrust ring to the driven wheel."
This limtation is not found in Haines as applied by the
examner. In that regard, as clearly shown in Figure 2 of
Hai nes, the thrust ring (Haines' disclike plate 45) is wel ded
to the driven wheel (Haines' disc 41) via portion 46.°% Thus,

Hai nes' bolts 51 and 57 (i.e., pins) do not rigidly connect

6 see colum 2, lines 39-43, of Hai nes.
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the thrust ring (Haines' disclike plate 45) to the driven

wheel (Haines' disc 41).

In addition, as clearly shown in Figure 2 of Haines, the
position adjustnment neans or deflector (Haines' bores 64 and
66, disc 65, bolt 67, nut 68, and rollers 75 and 76) does not
engage’ the thrust ring (Haines' disclike plate 45) as recited

in clains 1 and 9.

Since all the limtations of the clains under appeal are
not found in Haines for the reasons set forth above, the
deci sion of the examner to reject clainmns 1 to 4, 7, 9 and 11

under 35 U.S.C. 8§ 102(b) is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 to 7 and 9 to 11 under 35 U.S.C. § 112, second

paragraph, is affirmed and the decision of the exam ner to

" Webster's Third New International D ctionary, (1971)
defines engage as used in this instance to nean "to conme into
contact or interlock with."
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reject clains 1 to 4, 7, 9 and 11 under 35 U.S.C. 8§ 102(b) is

rever sed.

Since at | east one rejection of each of the appeal ed
clains has been affirmed, the decision of the exam ner is

affirned.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RMED

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

LAVWRENCE J. STAAB )
Adm ni strative Patent Judge )
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)
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