THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Before, and COHEN, CRAWORD and GONZALES, Adninistrative
Pat ent Judges

GONZALES, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fi nal
rejection of clainms 1 through 19 and 36 through 39. dCains 20
t hrough 35 have been canceled. In an advisory action nmailed
February 10, 1998, the exam ner has indicated that clains 1
through 9, 36 and 37 are allowed. Additionally, on page 2 of

the answer, the exanm ner has allowed clains 38 and 39 and
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i ndi cat ed

that clainms 11 through 18 are objected to as bei ng dependent
upon a rejected claim but would be allowable if rewitten in
i ndependent formincluding all of the limtations of the base
claimand any intervening clainms. Accordingly, the appeal as
to clainms 1 through 9, 11 through 18 and 36 through 39 is

di sm ssed, leaving clains 10 and 19 for our consideration.

We REVERSE.

The invention relates to a honing tool having a holder, a
bundl e of nonofil anents extending a short distance fromthe
hol der with the tips of the nonofilanents form ng the working
face of the tool and the entire bundle being infused wth and
encapsulated in a matri x of an el astonmer (specification, page
4). The cl ai ns on appeal are reproduced bel ow
10. A honing tool conprising a holder, a conpact bundl e of
abrasi ve contai ning nonofilanments projecting a short distance
fromthe holder with the tips of the nonofilanents form ng the
wor ki ng face of the tool, the interstices between said
nmonofil aments being substantially conpletely filled with a

foamed el astonmer providing increased |ateral stability to the
projecting portion of the nonofilanments of the bundl e and
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mai ntai ning the abrasive tips in relation to each other as the
abrasive working face of the honing tool.

19. A honing tool as set forth in claim10 including a | ayer
of adhesive securing the bundle to the bottom of said hol der.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Schei der et al. 5, 216, 847 Jun. 08,
1993

(Schei der *847)

Schei der et al. 5, 318, 603 Jun. 07,
1994

(Schei der *603)

Clains 10 and 19 stand rejected under 35 U S.C. §
103(a) as being unpatentabl e over Scheider ‘603 or Scheider
‘ 847.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we nake reference to the answer (Paper No. 13,
mai | ed 3/26/98) for the exam ner's conplete reasoning in
support of the rejection, and to the main brief (Paper No. 12,
filed 3/9/98) and the reply brief (Paper No. 14, filed
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5/12/98) for the appellants’ argunents thereagainst.
OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clains, to the applied prior art references, and to the

respective positions articulated by the appellants and the

exam ner. As a consequence of our review, we conclude that
the rejection cannot be sustai ned.

Bot h Schei der ‘603 and Schei der ‘847 disclose a honing
tool conprising a relatively short bundle 40 of plastic
abrasive | oaded nonofilanents and a rectangul ar cup el enment 42
which is an integral part of a holder 44. The bundles 40 are
bonded to the bottom surface or wall 45 of the cup el enent 42
by a | ayer of adhesive 46, e.g., a cyanoacryl ate adhesi ve.
See, e.g., Scheider ‘847 at col. 1, line 63 through col. 2,
line 4; col. 3, line 25-31; col. 4, lines 9-13; and col. 6,

i nes 16-24.

It is the exam ner’s position (answer, pages 4 and 5)

that the adhesive |ayer 46 taught by the references
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substantially conpletely fills the |lower interstices of the
bundl e 40 and, thus, that each reference discloses the clained
i nvention, except for the specific filling material, e.qg.,
foamed el astonmer. This difference in materials is deened by
the examner to be a matter of design choice, citing In re

Leshin, 277 F.2d 197, 125 USPQ 416 ( CCPA 1960).

Appel l ant, on the other hand, argues that the references

| ack teachings or suggestions that the interstices between the

nmonofil aments are “substantially conpletely filled” with
adhesi ve 46, nmuch less conpletely filled with foanmed el astoner
as required by claim10. Further, appellants argue that the
nmonofilanment tips that are in contact with the adhesive |ayer
46 in both references are at the wong end of the bundl e and,
t hus, the adhesive | ayer 46 does not performthe functions of
the foamed el astoner filling recited in claim10, nanely,

"providing increased |lateral stability to the projecting
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portion of the nonofilanents of the bundl e and maintaining the

abrasive tips in relation to each other as the abrasive

working face of the honing tool" (underlining added for

enphasis). As to claim 19, the appellants argue that if the
teachi ngs of the references were nodified by substituting
foamed el astonmer for the cyanoacryl ate adhesive, the resulting
structure would lack the “layer of adhesive” called for in
claim 19.

We do not agree with the examner’s position. Wile it
is well settled that the clains in a patent application are to
be given their broadest reasonable interpretation during

prosecution

of a patent application, this interpretation, in addition to
bei ng reasonabl e, nmust al so be consistent with the
specification

(see, e.qg., Inre Zletz, 893 F.2d 319, 321, 13 USP@Rd 1320,
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(Fed. Cir. 1989)). Here, the appellants’ specification does
not mention “substantially conpletely fills” but, instead,
teaches that “[t]he projecting portion of the bundle [i.e.,
the portion of the bundle extending wi thout the holder] is
preferably enclosed in a nold during injection so that the
bundle to the tip work face is infused and encapsul ated by the
el astoner” (page 5) and that the injection of the el astoner
into the bundle “may be 4at significant pressure and infuses
the elastoner matrix bond into all of the interstices of the
bundl e” (page 8). Accord-ingly, we conclude that the term
“conpletely fills” nmeans conplete filling of all of the
interstices in the bundle fromthe bottom of the cup holder to
the working face tips and that while the nodifier
“substantially” broadens the termto sone degree, it is well
settled that such a nodifier cannot be allowed to negate the

meani ng of the termwhich it nodifies. See, e.g., Arvin




Appeal No. 1998-2833
Application No. 08/585, 403

| ndustries, Inc. v. Berns Air King Corp., 525 F.2d 182, 185,

188 USPQ 49, 51 (7th Gr. 1975).

When viewed in this context, we are satisfied that the
recitation of “substantially conpletely filled” in independent
cl aim 10 woul d have been viewed by the person of ordinary
skill inthis art to nerely allow for a reasonable and m nor
deviation in conpletely filling all of the interstices in the
bundl e fromthe bottom of the cup holder to the working face
tips wwth the foam el ast oner.

In order to establish the prim facie obviousness of a

clainmed invention, all the claimlimtations nust be taught or

suggested by the prior art. 1n re Royka, 490 F.2d 981, 985,

180 USPQ 580, 583 (CCPA 1974). Like appellants, we are unable
to find where in the references it is either taught or
suggested that the adhesive 46 “substantially conpletely”
fills the interstices between the nonofilanments. Since al

the claimlimtations are not taught or suggested by the
applied prior art, the examner has failed to establish a

prima facie case for the
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obvi ousness of independent 10 and the rejection of that claim
cannot be sustai ned.

Claim19 is dependent on claim 10 and contains all of the
l[imtations of its parent claim Therefore, we will also not

sustain the standing 35 U.S.C. 8§ 103(a) rejection of claim219.

CONCLUSI ON

To sunmari ze, the rejection of clains 10 and 19 under

35 US.C. § 103 is reversed.

REVERSED

| RWN CHARLES COHEN )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
MURRI EL E. CRAWFORD ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
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JOHN F. GONZALES )
Adm ni strative Patent Judge )
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