TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore McQUADE, NASE and GONZALES, Adninistrative Patent
Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Rol and W Gerstenberger et al. appeal fromthe fina
rejection of clainms 1 through 16 and 29 through 32, all of the
clainms pending in the application. W reverse.

The invention relates to “fem nine hygienic interlabia

pads” (specification, page 1). CdCaim1lis illustrative and
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reads as follows:?

1. A biodegradabl e absorbent pad conpri sing:

an inner |liquid absorbent biodegradable sliver;

a soft outer biodegradabl e non-woven web covering havi ng
el ongat ed edges; said outer covering having been fornmed by the
joining of said elongated edges by a process other than heat
seal ing; said outer covering surrounding a substantial portion
of said sliver;

said outer covering being |iquid perneable, wherein
liquid will wi ck through said outer covering into said inner
absor bent sliver;

said pad enabled to absorb an anmount of water per unit
dry weight greater than eight grans water per gramdry weight.

The references relied upon by the exam ner as evidence of
obvi ousness ar e:

Nel son et al. (Nelson) 1, 985, 667 Dec. 25, 1934
Cerstenberger et al. (Gerstenberger) 4,995, 150 Feb. 26, 1991

Clainms 1, 3 through 8, 29 and 30 stand rejected under 35
U S.C 8§ 103 as being unpatentabl e over Gerstenberger.

Clainms 2, 9 through 16, 31 and 32 stand rejected under 35

YQur review of the appealed clains indicates that the
references to “said elongated seal ed edges” in claim3 |ack a
proper antecedent basis (there is no prior recitation that the
edges are “sealed”) and that the recitation in claim16 of the
wat er absorption range is sonewhat garbled. These
informalities are deserving of correction in the event of
further prosecution before the exam ner.
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U S.C 8§ 103 as being unpatentabl e over Gerstenberger in view

of Nel son.

Ref erence is nade to the appellants’ nain and reply
briefs (Paper Nos. 19 and 21) and to the exam ner’s answer
(Paper No. 20) for the respective positions of the appellants
and the examner with regard to the nerits of these
rej ections.

Ger stenberger discloses an interl abia absorbent pad 12
sewn to define elongated panels 86 and 88 (see Figure 2). In
its basic construction, the pad consists of an inner rope 16
of absorbent rayon fiber and an outer, |iquid-perneable,
pol ypr opyl ene web cover 34 having a | ongitudinal heat-seal ed
seam 82.

The Gerstenberger pad does not neet the limtations in
i ndependent claim 1l requiring the web covering to be
“bi odegradabl e’ and to have el ongated edges joined “by a
process ot her than heat sealing.” As indicated above,

Gerstenberger’s web covering is made of pol ypropyl ene? and its

2The record before us establishes that pol ypropylene is
not bi odegradable. See, for exanple, page 2 in the
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el ongat ed edges are joined by a heat-sealing process.

Furthernore, the test results set forth on pages 9 through 13

of the appellants’ specification indicate that the

Ger stenberger pad al so does not neet the limtation in claim1l

requiring the pad to be capabl e of absorbing water in an

anount “greater than eight grans water per gramdry wei ght.”
Rej ections based on 35 U.S.C. § 103 nust rest on a

factual basis. 1n re Warner, 379 F.2d 1011, 1017, 154 USPQ

173, 177-78 (CCPA 1967). In making such a rejection, the
exam ner has the initial duty of supplying the requisite
factual basis and may not, because of doubts that the
invention is patentable, resort to specul ati on, unfounded
assunptions or hindsight reconstruction to supply deficiencies
in the factual basis. [|d.

In the present case, the exam ner has failed to advance
any factual basis to supply the aforenentioned deficiencies in
Gerstenberger. Since Gerstenberger alone does not justify a

conclusion that the differences between the subject matter

appel l ants’ specification, and U S. Patent Nos. 4,944,734
(colum 1, lines 35 through 39) and 5,190,533 (colum 1, |ines
23 through 27), both of which are of record.
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recited in claiml1l and the prior art are such that the subject
matter as a whol e woul d have been obvious at the tine the

i nvention was made to a person having ordinary skill in the
art, we shall not sustain the standing 35 U.S.C. § 103
rejection of claim1, or of clainms 3 through 8, 29 and 30

whi ch depend therefrom as bei ng unpatentabl e over

Ger st enber ger.

Claim2 depends fromclaim1l and further defines the web
covering as being made of a biodegradable material taken from
the group consisting of rayon and cotton. It follows fromthe
above discussion that the Gerstenberger pad does not neet
these limtations. Simlarly, the Gerstenberger pad does not
neet the [imtations in independent claim9 requiring the web
covering to be made from a “bi odegradable nmaterial taken from
the group consisting of rayon and cotton” and to have

el ongat ed edges joined “by a process other than heat sealing.”

In rejecting clains 2 and 9 under § 103, the exam ner has
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concl uded (see pages 5 and 6 in the answer) that it would have
been obvious to one of ordinary skill in the art to provide
the Gerstenberger pad with an outer cotton covering as taught
by Nel son. Nel son di scloses an absorbent pad consisting of a
filler body 10 of highly absorbent fibrous material and a
tubul ar fabric casing 11 havi ng el ongated edges | oi ned by
sewing. The fabric of the casing preferably is gauze |oosely
woven fromthreads of vegetable fiber such as cotton (see page
2, colum 1,

lines 8 through 10), but may be any suitable soft, flexible,
knit or braided absorbent material (see page 2, colum 2,

lines 15 t hrough 19).

Even if the conbination of Gerstenberger and Nel son
proposed by the exam ner were assuned to be proper, it would
not nmeet the limtations in clainms 2 (via parent claim1l) and
9 requiring the web covering to be “non-woven.” Thus, the
conbi ned t eachi ngs of Gerstenberger and Nel son woul d not have
suggested an absorbent pad conprising a web covering havi ng

all of the attributes required by clains 2 and 9.
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Accordi ngly, we shall not sustain the standing 35 U.S. C
8§ 103 rejection of clainms 2 and 9, or of clains 10 through
16, 31 and 32 which depend fromclaim®9, as being unpatentable

over Gerstenberger in view of Nel son.

The decision of the examner to reject clains 1 through
16 and 29 through 32 is reversed.

REVERSED
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