The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.
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JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 5-14 and 19-27.
Clainms 1-4 and 15-18 have been indicated by the exam ner to
contain allowabl e subject matter.

The di sclosed invention pertains to a random nunber

generator for use in a condition reduction protocol on a
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conputer network. More particularly, the random nunber

generator of the

i nvention generates first and second random nunbers using two
di fferent types of random nunber generators. The first and
second random nunbers are conbined to produce a third random
nunber .

Representative claimb5 is reproduced as foll ows:

5. A nethod of generating random nunbers,
conprising the steps of:

A) generating a first random nunber using a
first random nunber generator of a first type;

B) generating a second random nunber using a
second random nunber generator of a second type
different fromsaid first type; and

C) conbining said first and second random
nunbers to produce a third random nunber.

The exam ner relies on the follow ng reference:
Al bers et al. (Al bers) 5, 153, 532 Cct. 06, 1992
Clains 5-14 and 19-27 stand rejected under 35 U S. C

8 103. As evidence of obviousness the exam ner offers Al bers
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t aken al one'.
Rat her than repeat the argunments of appellant or the
exam ner, we nmake reference to the brief and the answer for

the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth

in clainms 5-14 and 19-27. Accordingly, we affirm

1 The alternative rejection of these clainms based on Lee (4,852,023) as

set forth in the final rejection has been withdrawn in the exam ner’s answer.
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Al t hough appel l ant nom nally indicates that independent
clainms 5 and 19 stand or fall separately from dependent clains
6-14 and 20-27 [brief, page 2], appellant has presented no
argunments in support of the separate patentability of the
dependent clains. Appellant sinply asserts that the dependent
clainms are patentable because they are simlar to the all owed

clains. Such an assertion does not properly address the

rejection made by the exam ner. Since the argunents section
of appellant’s brief only argues independent clains 5 and 19,
and since these two clains are argued together, all the clains
on appeal before us will stand or fall together as a single
group with claim5 selected as the representative claimfor

the entire group. Note In re King, 801 F.2d 1324, 1325, 231

USPQ 136, 137 (Fed. Cr. 1986); In re Sernaker, 702 F.2d 989,

991, 217 USPQ 1, 3 (Fed. Cir. 1983).
In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cr. 1988). 1In

so doing, the examner is expected to make the factual
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determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or
know edge general ly

avai l able to one having ordinary skill in the art. Uniroyal,

Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQd

1434,

1438 (Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashl and

Ol., Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281

293, 227 USPQ 657, 664 (Fed. G r. 1985), cert. denied, 475

U S. 1017 (1986); ACS Hosp. Sys., Inc. v. Mntefiore Hosp.

732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984).
These showi ngs by the exam ner are an essential part of

conplying with the burden of presenting a prinma facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USP2d 1443, 1444 (Fed. Cir. 1992). |If that burden is net,

5



Appeal No. 1998-2709
Application No. 08/451, 796

the burden then shifts to the applicant to overcone the prinma

facie case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whole and the
rel ati ve persuasi veness of the argunments. See Id.; Inre

Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunments actually made
by appel | ant have been considered in this decision. Argunents
whi ch appel | ant coul d have nmade but chose not to make in the
bri ef have not been considered [see 37 CFR § 1.192(a)].

Wth respect to representative, independent claimb5, the

exam ner notes that Al bers teaches a circuit for conbining the

out puts of two random nunber generators designed to produce
different outputs. The exam ner finds that the recitation of
first and second types of random nunber generators woul d have
been obvious to the artisan in view of the teachings of Al bers
[ answer, pages 4-5].

Appel | ant argues that the two random nunber generators in
Al bers are not of different types as required by claimb5.
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Appel l ant al so argues that the circuit in Albers wll
eventually result in cyclic repetition [brief, page 4].

Wth respect to the second argunent, we are not persuaded
by this argunment. Al bers teaches form ng a random nunber by
conbining the outputs of two different pseudo-random nunber
generators. While appellant is correct that the output in
Al bers will eventually repeat, we do not agree that this
result is precluded by the | anguage of claim5. The pseudo-
random nunbers generated in Al bers are considered to be
“random nunbers” within the broad definition of that term as
it is typically used in this art.

We do not agree with appellant’s argunent that Al bers
teaches away fromusing two different types of random nunber
generators. Although the preferred enbodi ment of Al bers uses

t wo

pseudo-random sequence generators clocked at different
frequenci es, the teachings of Albers are not so limted. It
is clear fromthe disclosure of Albers that the main

requi renent of that invention is that the outputs fromthe two
random nunber generators nust be different. This provides an
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i nproved random nunber because a first random nunber is

nodul ated by a second random nunber [colum 4, |ines 28-40].
Thus, the key teaching in Albers is that the tw random nunber
generators must produce different outputs.

Al bers al so teaches that the random nunber generators can
be constructed in various other ways to performthe intended
function [colum 5, lines 21-24]. Thus, the particular type
of random nunber generator is not critical in Al bers. The
artisan woul d have appreciated fromthe teachings of Albers
that the two random nunber generators could be of different
types as long as they produced the requisite different
outputs. Therefore, we
find that the broad recitation of first and second types of
random nunber generators as set forth in claim5 would have
been obvious within the nmeaning of 35 U S.C. 8 103 in view of

t he teachi ngs of Al bers.

In summary, we have sustained the exam ner’s rejection of
clainms 5-14 and 19-27 which stand or fall together as a single
group. Accordingly, the decision of the exam ner rejecting
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clainms 5-14 and 19-27 is affirned.
No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

8§ 1.136(a).
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Adm ni strative Patent Judge )
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)
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Adm ni strative Patent Judge )
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