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ON BRI EF

Before, ONENS, WALTZ and JEFFREY T. SM TH, Adm nistrative
Pat ent Judges.

JEFFREY T. SMTH, Adninistrative Patent Judge.

Deci sion on appeal under 35 U.S.C. § 134

Appel | ant appeal s the decision of the Prinmary Exam ner
rejecting clainms 1-14 and 16-19, all the clains in the
application. W have jurisdiction under 35 U.S.C. § 134.

BACKGROUND

The invention is drawn to a ni xtamalization process and

t he product produced thereby. Nixtamalization is a process

wher eby whole or ground corn is treated with an alkali to
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OPI NI ON

The rejection over Gonzal ez

Clains 11-14 stand rejected under 35 U.S.C. § 102, as
bei ng antici pated by GONZALEZ. (Exam ner’s Answer, page 4).
We affirm

When addressing the rejection of clains 11-14 over the
Gonzal ez reference, appellant has not presented separate
argunents for clains 12-14. Thus, clainms 12-14, all of which
depend fromclaim1l, wll stand or fall with the
patentability of claim1l. 37 CFR 8§ 1.192(c)(7) (1995).

Claim1ll is drawn to a nixtanalized farinaceous
conposi tion having pronounced masa flavor conprising a
fari naceous conponent containing ungel atinized corn starch and
a pronounced masa fl avor. Claim 11 is reproduced bel ow *

11. A nixtanalized farinaceous conposition having

pronounced masa flavor conprising a farinaceous
conmponent contai ning ungel atinized corn starch and a
pronounced masa flavor produced by the process of
heating a superficially dry conposition conprising

farinaceous corn starch conponent, al kaline conpound
in a concentration of at least .2 parts by weight

1 daimi11l is reproduced as submitted in the anendnent dated June 11,

1997, paper nunber 14. Although the exam ner indicated that this amendnent
woul d be entered (see the Advisory Action dated July 9, 1997, paper nunber 16)
thi s anendnent was never physically entered. Upon the return of this
application to the jurisdiction of the examner, this clerical oversight
shoul d be corrected
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per 100 parts by wei ght farinaceous conponent
(d.s.b.) and water in a closed systemto develop a
pronounced masa flavor w thout pasting the starch
conponent of the farinaceous conponent while
mai ntai ning the water content of the composition in
the cl osed systemat 2% to 20% by wei ght of the
conposi tion.
Gonzal ez di scl oses a process for the production of
ni xtamal i zed corn nmeal useful for the production of tortillas.
(Colum 1, lines 23-25). GConzal ez di scloses the inportance of
usi ng processing conditions that prevent gelatinizing the
starch because it would cause a loss in the product’s flavor.
(Colum 4, lines 13-20 and 47-50). This disclosure indicates
that the farinaceous conponent is ungelatinized.
Appel  ant argues that “[c]lains 11 to 14 are not
antici pated by Gonzales et al. since appellant’s products are
ungel ati ni zed whereas CGonzal es et al. produce partially
gel atini zed products.” (Brief, page 5, |ast paragraph).
Claim 11 does not call for a conpletely ungelatinized product.
Claim 11 is open to include both gelatinized and ungel atini zed
corn starch as is apparent fromthe use of the term

“conprising” appearing on the second line of claim11

reproduced above.? As acknow edged by appel |l ant, Gonzal ez

2 “Conprising” is a termof art used in claimlanguage which neans that the

named el ements are essential, but other elenents nmay be added and still forma construct

4
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descri bes products which contain at |east a portion of

ungel atini zed corn starch. Thus, the conpositions of CGonzal ez
whi ch contain at |east a portion of ungelatinized corn starch
anticipate the subject matter of claim1l.

Appel | ant presented decl arations on Novenber 22, 1995 and
June 2, 1997 to overcone the rejection of clains 11-14 over
Gonzal ez.

Roger Burge’s declaration of Novenber 22, 1995, is not
supported by objective evidence. The declaration provides
only the opinion of the declarant and does not indicate what
evi dence he considered in reaching his opinion. Thus, the
decl aration of Novenber 22, 1995 is not persuasive.

Decl arati ons unsupported by objective evidence are accorded

l[ittle or no weight. In re Etter, 756 F.2d 852, 860, 225 USPQ

1, 6 (Fed. Cr. 1985).

The decl aration of June 2, 1997 does not present evidence
that the conposition of Gonzal ez contains at |east partially
ungel atini zed corn starch. The experinent representative of
Gonzal ez’ exanple 1 was not perforned as described in the

reference. For exanple, the cooking time of the reference was

within the scope of the claim Genentech v. Chiron, 112 F.3d 495, 501, 42 USPQd 1608,
1613 (Fed. Cir. 1997).




Appeal No. 98-2667
Application No. 08/668,971

5 mnutes at 94°C and then 30 m nutes at 75°C. The declaration
cooking tinme was 5 mnutes at 90 to 95°C and then 45 m nutes
at 75°C. Further, the declaration provided no indication of
the noi sture content nor the pressure and tenperature of the
groundi ng process both of which were stated in exanple 1. For
t hese reasons, the declaration is not probative. Declaration
evi dence nust be considered, but will not be considered
probative if it does not address the facts of record. In re
Beattie, 974 F.2d 1309, 1313, 24 USPQ@d 1040, 1042-43 (Fed.
Gir. 1992).

When the prior art appears to provide a product identical
to the product clainmed, the appellant has the burden to submt
evi dence commensurate in scope with the clains that the

products are different. |In re Spada, 911 F.2d 705, 708, 15

UsP2d 1655, 1658 (Fed. Cir. 1990). Appellant has failed to
direct us to evidence that the products of Gonzal ez are
different fromthe products of claim1l. W affirmthe
rejection of clainms 11-14 under 35 U.S.C. §8 102 as antici pated
by Gonzal ez.

The rejection over Madrazo and Mendoza
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Clainms 16-19 stand rejected under 35 U.S.C. § 103(a), as
bei ng unpat ent abl e over the conbi nati on of MADRAZO and
MENDOZA. (Exami ner’s Answer, page 6). W affirm

Appel lant stated in his brief that clains 16-19 are
grouped together. (Brief page 4). Wen addressing the
rejection of clains 16-19 over the conbination of the Madrazo
and Mendoza references, appellant has not presented separate
argunents for clainms 17-19. Thus, clainms 17-19, all of which
depend fromclaim 16, will stand or fall with the
patentability of claim16. 37 CFR 8 1.192(c)(7) (1995).

Claim16 is drawn to a process of formng a nixtanalized
farinaceous conposition having pronounced masa flavor. Caim
16 i s reproduced bel ow ?

16. The process of formng a nixtamalized

fari naceous conposition having pronounced nmasa
flavor conprising heating a superficially dry
conposition conprising farinaceous corn starch
conponent, al kaline conpound in a concentration
of at least .2 parts by weight per 100 parts by
wei ght farinaceous conponent (d.s.b.) and water
in a closed systemto devel op a pronounced masa
flavor w thout pasting the starch conponent of
t he fari naceous conmponent whil e maintaining the
wat er content of the composition in the closed

systemat 2% to 20% by wei ght of the
conposi tion.

3 Cdaim16 is reproduced as anended in the amendment dated June 11,

1997, paper nunber 14. See footnote 1.
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The exam ner rejected claim 16 as obvi ous over the
conbi ned teachings of Madrazo and Mendoza. According to the
exam ner, Madrazo describes a process for nixtanmalizing whole
grains. Mendoza describes a process for nixtamalizing corn
wherein the anount of al kaline solution varies dependent on
the corn. Thus, it would have been obvious for one skilled in
the art to determ ne the appropriate amount of al kaline
solution through routine experinentation. (Exam ner’s Answer,
page 6).

Madr azo exanple 5 describes a process for nixtamalizing
corn in a closed vessel and addi ng cal ci um hydroxi de in an
anount of 0.6 (parts/ 100 parts of corn). Exanple 5 differs
fromclaim16 in that the anount of noisture described is 34%
whi ch exceeds the clainmed range of 2% to 20% Madrazo
di scl oses that the noisture content can vary within the range
of 5to 35% (Colum 4, lines 12-14). A rejection is proper
when the difference between the clained invention and the
prior art is a mnor difference in the range or value of a

particul ar variable or when the ranges touch. |In re Geisler,

116 F. 3d 1465, 1469, 43 USPQ2d 1362, 1365 (Fed. G r. 1997).

Overl apping ranges are prima facie obvious. [In re Wodruff,

919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936 (Fed. CGr. 1990); ln

8
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re Malagari, 499 F.2d 1297, 1303, 182 USPQ 549, 553 (CCPA

1974).
It is noted that Madrazo does not describe the
ni xtamal i zed fari naceous conposition as having a “pronounced

masa flavor.” However, the reaction conditions of Madrazo fal
within the paraneters set forth on page 4, lines 8 to 16 of
appel lant’ s specification. (See Madrazo, colums 3 and 4).

Appel | ant argues that Madrazo uses 35% water which is
outside the critical range of 2%to 20% (Brief, page 7). As
stated above, Madrazo, at columm 4, lines 12-14, discloses
that the noisture content in the process can vary within the
range of 5 to 35% Consequently, one of ordinary skill in the
art woul d have a reasonable basis for |owering the noisture
of exanple 5 bel ow 20%

The decl aration of June 2, 1997 does not present evidence
that the process of Madrazo produces conpositions containing
at | east partially ungelatinized corn starch. The experinment
representative of Madrazo’s exanple 5 was not perforned as
described in the reference. For exanple, the noisture content
of exanple 5 was indicated to be 34% whereas the decl aration
mai ntai ned a noi sture content of 11% The declaration dried

the nixtamalized corn at a tenperature of 400°F for 20

9
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m nutes. Exanple 5 does not include such drying conditions.
For these reasons, the declaration is not probative.

The rejection of clains 16-19 under 35 U . S.C. § 103(a),
as unpatent abl e over the conbination of Madrazo and Mendoza i s
affirned.

The rejection over Heller

Clainms 1-10 stand rejected under 35 U.S.C. § 103(a), as
bei ng unpatentabl e over HELLER. (Exam ner’s Answer, page 5).
W reverse.

Claim1l is reproduced bel ow

1. A food product conprising a nmajor portion of an

under or non-ni xtanmalized farinaceous conponent
and a mnor portion of a nixtamalized conponent
havi ng pronounced nasa fl avor.

Upon careful review of the record including the
respective positions advanced by appellant and the exam ner,
we find ourselves in agreenent with appellant that the
exam ner has

failed to carry the burden of establishing a prima facie case

of obviousness. See In re Cetiker, 977 F.2d 1443, 1445, 24

usP2d

10
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1443, 1444 (Fed. Cir. 1992); In re Piasecki, 745 F.2d 1468,

1471-72, 223 USPQ 785, 787-88 (Fed. Cir. 1984). Accordingly,
we will not sustain the exam ner's rejection.

In particular, we note that the exam ner has not
adequat el y expl ai ned how and why one of ordinary skill in the
art woul d have been |l ed to increase the anount of
non- ni xtamal i zed fari naceous conponent and reduce the anpunt
of nixtamalized conponent contained in the Heller conposition.
The exam ner argues the anounts of the conponents are not
patentably significant because one of ordinary skill in the
art woul d have been notivated to vary the anounts of the
conponents to adjust the taste, texture and flavor.

(Exam ner’s Answer, paragraph bridging pages 5 and 6).

Hel | er descri bes water-base bran snacks conprising 60%to 80%
by dry weight, masa, 20%to about 40% oat bran, and if

desired, 5 to about 6%gluten flour. (Col 2 |lines 24-27).
Cenerally the adjustment of ampunts of conponents in
conpositions nmay be obvious. However, this does not address
why one of ordinary skill in the art would have been notivated
to adjust the amount of conponents in conpositions which are
outside Heller’s scope of disclosure. That is, the exam ner
has not presented notivation for a person of ordinary skill in

11
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the art to nodify Heller’s conposition by reducing the masa
content bel ow the non-ni xtamalized farinaceous conponent
content in Heller’s conposition. Further, the exam ner has
not indicated what effect the reducing the masa content bel ow
t he non-ni xtamal i zed fari naceous conponent content woul d have

on the taste, texture

and flavor of the product. The rejection of clains 1-10 under
35 U.S.C. 8 103(a) as unpatentable over Heller is reversed.
SUVVARY

The rejection of clainms 11-14 under 35 U S.C. § 102 as
antici pated by Gonzalez is affirned.

The rejection of clains 16-19 under 35 U . S.C. § 103(a) as
unpat ent abl e over the conbi nati on of Madrazo and Mendoza i s
af firnmed.

The rejection of clains 1-10 under 35 U.S.C. § 103(a) as

unpat ent abl e over Heller is reversed.

12
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No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

AFFI RVED- | N- PART

TERRY J. OVENS
Adm ni strative Patent Judge

THOVAS A. WALTZ
Adm ni strative Patent Judge

JEFFREY T. SM TH
Adm ni strative Patent Judge
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