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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection (Paper No. 6, muailed Decenber 19, 1997) of clainms 1
and 3 to 10, which are all of the clains pending in this

application.?

' Cdains 1 and 3 were anended subsequent to the final
rejection.
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We AFFI RM- | N- PART.

BACKGROUND

The appellant's invention relates to a wet gas stripper
which utilizes a liquid spray for separating entrained
particulate matter froma noving gas stream (specification, p.
1). A copy of claim1l under appeal appears in the appendix to
the appellant's reply brief (Paper No. 16, filed July 20,
1998). A copy of clains 3 to 10 under appeal is set forth in
t he appendix to the appellant's brief (Paper No. 14, filed

April 9, 1998).

The prior art reference of record relied upon by the
examner in rejecting the appealed clains is:

Cl ark 2,802,543 Aug. 13,
1957

Clains 1 and 3 to 10 stand rejected under 35 U S.C. §
112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appell ant regards as the invention.
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Clains 1 and 3 to 10 stand rejected under 35 U.S.C. § 103

as bei ng unpatentabl e over C ark.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 15,
mai l ed July 2, 1998) for the exam ner's conplete reasoning in
support of the rejections, and to the brief and reply brief

for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we nmake the

determ nati ons which foll ow

The indefinite rejection

We sustain the rejection of clains 5 to 9 under 35 U S. C
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8§ 112, second paragraph, but not the rejection of clainms 1, 3,

4 and 10.

Clainms are considered to be definite, as required by the
second paragraph of 35 U S.C. §8 112, when they define the
nmet es and bounds of a claimed invention with a reasonabl e

degree of precision and particularity. See In re Venezia, 530

F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976).

In the final rejection (pp. 3-4) and in the answer (p.
3), the examner set forth his rationale as to why clains 1

and 3 to 10 were considered to be indefinite.

The appellant's response to this rejection was an
argunent as to why the term"high velocity" as recited in
clainms 1 and 4 was not indefinite since the meaning thereof
woul d be understood by one skilled in the art froma reading
of the claimas a whole. Since we find ourselves in agreenent
with the appellant on this issue, we reverse the decision of
the examner to reject clains 1, 3, 4 and 10 under 35 U.S.C. §

112, second paragraph. The appellant has not specifically
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contested the specific objections to clains 5to 9 in the
brief or reply brief.?2 Accordingly, we summarily sustain the
rejection of clains 5 to 9 under 35 U S.C § 112, second

par agr aph.

The obvi ousness rejection
W will not sustain the rejection of clains 1 and 3 to 10

under 35 U.S.C. 8§ 103.

The appel l ant argues that the applied prior art does not

suggest the clained subject matter. W agree.

Al'l the clainms under appeal require a liquid streamto be
projected with a velocity causing it to collide with an
opposing side wall with sufficient force to generate negative
ions and thereby create an el ectrostatically-charged m st
which acts to capture particulate matter in a gas stream

However, this limtation is not taught or suggested by d ark

2 Attached to the reply brief is a Corrected Appendi x
whi ch the appellant states (p. 1) corrects mnor errors in
clains 5, 6, 7 and 9. No anmendnent proposing these changes is
of record in the fil ewrapper.
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for the reasons set forth in the brief (pp. 7-10) and the
reply brief (pp. 2-6). dark teaches (colum 4, |ines 39-62)
di scharging a pressurized liquid streamfrom nozzles 66 toward
an opposing sidewall in flaring streans so as to neet at the
center as depicted in Figure 2. According, Cark does not
teach or suggest projecting a liquid streamwith a velocity
causing it to collide with an opposing side wall wth
sufficient force to generate negative ions and thereby create
an electrostatically-charged mst. To supply these om ssions
in the teachings of Cark, the exam ner nade determ nations
(answer, p. 4) that this difference woul d have been obvious to

an arti san. However, this determ nati on has not been
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supported by any evidence® that would have Il ed an artisan to

arrive at the clained i nvention.

In our view, the only suggestion for nodifying Clark in
t he manner proposed by the exam ner to neet the above-noted
[imtation stens from hi ndsi ght know edge derived fromthe
appellant's own di sclosure. The use of such hindsight
knowl edge to support an obvi ousness rejection under 35 U.S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Assocs., Inc. v. Grlock, Inc., 721 F.2d 1540, 1553,

3 Evidence of a suggestion, teaching, or notivation to
nodi fy a reference may flow fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,
or, in some cases, fromthe nature of the problemto be
solved, see Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc.
75 F.3d 1568, 1573, 37 USPQ@d 1626, 1630 (Fed. Cir. 1996),
Para- Ordi nance Mg., Inc. v. SGS Inporters Int'l., Inc., 73
F.3d 1085, 1088, 37 USPQ2d 1237, 1240 (Fed. Gr. 1995), cert.
denied, 117 S. . 80 (1996), although "the suggestion nore
often cones fromthe teachings of the pertinent references,"”
In re Rouffet, 149 F.3d 1350, 1355, 47 USPQRd 1453, 1456 (Fed.
Cir. 1998). The range of sources avail able, however, does not
di m nish the requirement for actual evidence. That is, the
show ng nust be clear and particular. See, e.qg., CR Bard
Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1352, 48 USPQRd 1225,
1232 (Fed. Gir. 1998), cert. denied, 119 S. C. 1804 (1999).
A broad concl usory statenent regardi ng the obvi ousness of
nodi fying a reference, standing alone, is not "evidence." See
In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.
Cr. 1999).
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220 USPQ 303, 312-13 (Fed. Cr. 1983), cert. denied, 469 U S

851 (1984). It follows that we cannot sustain the exam ner's

rejections of clains 1 and 3 to 10.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 and 3 to 10 under 35 U S.C. 8 112, second paragraph,
is affirmed with respect to clainms 5 to 9 and reversed with
respect to clainms 1, 3, 4 and 10 and the decision of the
examner to reject clains 1 and 3 to 10 under 35 U. S.C. 8§ 103

is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JENNI FER D. BAHR
Adm ni strative Patent Judge

NEAL E. ABRANMS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)



Appeal No. 1998-2645 Page 10
Appl i cation No. 08/815, 747

M CHAEL EBERT, ESQ

HOPGOOD, CALI MAFDE, KALIL & JUDLOWNE
60 E. 42ND STREET

NEW YORK, NY 10165



Appeal No. 1998-2645 Page 11
Appl i cation No. 08/815, 747

JVN dI



