The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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ON BRI EF

Before KIM.IN, WALTZ and JEFFREY T. SM TH, Adm nistrative
Pat ent Judges.

WALTZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe
exam ner’s refusal to allow clains 32 through 41, which are

the only clains remaining in this application (see the
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amendnent dated June 13, 1997, Paper No. 9, entered as per the
Advi sory Action dated June 24, 1997, Paper No. 10; Answer,
page 2).1

According to appellants, the invention is directed to a
met hod of applying nultilayer coatings to a sem conduct or
integrated circuit by use of a thermal spray process for each
coating (Brief, page 2). Appellants fail to state whether the
clainms stand or fall together and have not presented any
specific, substantive argunents to the separate patentability
of any individual claim(Brief, page 4). Pursuant to the
provisions of 37 CFR 8 1.192(c)(7)(1995), we select one claim
fromeach group of clains rejected and decide this appeal as
to each ground of rejection on the basis of this claimalone.
Accordingly, we select clainms 32 and 34 and review t he
exam ner’s rejections on the basis of these clains alone. A
copy of illustrative clains 32 and 34 is attached as an

Appendi x to this decision.?

W note that the anendnent dated Sep. 4, 1997, Paper No.
13, was refused entry in the Advisory Action dated Sep. 15,
1997, Paper No. 14.

2\We note that the copy of claim38 in the Appendix to the
Brief, contrary to the Answer, page 3, Y8, is incorrect. The
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The exam ner has relied upon the follow ng references as
evi dence of obvi ousness:

Lantz, |1 (Lantz) 5, 258, 334 Nov. 2, 1993
Hal uska 5, 290, 354 Mar. 1, 1994

This nmerits panel relies upon the follow ng reference,
previ ously nmade of record, as support for a new ground of

rejection pursuant to the provisions of 37 CFR § 1.196(b):

Duncan et al. (Duncan) 3,170, 813 Feb. 23,
1965 Clainms 33-35 and 37 stand rejected under 35 U S.C. §
112 as “the term ‘selected is vague and indefinite.” Answer,

page 4. Cdains 32, 33, 40 and 41 stand rejected under 35

U S.C. 8 103 as unpatentabl e over Hal uska (Answer, page 4).
Clains 34-39 stand rejected under 35 U.S.C. § 103 as
unpat ent abl e over Hal uska in view of Lantz (Answer, page 5).

We reverse all of the examner’s rejections. Furthernore, we

words “one coating conposition is selected fronf have been
deleted fromthe claim(see the anendnent dated June 13, 1997
Paper No. 9). Furthernore, claim38 as witten in this
application (id.) contains “wherein” and “35” interposed while
claim39 requires a “, and” after “teflon” in line 3 of the
claim See the specification, page 8, |Il. 1-2. Upon the
return of this application to the jurisdiction of the

exam ner, these matters should be corrected.
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enter a new ground of rejection pursuant to the provisions of

37 CFR 8§ 1.196(b). Qur reasons follow

OPI NI ON

A.  The Rejection under 35 U S.C. § 112

Clainms 33-35 and 37 stand rejected under 35 U.S.C. § 112
by the exam ner because “the term ‘selected is vague and
indefinite.” Answer, page 4.°® The exam ner bears the initial
burden of presenting a prima facie case of unpatentability,
whet her the rejection is based on prior art or any other
ground. See In re Cetiker, 977 F.2d 1443, 1445, 24 USPQRd
1443, 1444 (Fed. Cir. 1992). “The |legal standard for
definiteness [under section 112, 2] is whether a claim

reasonably apprises those of skill in the art of its scope.”

!\ note that the exam ner has not specified what
par agr aph of section 112 fornms the basis for this rejection
(see the Answer, page 4). However, the exam ner did specify
the basis for this rejection in the Final Rejection (see the
O fice action dated Apr. 22, 1997, Paper No. 8, page 2).
Accordingly, we review this rejection under the requirenents
for the second paragraph of section 112.
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In re Warnerdam 33 F.3d 1354, 1361, 31 USPQ2d 1754, 1759

(Fed. Cir. 1994). The definiteness of the | anguage enpl oyed
in the clains nust be analyzed, not in a vacuum but always in
light of the teachings of the prior art and the application

di sclosure as it would be interpreted by one of ordinary skil
inthe art. See In re Angstadt, 537 F.2d 498, 501, 190 USPQ
214, 217 (CCPA 1976).

The exam ner has not presented any reasoning or evidence
why the term “selected” is vague and indefinite and why one of
ordinary skill in the art would not be apprised of the scope
of a claimthat contains this term Therefore the exam ner
has not nmet the initial burden of presenting a prim facie
case of unpatentability. Furthernore, the exam ner has not
replied to any of appellants’ argunments against this rejection
(Brief, pages 9-13; Reply Brief, page 5). Accordingly, the
rejection of clainms 33-35 and 37 under 35 U S.C. § 112 is
reversed

B. The Rejections under 35 U . S.C. 8§ 103

The exam ner finds that Hal uska teaches a nmet hod of

formng a ceram c coating on a substrate such as an el ectronic
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device by coating the substrate with a solution of a solvent,
hydrogen sil sesqui oxane resin and a nodified ceram c oxide
precursor, evaporating the solvent, and ceram fying by heating
to 40 to 1000EC. (Answer, paragraph bridging pages 4-5). The
exam ner further finds that Hal uska teaches that additional
passivation and barrier |ayer coatings may be deposited by
met hods i ncl udi ng chem cal vapor deposition (CvD) and pl asna-
enhanced chem cal vapor deposition (PECVD) (Answer, page 5).
The exam ner states that it is “well recognized” in the
coating art that the coating material applied by plasm
coating techniques is “liquified” or nade nolten prior to
application to the substrate (Final Rejection, Paper No. 8,
page 4, paragraph two). Fromthese findings, the exam ner
concludes that it woul d have been obvious to have applied the
coating materials of Haluska in a nolten state (Answer, page
5). The exam ner has construed the clains as “broad enough”
to read upon the priner coating by evaporation and subsequent
coatings by PECVD as taught by Hal uska (Answer, page 8).
Implicit in our review of the exam ner’s obvi ousness
analysis is that the claimnust first have been correctly
construed to define the scope and neani ng of each contested

6



Appeal No. 1998-2643
Application 08/549, 349

[imtation. See Gechter v. Davidson, 116 F.3d 1454, 1460 n. 3,
43 USPQd 1030, 1035 n.3 (Fed. Cir. 1997). The nethod of
claim 32 on appeal requires that the particles of a first and
second coating conposition are applied to a flane stream which
is at a tenperature sufficient to place the particles in a
nolten state before passing the flame stream across the
integrated circuit in successive passes to build a specific

t hi ckness | ayer. The nethod of claim 32 does recite the
transition term “conprising” which opens the claimto

addi tional unrecited elenments and steps. See Ml ecul on
Research Corp. v. CBS, Inc., 793 F.2d 1261, 1271, 229 USPQ
805, 812 (Fed. Cir. 1986).

In view of the claimconstruction discussed above, we
determ ne that the exam ner has not established a prim facie
case of obviousness in view of Haluska. Although the
evaporative prinmer coating deposited by Hal uska is not
excluded fromthe claimed subject matter on appeal, the
exam ner has not presented any convi nci ng evi dence or
reasoni ng why the CvD or PECVD di scl osed by Hal uska for

subsequent passivation and barrier coatings would have
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suggested the clained [imtations to one of ordinary skill in
the art at the tine of appellants’ invention. By definition,
CVvD or PECVD involves the deposition of coatings fromthe

reducti on or disassociation of vapors of volatile stable

chem cal conpounds.* The exam ner has not presented any

evi dence or reasoning that plasnma coating processes as taught
by Hal uska apply the coating material in nolten form nuch

| ess shown the flanme stream process steps and two coatings as
required by claim32 on appeal.

For the foregoing reasons, we determ ne that the exam ner
has failed to present a prinma facie case of obviousness.
Accordingly, the rejection of claim32, and clains 33, 40 and
41 which stand or fall with claim32, under 35 U.S.C. § 103
over Hal uska is reversed.

Cl ains 34-39 stand rejected under section 103 over
Hal uska in view of Lantz (Answer, page 5). Lantz was applied
by the exam ner to show ceram c coating conpositions such as

t hose cl ained by appellants (Answer, sentence bridgi ng pages

*See Kirk-Q hnmer, Encycl opedia of Chem cal Technol ogy,
3rd ed., Vol. 10, pp. 266-67, 1980, and Vol. 20, pp. 47-48,
1982, John Wley & Sons.
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5-6). Accordingly, Lantz does not renedy the deficiency
di scussed above with respect to the rejection over Hal uska.
Therefore the rejection of clainms 34-39 under 35 U.S.C. § 103
over Haluska in view of Lantz is reversed.

C. The New G ound of Rejection under 37 CFR 8§ 1.196(b)

Pursuant to the provisions of 37 CFR § 1.196(b), we enter
a new ground of rejection of clainms 40-41 under 35 U.S.C. §
103 as unpat ent abl e over Duncan.

| ndependent claim40 recites a coating nethod where the
particles are not specified nor is the substrate. This claim
requires only selecting particles such that they becone nolten
at tenperature Tl and produce an inpact force not exceeding a
specific | evel when striking a surface at velocity V1, heating
the particles to tenperature T1l, accelerating the particles to
velocity V1 towards a surface, and naki ng successive passes
with this particle spray. Caim41l depends on claim40 and
recites the size of the particles and that the surface is a
circuit.

Duncan di scl oses a nmethod for encapsul ating

sem conductors where a refractory coating is applied by neans
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of a plasma jet spray (col. 1, IIl. 11-12; col. 2, |l. 13-14).
The refractory particles are heated to a high tenperature such
that they are nolten and driven at a high velocity such that
the particles are enbedded in the thernoelectric materi al
(col. 2, I'l. 20-25; 37-37-41). Although a single plasma jet
spray coating is “desirable,” second and subsequent coati ngs
are taught by Duncan (col. 2, Il. 33-35; 50-56). Duncan
specifically encapsul ates thernoel ements but generically
describes this coating nethod as applicable to sem conductors
(col. 1, IIl. 13-20).

From the findings set forth above, Duncan discl oses
selecting particles such that they becone nolten at a
tenperature Tl and produce an inpact force not exceeding a
specific | evel when striking the surface at velocity Vi,
heating the particles to tenperature T1l, and accel erating the
particles to velocity V1. Furthernore, Duncan teaches the
application of at |east a second coating thus suggesting
successi ve passes of the plasma jet spray (col. 2, Il. 50-56).

The actual size of the refractory particles is not
di scl osed by Duncan. However, it would have been well within
the ordinary skill in the art to have selected particles which
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forma plasma jet spray at the conditions taught by Duncan.
See In re Wodruff, 919 F.2d 1575, 1578, 16 USPQRd 1934, 1936
(Fed. GCir. 1990). The “sem conductor device” disclosed by
Duncan is generic to a “circuit” as recited in claim4l on
appeal and, as such, Duncan woul d have suggested circuit
encapsul ation to one of ordinary skill in the art. Note that
Duncan teaches that the high tenperatures and velocities do
not deleteriously affect the thernoelectric materials of the
substrate (col. 2, II. 28-32).

For the foregoing reasons and based on the findings set
forth above, it would have been obvious to one of ordinary
skill in the art at the tinme of appellants’ invention to have
used successive passes of the plasma jet spray in the process
of Duncan, as well as to have determ ned the particle size of
the refractory and applied the encapsulation to a circuit.
Accordingly, clains 40-41 are rejected under 35 U.S.C. § 103
as unpat ent abl e over Duncan.

D. Sunmmary

The rejection of clains 33-35 and 37 under 35 U . S.C. 8§

112 is reversed. The rejection of clainms 32, 33, 40 and 41
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under 35 U.S.C. 8 103 over Haluska is reversed. The rejection
of clainms 34-39 under 35 U.S.C. § 103 over Haluska in view of
Lantz is reversed. Pursuant to the provisions of 37 CFR §
1.196(b), we enter a new ground of rejection of clainms 40-41
under 35 U.S.C. § 103 over Duncan.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR 8 1.196(b) provides that, “A new ground of rejection
shal | not be considered final for purposes of judicial

review.”

12



Appeal No. 1998-2643
Application 08/549, 349

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the

claims so rejected or a show ng of facts

relating to the clains so rejected, or

bot h, and have the matter reconsidered by

t he exam ner, in which event the

application wll be remanded to the

exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent

Appeal s and Interferences upon the sane

record.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED- 37 CFR § 1. 196(b)

EDWARD C. KI MLI N )
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Adm ni strative Patent Judge

BOARD OF PATENT
THOVAS A. WALTZ

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JEFFREY T. SM TH
Adm ni strative Patent Judge

N N N N N N N N N N N

HONEYWELL | NTERNATI ONAL | NC.
Law Dept. AB2

P. O Box 2245

Morristown, NJ 07962-9806
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APPENDI X

32. A nethod of formng a nmultilayer coating on
a sem conductor integrated circuit device conprising
the steps of:

preparing first particles of a first coating
conposi tion;

applying the first particles to a flane stream
which is at a tenperature sufficient to place the
first particles in a nolten state;

buil ding a specific thickness first |ayer of
said first coating conposition by passing the flane
stream across the integrated circuit in successive
passes over the integrated circuit;

preparing second particles of a second coating
conposi tion;

applying the second particles to a flanme stream
which is at a tenperature sufficient to place the
second particles in a nolten state;

buil ding a specific thickness of a said second
coating conposition on said first |ayer by passing
the flame stream across the integrated circuit in
successi ve passes over the integrated circuit; and

selecting the size of said first and second
particles so that the particles attain a nolten
state in the flane stream and produce an i npact
force less than a specific | evel when striking the
circuit in a nolten state.

34. The method of claim32 wherein one of said
first and second coating conpositions conprises a
materi al that attenuates energy above the visible
spectrum and said one coating has a thickness on the
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integrated circuit selected to attenuate said energy
to by a sel ected nagnitude.
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