The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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GARRI' S, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe refusal of the
examner to allowclainms 1, 3, 6 and 8-11 as anended
subsequent to the final rejection. Cains 13 and 14 have been
wi t hdrawn from further consideration by the exam ner, and
clainms 15-18 have been allowed. These are all of the clains

remai ning in the application.
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The subject matter on appeal relates to a pol yolefinic
conposi tion conprising a phosphorous-contai ni ng conpound of a
particular forrmula which is disclosed as stabilizing
pol yol ef i ns agai nst degradati on and a pol yol efi n which has
been produced in the presence of a Generation II, IIl, IV, or

V catal yst which has not been renpved. This appeal ed subject

matter is adequately illustrated by independent claim1, the
sol e i ndependent
claim on appeal,
whi ch (_//&fj reads as
AT_P i (1))
fol | ows Ng |
LR, |
1. A pol yol efinic
conposi tion

conpri si ng

a) a conpound of formula I

i n which
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each R

R, and R, i
C..sal kyl (

n

P

t he conpou
conponent

b) a polyo
presence o
whi ch has
conmponent

34, 961

I ndependently is selected fromlinear or
branched C_,,al kyl, C,_,,cycl oal kyl,

C,,.al kenyl, C, al koxyal kyl ,

C,.,.al kanoyl net hyl ene, C, j.al karyl,

C jaral kyl, C,,,heteroaryl (where any one of
t he above substituents of R, are
unsubstituted or are substituted by 1 to 3
groups selected fromC_,al kyl, -OR,, -NRR
-COR, and -COOR,); and G jaryl

unsubstituted or substituted by 1 to 5
groups R; selected from C_,,al kyl, C,_zal koxy,
C,..cycl oal kyl, phenyl or phenoxy, -OR, -
NR,R;,, - COR, and

- COOR,,

ndependently are sel ected from hydrogen,
| i near or branched),

C...,cycloal kyl, G ,aryl, C, jalkaryl or
C, jaral kyl ;

is a direct bond, a group -(P-R),- or an
n-val ent aliphatic or aromatic residue,
(preferably C _jal kyl ene (linear or
branched), C._,,cycl oal kyl ene,

C,;al karyl ene, C, ,.aral kyl ene, G, ,,arylene, a
N, O, S, or P- containing
C,.,,heteroaryl ene, C, jal kylidene or

C,jal kylene interrupted by N, Oor S);

is 2to 5 and

is 1to 12;
nds of forrmula Il hereinafter being called
a; and

| efi n which has been produced in the

f a Generation Il, Ill, IV, or V catalyst
not been renoved (hereinafter called

b) .
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The references relied upon by the exam ner

obvi ousness are:

as evi dence of

Mathis et al. (Mathis) 3, 637,907 Jan. 25, 1972
Kam nsky et al. (Kam nsky) 4,542,199 Sep. 17, 1985
Tur ner 4,752, 597 Jun. 21, 1988
Ewen et al. (Ewen) 4,937, 299 Jun. 26, 1990

The reference of record set forth belowis relied upon by

the appellant in support of his nonobvi ousness position and is

di scussed in the brief and in the Stani ek decl arati on of

record as well as in the answer:

Mul haupt, “International Conference on Advances in
Stabilization and Control |l ed Degradati on of Polyners,”

181- 196 (1990).

Pp.

All of the clains are rejected under 35 U S.C. §8 103 as

bei ng unpatentabl e over Mathis taken w th Kanm nsky,

Ewen.?

Tur ner

and

We refer to the brief and reply brief and to the answer

for an exposition of the opposing viewoints expressed by the

appel l ant and by the exam ner concerning the above noted

rejection.

OPI NI ON

! As indicated on page 2 of the brief, the appeal ed clains

have been grouped together. Accordingly, in resolving the
i ssues before us on this appeal, we need focus only on
i ndependent claim 1.
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W will sustain the exam ner’s section 103 rejection for
t he reasons set forth bel ow

Mat hi s di scl oses a pol yol efinic conposition which
conpri ses a pol yol efin-stabilizing, phosphorous-containing
conpound of the type here defined as conponent a) in
conmbi nation with a polyolefin albeit not the appellant’s
specifically clained pol yolefin defined as conponent b) of
appeal ed i ndependent claim1l. That is, the polyolefin of
Mat his is not descrbied as having been produced in the
presence of a Generation I, Ill, IV, or V catalyst which has
not been renoved. However, this |ast nentioned type of
pol yol efin is disclosed by Turner who expressly teaches that
the catalyst is not renoved fromthe pol yner and that
anti oxi dants and other additives as are known in the art may
be added to the polyner (e.g., see the paragraph bridging
colums 7 and 8).

In light of these teachings, it would have been obvi ous
for one with ordinary skill in the art to use the polyol efin-
stabilizing conpound of Mathis in conbination with the
cat al yst-cont ai ni ng pol yol efin of Turner particularly since
the latter expressly teaches adding to this polyner

anti oxi dants and other additives which are known in the art

5
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and thus which seem ngly woul d enconpass the pol yol efin-
stabilizing additives of Mathis. This conbination would have
been notivated by the desire to render Turner’s polyol efins
nore stable via the phosphorous-contai ni ng conpounds taught by
Mathis to be well known for this purpose. Moreover, the above
di scussed teachi ngs woul d have provided the artisan with a
reasonabl e expectation that the conbination in question would
successfully achieve the desired stability enhancenent. |ln re
O Farrell, 853 F.2d 894, 903-904,

7 USPQ2d 1673, 1680-81 (Fed. Cir. 1988).

In support of his nonobvi ousness position, the appellant
refers to the Mil haupt reference and to the 37 CFR § 1. 132
declaration of record by Staniek. In essence, it is the
appel lant’s position that no basis exists for extrapol ating
the pol yol efin-stabilizer teachings of Mathis to polyol efins
of the type here clainmed which are prepared by a Generation
[, 111, IV, or V catalyst which has not been renoved. The
appellant’s position is not well taken in a nunber of
respects.

We are m ndful of the appellant’s point that the Ml haupt
reference teaches that there are many potential interactions

bet ween stabilizers and catal yst conponents of the type under

6
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consi deration which, in the absence of catal yst deactivation
or catalyst residue renoval, nay positively or negatively
affect the results of adding a stabilizer to a pol yner
cont ai ni ng such catal yst conponents (e.g., see the second

par agraph on page 195). Contrary to the appellant’s apparent
belief, however, this teaching supports a concl usion of

obvi ousness rather than nonobviousness. This is because the
af orenenti oned teachi ng suggests that potential interactions
bet ween stabilizers and catal yst conponents woul d not be a
concern under conditions wherein the catal ysts have been
deactivated. It is here appropriate to enphasize that Turner
explicitly teaches deactivating the catalyst in his polyolefin
(e.g., see line 63 in colum 7 through line 1 in colum 8).
In this regard, it is also inportant to enphasi ze that the

i ndependent cl ai m on appeal enconpasses pol yol efin which
contains catalyst in either an active or inactive state as
evinced by lines 1-17, especially lines 12-17 on page 14 of

the subject specification. [In re Sneed, 710 F.2d 1544, 1548,

218 USPQ 385, 388 (Fed. Cir. 1983) (clains are to be given
their broadest reasonable interpretation consistent with the
speci fication and should be read in Iight of the

speci fication).



Appeal No. 1998-2636
Application No. 08/534,961

In light of the foregoing, we are convinced that an
arti san woul d have conbi ned the pol yol efin-stabilizer of
Mathis with the deactivated catal yst containing pol yol efin of
Turner based upon a reasonabl e expectation of success. [In re
O Farrell, id.

A contrary conclusion is not supported by the Staniek
decl aration for a nunber of reasons. |In the first place, the
decl aration does not address the active versus inactive
catal yst issue di scussed above and i ndeed appears to be
limted to a pol ypropyl ene which contains active third
generation catalyst. It follows that appeal ed i ndependent
claim 1, which enconpasses active as well as inactive
catal ysts, is nuch broader in scope than the Staniek
decl arati on.

Anal ogously, this claimenconpasses all fornms of
pol yol efin and all fornms of Generation II, IIl, IV, and V
catal yst and therfore is nuch broader in scope than the
declaration which is limted only to pol ypropyl ene as a
pol yolefin and to a specific third generation catal yst.

Addi tionally, the independent claimon appeal enconpasses a
wi de variety of conpounds in the clainmed definition of
conmponent a) whereas the declaration tests only two conpounds
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which fall within this definition, nanmely, declaration
conmpounds 5 and 6.2

For the above stated reasons, it is clear that the
decl aration evidence proferred by the appellant is
consi derably nore narrow i n scope than the argued claimon
appeal. W rem nd the appellant that evidence presented to

rebut a prina facie case of obviousness nust be comrensurate

in scope with the clains to which it pertains and that such
evi dence which is considerably nore narrow in scope than the
cl ai med subject matter is not sufficient to rebut the prim

facie case. Inre DIl, 604 F.2d 1356, 1361, 202 USPQ 805,

808 (CCPA 1979). Under these circunstances, it our
determ nation that the evidence before us on this appeal, on
bal ance, wei ghs nost heavily in favor of an obvi ousness

conclusion. W shall sustain, therefore, the exam ner’s

Z2Wth further regard to this point, we note that the
i nventive and conparison results exhibited by decl aration
conpound 6 (e.g., see Table 3) do not appear to be
significantly or statistically different. Viewed fromthis
perspective, it is questionable whether the conpound 6 results
(even when considered in a |ight npbst generous to the
appel l ant) could be properly characterized as unexpected. The
appel l ant and the exam ner should address this issue in any
further prosecution that may occur.

9



Appeal No. 1998-2636
Application No. 08/534,961

section 103 rejection of clainms 1, 3, 6 and 8-11 as being
unpat ent abl e over Mathis taken with Kam nsky, Turner and Ewen.
The decision of the exam ner is affirmed.
No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Paul Li ebernman ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Cat herine Timm )
Adm ni strative Patent Judge )
BRG t dI

10



Appeal No. 1998-2636
Application No. 08/534,961

Cl ari ant Corporation

I ndustrial Property Departnent
4331 Chesapeake Drive
Charlotte, NC 28216

11



