The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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PAK, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U S.C. § 134
fromthe examner’s refusal to allow clains 34 through 50 and
52 through 58, which are all of the clains pending in the

above-identified application.?

! Appel l ants have not identified related Application
08/ 733, 706, Appeal No. 98-2546, in their Brief under the
headi ng “RELATED APPEALS AND | NTERFERENCES’. In spite of the
simlarity between the inventions and issues involved in the
present appeal and the appeal in related Application
08/ 733, 706, appellants assert that “[t]here are no appeals or
i nterferences known to Appellant’s Representatives which wll
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Clainms 34, 45 and 52 are representative of the clained
subject matter and read as fol |l ows:

Claim34. A nmethod for preparing a coated abrasive belt
havi ng an endl ess, seanl ess backi ng; the method conpri si ng:

(a) preparing a loop of liquid organic polyneric binder
mat eri al having fibrous reinforcing material engul fed therein,
i n extension around the outer periphery of a support
structure;

(b) solidifying the liquid organic polyneric binder
material to forma flexible, solidified, endless, seaniess
| oop havi ng about 70-85 wt-% solidified organic polyneric
bi nder material with fibrous reinforcing material engul fed
therein, generally parallel side edges, and inner and outer
surfaces having generally no fibrous reinforcing nmateri al
protrudi ng therefrom

(c) applying an abrasive coating to the backing | oop;
and

(d) renoving the backing | oop fromthe support
structure.

Claim45. A nethod for preparing a coated abrasive belt
havi ng an endl ess, seanl ess backi ng; the nmethod conpri sing:

(a) preparing a loop of liquid organic polyneric binder
materi al having fibrous reinforcing material engul fed therein,
i n extension around the outer periphery of a support
structure;

directly affect, be directly affected by, or have a bearing on
the Board s decision in the pending appeal.” See Brief, page
2. We note that appellants’ representative in this appeal is
the sane individual who is representing the sane applicants in
the appeal of the final rejection of substantially the sane
subject matter in Application 08/ 733, 706.
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(b) solidifying the liquid organic polyneric binder
material to forma flexible, solidified, endless, seanless
| oop having solidified organic polyneric binder nmaterial with
fibrous reinforcing material engulfed therein, generally
paral l el side edges, and inner and outer surfaces having
generally no fibrous reinforcing material protruding
therefrom wherein the |iquid organic polyneric binder
material is a thernosetting resin selected fromthe group
consi sting of phenolic resins, amno resins, polyester resins,
am nopl ast resins, urethane resins, nelam ne-fornmal dehyde
resins, epoxy resins, acrylated isocyanurate resins, urea-
f ormal dehyde resins, isocyanurate resins, acrylated urethane
resins, acrylated epoxy resins and m xtures thereof;

(c) applying an abrasive coating to the backing | oop;
and

(d) renoving the backing | oop fromthe support
structure.

Claim52. A nmethod for preparing a coated abrasive belt
havi ng an endl ess, seanl ess backi ng; the nmethod conpri sing:

(a) preparing a loop of liquid organic polyneric binder
mat eri al having fibrous reinforcing material engul fed therein,
i n extension around the outer periphery of a coll apsible drum

(b) solidifying the liquid organic polyneric binder
material to forma flexible, solidified, endless, seaness
| oop having solidified organic polyneric binder nmaterial with
fibrous reinforcing material engulfed therein, generally
paral l el side edges, and inner and outer surfaces having
generally no fibrous reinforcing material protruding
t herefrom

(c) applying an abrasive coating to the backing | oop;
and

(d) renoving the backing | oop fromthe col |l apsible drum
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In support of his rejections, the exanminer relies on the

follow ng prior art references:

Fr eedl ander 1, 924, 355 Aug. 29,
1933
Kremer et al. (Krener) 2, 356, 249 Aug. 22,
1944
Waugh 2,773,540 Dec. 11,
1956
Mar zocchi 3,607, 502 Sep.
21, 1971
Dyer 4,018, 574 Apr .
19, 1977
Rausch 4,681, 558 Jul . 21,
1987
Benedict et al. (Benedict) 5,573,619 Nov. 12,
1996

(Filed Cct. 29, 1993)
Cooper 1023563 Jan. 3, 1978
(Publ i shed Canadi an Pat ent Application)
Shaw 1 475 986 Jun.
10, 1977

(Publ i shed English Patent)

Hansen et al. (Hansen) WO 86/ 02306 Apr. 24, 1986
(Published International Application)

The appeal ed clains stand rejected as foll ows:
1) Clainms 34 through 41 and 43 through 47 and 52 through 55
under 35 U . S.C. 8§ 103 as unpatentabl e over the conbi ned
di scl osures of Shaw, Dyer and either Freedl ander, Waugh

Mar zocchi or Krener?;

2 The exam ner inproperly states at page 4 of the Answer
that the 8 103 rejection based on Shaw, Dyers and any one of
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2) Caim39 under 35 U . S.C. § 103 as unpatentabl e over the
conbi ned di scl osures of Shaw, Dyer, Rausch and either
Freedl ander, Waugh, Marzocchi or Kremner;
3) Claim42 under 35 U.S.C. § 103 as unpatentabl e over the
conmbi ned di scl osures of Shaw, Dyer, Hansen and eit her
Freedl ander, Waugh, Marzocchi or Krener;
4) Clainms 48 through 50 and 56 through 58 under 35 U.S.C. §
103 as unpatentabl e over the conbi ned di scl osures of Shaw,
Dyer, Cooper and either Freedl ander, Waugh, Marzocchi or
Kremer; and
5) Clainms 34 through 50 and 52 through 58 under the
judicially created doctrine of obviousness-type double
pat enti ng as unpatentable over clains 1 through 32 of U S.
Patent 5,573,619 issued to Benedict.

Havi ng careful ly reviewed the clains, specification and
applied prior art, including all of the argunents advanced by

bot h the exam ner and appellants in support of their

Freedl ander, Waugh, Marzocchi and Krener extends to clains
“34-40, 42-46, 48-53 and 55-66". As is apparent from page 2
of the final Ofice action and pages 2 and 4-10 of the Answer,
this rejection only extends to “clains 34-41, 43-47 and 52-
55".
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respective positions, we reverse all the aforenentioned
rejections, except for the aforenentioned obvi ousness-type
doubl e patenting rejection. Qur reasons for this
determ nation foll ow

The exam ner asserts that Shaw teaches by inplication a
coat ed abrasive belt having an endl ess, seanl ess backing. See
Answer, pages 4 and 5. However, the exam ner admts (Answer,
page 5) that

[ Shaw] fails to teach how those skilled in the art

woul d have provided for the fibers extending

| ongi tudinally I engthw se of the belt (having fibers

extendi ng | engt hwi se of the belt would have inplied

that the fibers were continuous and unbroken

| engt hwi se of the belt) and further fail to express

the amount of resin used to enbed the fibers.
To renmedy these deficiencies in Shaw, the exami ner relies on
Dyers and any one of Freedl ander, Waugh, Marzocchi and Krener.
Al t hough Dyers is the only one directed to a process for
maki ng a coated endl ess, seamnl ess abrasive article, the
exam ner asserts that one of ordinary skill in the art would
have | ooked to the industrial drive belt maki ng processes
descri bed in either Freedl ander, Waugh, Marzocchi or Krener to

make the backing | ayer of the coated endl ess, seamn ess

abrasive article taught by Shaw. The exam ner further asserts
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that one of ordinary skill in the art would have | ooked to
Dyers®* only for the anbunt of resin binder enployed per the
amount of reinforcenent materials used in nmeking the coated
endl ess, seamnl ess abrasive article described in Shaw

On the appeal record before us, we find that it is only
appel l ants’ own specification which discloses the desirability
of using the above-nentioned features in conbination. There
I's no evidence that one of ordinary skill in the art would
have enpl oyed the | ess relevant industrial belt making
processes described in either Freedl ander, Waugh, Marzocchi or
Krener over the nore rel evant coated abrasive endl ess,
seam ess belt nmaking process described in Dyers. Nor is there
any evi dence that one of ordinary skill in the art would have
| ooked to only one section of Dyers at the exclusion of its
remai ni ng teachings to arrive at the claimed invention. The
exam ner’s position to the contrary is not supported by any
obj ective evidence. Thus, we are convinced that the

examner’s 8 103 rejections are fatally prem sed upon

® The exam ner states at page 20 of the Answer that “it
cannot be disputed that Dyers enpl oyed a different
manuf acturi ng techni que (other than that which is clainmed by
appel lant[s] for form ng an endl ess seanl ess backing)...”
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i rperm ssi bl e hindsight. See WL. Gore & Assoc. v. Garl ock,
Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. G
1983), cert. denied, 469 U S. 851 (1984). The remaining prior
art references relied on by the exam ner for the features
recited in certain dependent clains do not renedy the
defi ci enci es indicated above.

Under these circunstances, we are constrained to agree
wi th appellants that the exam ner has not established a prinm
faci e case of obviousness regarding the clainmed subject matter
within the meaning of 35 U.S.C. 8§ 103. Accordingly, we
reverse all the examner’s 8 103 rejections.

However, the obvi ousness-type doubl e patenting rejection
of all of the clains on appeal stands on a different footing.
I nasnuch as appel |l ants have not di sputed the propriety of the
obvi ousness-type doubl e patenting rejection of record, we
summarily affirmthis rejection.

Accordingly, the decision of the examner is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

CKP: I p

AFFI RMED

CHUNG K. PAK
Adm ni strative Patent Judge

THOVAS A, WALTZ
Adm ni strative Patent Judge

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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may be extended under 37 CFR
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