THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-45, which constitute all of the

claims of record in the application.

! Application for patent filed March 20, 1996.
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The appellants’ invention is directed to a spring notor.
The cl ains before us on appeal have been reproduced in an

appendi x to the Appeal Brief.

THE REFERENCE

The reference relied upon by the exam ner to support the
final rejection is:
Kuhar 5, 482, 100 Jan. 9,
1996

THE REJECTI ONS

Clains 1-45 stand rejected under 35 U . S.C. 8§ 112, second
par agr aph, as being indefinite for failing to particularly
point out and distinctly claimthe subject matter which the
appel lants regard as their invention.

Clains 1-45 al so stand rejected under 35 U S.C. §8 103 as
bei ng unpat ent abl e over Kuhar.

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and the

appel l ants regarding the rejections, we nake reference to the
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Exam ner’s Answer (Paper No. 17) and the Appellants’ Briefs

(Papers Nos. 15 and 19).
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OPI NI ON
The Rejection Under 35 U.S.C. § 112, Second Paragraph

It is the examner’s position that all of the clains are
i ndefinite because “storage drum neans” (claim1), “second
control nmeans” (claim 14), and “drum gear nmeans” and “idl er
gear neans” (claim25) are not in proper neans-plus-function
format. The appellants argue that these “nmeans” terns are not
intended to define elenents presented in nmeans-plus-function
format, and therefore need not be acconpanied by a recitation
of the functions they perform W agree. This manner of
defining the elenents in a claimis entirely proper and is
distinct fromthe nmeans-plus-function format. See Section 2181
of the Manual of Patent Exam ning Procedure (Seventh Edition,
July 1998).

This rejection is not sustained.

The Rejection Under 35 U.S.C. § 103

The test for obviousness is what the conbi ned teachi ngs of

the prior art woul d have suggested to one of ordinary skill in

the art. See, for exanple, In re Keller, 642 F.2d 413, 425,
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208 USPQ 871, 881 (CCPA 1981). In establishing a prima facie
case of obviousness, it is incunbent upon the exam ner to
provi de a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine
reference teachings to arrive at the clainmed invention. See Ex
parte d app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985). To
this end, the requisite notivation nust stem from sone

t eachi ng, suggestion or inference in the prior art as a whole
or fromthe know edge generally available to one of ordinary
skill in the art and not fromthe appellant's disclosure. See,
for exanple, Uniroyal, Inc. v. Rudkin-Wley Corp., 837 F.2d
1044, 1052, 5 USPQd 1434, 1439 (Fed. Cr.), cert. denied, 488

U S. 825 (1988).

The appel lants’ spring notor systemis particularly
suitable for use in conjunction with assisting the el evating
and | owering of Venetian blind type wi ndow coverings. For
reasons explained in the specification, the appellants’

i nvention has a nunber of advantages in such a use. As
mani fested in independent claim 1, the invention conprises,

inter alia, storage drum neans having a first axis, an output
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drum rot at abl e about a second axis parallel to and spaced from
the first axis, a spring nmenber coiled on the storage drum
means and having a free end connected to the output drum drive
means adj acent one side of the spring nenber for rotating the
out put drum about the second axis, and control neans laterally
aligned with said drive neans.

Kuhar di scloses a Venetian blind notor having a storage
drum neans (20) and an output drum (10) that are rotatable on
first and second axes parallel to and spaced from one anot her,
and a spring nenber coiled on the storage drum neans and
attached to the output drum The control neans (30) disclosed
by Kuhar is mounted coaxially with the storage drum neans and
thus rotates about the sanme (the second) axis. Kuhar fails to
di scl ose or teach drive neans for rotating the output drum
much | ess a drive neans adjacent one of the sides of the spring
menber, as is required by the appellants’ claim 1.

The exam ner has taken the position that it would have
been “an obvious matter of design choice” to one of ordinary
skill in the art to nodify the Kuhar systemso that it neets

the ternms of the claiml1l et al. “based on factors such as

preference, design criteria, space optim zation, and costs,



Appeal No. 1998-2512 Page 7
Application No. 08/618, 593

provi di ng no new or unexpected results” (Answer, page 4). W
cannot subscribe to this reasoning. It is axiomatic that the
mere fact that the prior art structure could be nodified does
not make such a nodification obvious unless the prior art
suggests the desirability of doing so. See, for exanple, In re
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr
1984). W fail to perceive any such suggestion, teaching or
incentive, noting that the changes proposed by the exam ner
woul d result in a whol esal e reconstruction of the Kuhar
invention. Fromour perspective, the only suggestion to do so
resides in the luxury of the hindsight afforded one who first
vi ewed the appel lants’ disclosure which, of course, is not a
proper basis for a conclusion that an invention woul d have been
obvious. See In re Fritch, 972 F.2d 1260, 1266, 23 USPQd
1780, 1784 (Fed. Cir. 1992).

A prima facie case of obviousness therefore has not been
established with regard to the subject matter of claim1, and
we will not sustain the Section 103 rejection of claim1l or, it

follows, of clainms 2-24, which depend therefrom
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Anmong the requirenents of the spring notor system
described in independent claim25 is that there be a storage
drum neans, an output drum and control gear neans nounted on
three separate parallel axes which are spaced from one anot her.
This clearly is not taught by Kuhar, in which these three
el enents are nounted on only two axes. Claim25 also specifies
that there be several sets of gear neans nounted between the
vari ous drum neans, which also is not taught by Kuhar, whose
system has no gear neans at all. Again, and for the sane
reasons as were expressed above with regard to the rejection of
claiml1l, we do not agree with the examner’s conclusion that it
woul d have been obvious to nodify the Kuhar systemin the
manner he proposed.

It is our viewthat a prima facie case of obvi ousness has
not been established with regard to i ndependent claim 25 and
dependent clains 26-38, and we will not sustain this rejection.

We reach the sane conclusion with regard to i ndependent
claim 39 and dependent clains 40-45. The manifestation of the
invention set forth in claim39 conprises a plurality of spring
nmotors arranged between a pair of parallel spaced apart plates

havi ng opposite ends with each notor including storage drum
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means and an out put drum arranged sequentially in the direction
of fromone of the opposite ends to the other, rotatable gear
trains drivingly interconnecting the plurality of spring
notors, and control gear neans in nmeshing interengagenent with
at | east one of the gears in the gear trains. Kuhar discloses
a plurality of spring notors working in unison (Figure 3) by
virtue of being interconnected through a common bar (62). They
are not, however, interconnected by neans of gear trains, nor
does the disclosed systeminclude control gear neans in neshing
i nt erengagenent with a gear of the gear train, as required by
claim39. The exam ner has presented no evidence in support of
his conclusion that it would have been obvious to substitute
the cl ai ned gear arrangenent for the bar disclosed by Kuhar.
In the absence of such evidence, and in view of the fact that
Kuhar al ready has sol ved the probl em of coordinating the
operation of nmultiple spring notors by the system disclosed in
the patent, we fail to perceive any suggestion to nake such a
nodi fi cation other than by way of hindsight.

As with the rejection as applied to the other independent

clainms, it is our opinion that a prinma facie case of
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obvi ousness has not been established, and we therefore will not

sustain this rejection of clains 39-45.
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SUMVARY
Nei ther of the rejections is sustained.

The deci sion of the exam ner is reversed.

REVERSED

JENNI FER D. BAHR
Adm ni strative Patent Judge
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Adm ni strative Patent Judge )
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