The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allow clains 16-24 and 35, as anended after final
rejection. Cains 25-34, which are the only other clains that
remain pending in this application, stand wi thdrawn from
further consideration by the exam ner as drawn to a non-

el ected invention (answer,

page 1).
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BACKGROUND

Appel lants' invention relates to a pressure sensitive
adhesi ve conprising a dispersion forned by a particular core
and shell pol ynerization nethod that includes a step of
pol ymeri zi ng an aqueous enul sion consisting of butyl acrylate
and both an anionic and a non-ionic ermulsifier in the presence
of a water- soluble initiator. That butyl acrylate
pol ynmeri zation step forns the core of the product adhesive
according to appellants. See, e.g., brief, pages 5 and 6 and
reply brief, page 2. As generally expl ained by appell ants,
the core is free of acid with the shell of the core-shel
copol yner being fornmed by the step of emulsifying-in
(meth)acrylic acid to forma copol ymer of butyl acrylate and
(nmeth)acrylic acid. See, e.g., reply brief, page 2. Appeal ed
claim16 is reproduced bel ow.

16. A pressure sensitive adhesive
conprising a dispersion containing a copol yner
(CP) conprised of units of butyl acrylate and
(meth)acrylic acid, prepared by a nethod
consi sting essentially of:

under sem -continuous or batch
pol ymeri zati on conditions, polynerizing an

ageous enmul sion (EM consisting of butyl
acrylate, an anionic enulsifier and a non-ionic
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enul sifier, in the agueous phase, under heating
and in the presence of at |east one water-
soluble initiator (IN) of formula (1)
MR,

where Mrepresents an al kali netal cation,
and

R, represents an anion of a peroxyacid or
azo- group-contai ni ng acid,

wherein said (IN) is present in an anount
of 0.5-1.5 wt.% based on wei ght of the nononers;

emul sifying-in (nmeth)acrylic acid while
mai ntai ning an el evated reaction tenperature
such that the ratio of butyl acrylate to
(meth)acrylic acid ranges from99.5:0.5 to 90: 10
parts by weight; and

addi ng a second redox initator (RI) to
conpl ete the polynerizati on and wherein said
process is carried out under conditions of core
and shell pol ynerization.

The sole prior art reference of record relied upon by the
exam ner in rejecting the appeal ed clains is:
Kowal ski et al. (Kowal ski) 4,427, 836 Jan. 24,
1984

Clains 16-24 and 35 stand rejected under 35 U S.C. § 103
as bei ng unpat ent abl e over Kowal ski .

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the prior art reference as applied by the exam ner,

and to the opposing viewoints advanced by the appellants and



Appeal No. 1998-2425 Page 4
Application No. 08/656, 871

the exam ner. As a consequence of our review, we determ ne

that the exam ner has not established a prima facie case of

obvi ousness. Accordingly, we will not sustain the stated
rejection. Qur reasoning follows.

Since the appeal ed clains are in product-by-process
format, certain principles of patent jurisprudence apply. W
note that the patentability of a product is a separate
consideration fromthat of the process by which it is nade.

See In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed.

Cr. 1985). Moreover, determnation of the patentability of a
product - by-process claimis based on the product itself. See
In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972).
Al so, we observe that in proceedings before the U S
Patent and Trademark O fice, clains are interpreted by giving
words their broadest reasonable nmeanings in their ordinary
usage, taking into account the witten description found in

the specification. See In re Mirris, 127 F.3d 1048, 1054, 44

USPQ2d 1023, 1027 (Fed. Cir. 1997); In re Zletz, 893 F.2d 319,

321-22, 13 USPRd 1320, 1322 (Fed. Cr. 1989).
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Applying these principles, we note that claim16, the
sol e i ndependent clai mon appeal, enploys closed "consisting
of " | anguage in describing the adhesive product formation step
of polymerizing an aqueous emnul sion of "butyl acrylate, an
anionic emulsifier and a non-ionic enulsifier . . . in the
presence of at |east one water-soluble initiator . . . ."

G ven that required polynerization step conducted solely in
the presence of the specified conponents and the required
"emul sifying-in (neth)acrylic acid . . ." and "adding a second
redox initiator (RI) to conplete the polynerization . . ."
steps of claim 16, we determ ne that the clained product
preparation nmethod is [imted to a nethod wherein the
(meth)acrylic acid is phased in after the first nmentioned

pol ymeri zation of claim 16 has been conducted. Oherw se, the
"consisting of" | anguage enployed with respect to the first
menti oned pol ynerization of claim 16 woul d be viol at ed.
Moreover, this claimconstruction is consistent wwth the core
and shell polynerization called for in that claimand with
appel l ants' specification. See, e.g., pages 5-7, page 11
lines 3 and 4 and the Exanples. Hence, it would be reasonabl e

to expect that the product of claim 16 and the clains
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dependi ng t herefrom woul d have a core forned of the

pol ynmeri zed butyl acrylate that is at |east partially encased
by a shell nmade of a copol yner of the phased in (neth)acrylic
acid and butyl acrylate as urged by appellants in their
briefs.

On the other hand, Kowal ski (abstract, lines 1-8) is
directed to:

t he production and use of water-insoluble
particul at e heteropol ynmers nade by sequenti al

enul si on polynerization in dispersed particles of

which a “core” of a polyneric acid is at |east

partially encased in a “sheath” polyner that is

perneable to a volatile base, such as ammoni a or an

organi c am ne, adapted to cause swelling of the core

by neutralization.

As described at colum 5, line 9 through colum 8, line 9
and colum 8, line 53 through colum 9, line 2 of Kowal ski,
the core polynmer of the applied reference is fornmed by
pol ymeri zing one or nore acid nononers with or without a
pl et hora of nonoet hyl enically unsaturated nononers, such as
butyl acrylate. Thus, the product of Kowal ski would
reasonably be expected to have a polynerized acid nononer

present throughout the core since an acid nononer is used

t hroughout the formation of the core of Kowal ski.
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We do not agree with the exam ner’s position (answer,
page 3) that: "[t]he core-shell polyners of [the] clainms are
generic to those disclosed by [the] references and woul d
possess simlar properties.” W recognize that the exani ner

bears a | esser burden of proof to establish a prina facie case

of obvi ousness for product-by-process clainms.! However, we
determ ne, for reasons noted above, that the exam ner’s broad
conclusionary statenents sinply do not establish that the
cited prior art discloses a product that can reasonably be
said to be either identical with or only slightly different

t han the product of the appeal ed product-by-process clains.

See In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA

1980) .
For the foregoing reasons, we find that the exam ner has

not established a prima facie case of obviousness on this

record.

CONCLUSI ON

In re Fessman, 489 F.2d 742, 744, 180 USPQ 324, 326 (CCPA
1974).
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The decision of the examner to reject clains 16-24 and

35 wunder 35 U S.C. 8§ 103 as bei ng unpatentabl e over Kowal sk

is reversed.

REVERSED

EDWARD C. KIM.I N
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge

JEFFREY T. SM TH
Adm ni strative Patent Judge
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