The opinion in support of the decision being
entered today was not witten for publication
and is not binding precedent of the Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GLENN J. LEEDY

Appeal No. 1998-2422
Appl i cation 08/ 488, 380!

ON BRI EF

Bef ore THOVAS, BARRETT, and LEVY, Adninistrative Patent
Judges.

BARRETT, Adninistrative Patent Judge.

! Application for patent filed June 7, 1995, entitled
(as anended in Paper No. 7) "Electro-Mgnetic Lithographic
Al i gnment Method," which is a continuation of Application
08/ 315,905, filed Septenber 30, 1994, now U.S. Patent
5, 869, 354, issued February 9, 1999, which is a division of
Application 07/865,412, filed April 8, 1992, now U. S. Patent
5, 354, 695, issued COctober 11, 1994.
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clains 77-88.
W reverse.

BACKGROUND

The di scl osed invention relates to a nmethod and appar at us
for aligning a nenbrane |ithographic fabrication tool as
described in the specification at page 76, line 29, to
page 83, line 3, with respect to figures 28a, 28b, 29I, 29m
29n, 29p, 30, and new figures 33-35.

Claim 77 is reproduced bel ow.

77. A nmethod of aligning a nmenbrane |ithographic
fabrication tool conprising a | owstress deposited
dielectric layer to a sem conductor substrate to be

exposed by the tool, conprising the steps of:

providing a first conductive coil pattern on a
surface of the sem conductor substrate;

applying electrical current to the first coi
pattern;

provi di ng a second conductive coil on a surface
of the tool capable of sensing an el ectro-nmagnetic
field;

sensing an electro-magnetic field generated by
the first coil in the second coil; and

aligning the tool according to the signal sensed
by the second coil.



Appeal No. 1998- 2422
Appl i cation 08/ 488, 380

The Exam ner relies on the follow ng references:

Keogh et al. (Keogh) 5,008, 619 April 16, 1991
Leedy 5, 580, 687 Decenber 3, 1996

Clains 77-80 and 83-882 stand rejected under the
judicially created doctrine of obviousness-type double
patenting over clains 3-5, 10, and 11 of Leedy.

Clainms 77-88% stand rejected under 35 U.S.C. 8 103(a) as
bei ng unpat ent abl e over Keogh and common know edge in the art.
W refer to the Final Rejection (Paper No. 19) (pages

referred to as "FR__") and the Exam ner's Answer (Paper

No. 22) (pages referred to as "EA_ ") for a statenent of the
Exam ner's position, and to the Brief (Paper No. 21) (pages
referred to as "Br__") and the Reply Brief (Paper No. 23)

(pages referred to as "RBr _ ") for a statenment of Appellant's

argunents thereagainst. The Exam ner noted entry and

2 The Exami ner's Answer, page 3, rejects clains 77-88.
However, the Final Rejection (Paper No. 19) only rejects
clainms 77-80 and 83-88. Thus, clains 81 and 82 are not
considered to be rejected.

3 The Exami ner's Answer, page 3, rejects clains 77-80.
This is considered to be an inadvertent error because the
Final Rejection (Paper No. 19) rejects clainms 77-88 and the
Exam ner does not indicate that the rejection of clains 81-88
is w thdrawn.
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consideration of the Reply Brief, but did not present any
further reasons (Paper No. 24).
OPI NI ON

Doubl e Pat enti ng

Appel | ant argues that the double patenting rejection over
Leedy, U S. Patent 5,580,687 ('687 patent), is inproper by
reason of estoppel because of the restriction requirenent in
the ultimte parent Application 07/865,412 (' 412 application)
to both the '687 patent and this application (Br3; RBrl).
Copies of the original clainms and the restriction requirenent
in the '412 application are submtted with the Response (Paper
No. 18) filed August 13, 1997. Appellant argues (Br3):

Note that Cl ainms 45 and 46, corresponding to the clains

of the present application, are grouped with Goup |IX

and that C ains 69-74, corresponding to the clains of the

'687 patent are grouped with Goup XI. The Patent Ofice

has therefore previously nade a determ nation, relied

upon by applicant, that the present invention and the
invention of the '687 patent are indeed patentably

di stinct.

The Exam ner does not answer this argunment. The Exam ner
concludes that clains 77-80 are obvious over clains 3-5 of the
' 687 patent because they are broader than and enconpass the
subject matter of clainms 3-5, and that clains 83-88 are

obvi ous over clains 3-5, 10, and 11 of the ' 687 patent because
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they are broader than and enconpass the subject matter of
clains 3-5, 10, and 11 (FR2-3; EA3).

It is manifest that clainms 77-80 and 83-88 are obvi ous
over clainms 3-5, 10, and 11 of the '687 patent because
claims 3-5, 10, and 11 of the '687 patent contain all the
limtations of clains 77-80 and 83-88 plus additional
l[imtations. However, this does not answer Appellant's
argunent about the estoppel effect of the restriction
requirenent.

Section 121, third paragraph, (section 121[3]) of
35 U.S.C. provides that where the Patent and Trademark O fice
(PTO requires restriction, the patent of either the parent or
any divisional application thereof conformng to the
requi renent cannot be used as a reference against the other.
Section 121[3] effects a formof estoppel that shields the
applicant fromhaving to prove the correctness of the
restriction requirenment in order to preserve the patentability

of a divisional application. See Studi engesellschaft Kohle

nmbH v. Northern Petrochenical Co., 784 F.2d 351, 357-61

228 USPQ 837, 842-45 (Fed. Gir. 1986) (Newnan, J.

concurring). Section 121[3] will not apply to renove the
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patent as a reference where the principle of consonance
(maintaining a line of demarcation) is violated. See Synbol

Technologies Inc. v. Opticon Inc., 935 F.2d 1569, 1579,

19 USPQd 1241, 1249 (Fed. Gr. 1991). Because of section
121[ 3], the PTO bears a heavy burden to guard agai nst

erroneous requirenents for restriction. See Manual of Patent

Exanmi ni ng Procedure 8§ 804.01 (5th ed., Rev. 14, Nov. 1992).

Here, there is no assertion that Appellant has violated
the principle of consonance by anending the clains so as to
bring them back over the line inposed by the restriction
requirenent. It is clear that clains 77 and 83 correspond to
claims 45 and 46* in the '412 application. Nor has the
Exam ner argued that the restriction requirenent was inposed
inerror. It is not clear that we would have the authority to
review the correctness of the restriction requirenent or do
anything about it even if it was in error. See

St udi engesel | schaft, 784 F.2d at 360, 228 USPQ at 844.

Because of the restriction requirenent in the '412

application, 35 U.S.C. 8 121[3] precludes application of the

“ It is presuned that claim46 was intended to depend on
claimd45 rather than claimb5
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'687 patent in an obviousness-type doubl e patenting rejection.
Accordingly, the rejection of clains 77-80 and 83-88 is

rever sed

Qbvi ousness

Keogh di scl oses a systemfor determning the relative
position of a first object with respect to a second object
using electrical detection of registration (abstract). The
regi stration can be used during the manufacture of nulti-I|ayer
printed circuit boards (PCBs), but is not limted to that
particul ar application (col. 6, lines 6-11). A first
conductive pattern (called a "driver coil,"” col. 6, line 21)
on one layer is driven with an alternating current at a
suitable frequency and is noved relative to a second
conductive pattern on a second | ayer (abstract). Voltage
i nduced in the second pattern by the electromagnetic field of
the first pattern is detected and indicates the positional
rel ati onship between the first and second conductive patterns
(abstract). Thus, the clained nethod and apparatus for
detecting the positional relationship between two | ayers using

conductive coils is expressly taught in Keogh.
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The Examiner's position is as follows (FR5):

Keogh conceptual |y di scl oses the sane cl ai ned i nvention

except for its use for lithographic fabrication tool.

Artisan having ordinary skill in the art would sel ect

such system for any tool adjustnent on the basis of its

suitability for the intended use as a matter of obvious
engi neering design selection. Consequently, it would
have been obvious to one having ordinary skill in the art
at the tinme the invention was nmade to use the device of

Keogh to align the fabrication tool since it was known in

the art to align any tool by passing current into one

coil and detecting the respective nmagnetic field in other
coil as taught by Keogh.

Appel | ant argues that "Keogh's nethods are not conpatible
with the nethods of the present invention nor is it obvious
t hat Keogh's apparatus could be scal ed down to the m croscope
[sic] feature size required for application to |ithography”
(Br4).

The Exam ner does not respond to this argunent.
Nevert hel ess, we are not persuaded by the argunent because
Appel | ant provi des no reasons why Keogh is inconpatible with
the clained subject matter and, in fact, there appears to be
no difference between the coils and detection system of Keogh
and the clained invention other than the size necessary to
provi de the appropriate positional accuracy. Appellant has

not stated why one of ordinary skill in the art would not have

considered it obvious to scale the coils in Keogh down to the
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appropriate size for positioning of a lithography tool. In
our opinion, one of ordinary skill in the art would have had
sufficient know edge to recogni ze the applicability of the
systemin Keogh to the positioning of objects other than PCB
| ayers.

Appel  ant argues that "[n]ot taught or suggested in Keogh
are the el ectronic sense anps needed to accurately sense the
small currents and fields of the present invention or the
necessity that the sense el ectronics be part of the nmenbrane
mask in order to ensure that sensing can be effected" (Br4)
and that "Clains 77 and 83 both, either explicitly or
inplicitly, call for sensing circuitry as part of the
I'ithography tool" (Brb5).

The Exam ner does not respond to this argunent. In
particul ar, the Exam ner does not address the l[imtation of "a
control logic unit nounted on the nenbrane” in claim83.
However, we do not base our decision on this [imtation. It
is noted that nethod claim 77 does not expressly or inpliedly
require the sensing circuitry to be part of the lithography

t ool .
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Appel | ant argues that the suitability of Keogh for
alignment of PCB | ayers does not meke that system suitable for
I ithography tool alignment in sem conductor manufacture
because the alignnent tol erances required for sem conductor
manuf acture are at |east two orders of magnitude smaller than
for multi-layer PCB fabrication (Br4).

The Exam ner does not respond to this argunent.
Nevert hel ess, we are not persuaded by the argunent because
Appel | ant provi des no reason why one of ordinary skill in the
art woul d not have considered it obvious to scale the coils in
Keogh down to the appropriate size for positioning of a
ithography tool. Since there is no difference between the
coils and detection system of Keogh and the claimed invention
other than the size needed for the appropriate positioning
accuracy, we do not see how the teachings of Keogh can be
consi dered i nappropriate for a |lithographic positioning tool.

Appel | ant argues that because small coils are required
for sem conductor manufacture, the |ithographic tool nust be
inintimte contact with the wafer and the coils on the wafer,
and that conventional prior art lithographic tools require

hi gh vacuum pressure to achieve intimte contact which does
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not allow for novenent of the |ithographic tool and the wafer
relative to one another (Br4). It is argued that the
sem conduct or nenbrane technol ogy of the present invention
allows intimate contact under very light pressure (Br4-5).
That is (RBr2):
The present inventor pioneered and is alone in the
inorganic dielectric nmenbrane art. The use of this
menbrane art in conbination with the clained
el ectromagneti c sensing nmethod to achi eve |ithographic
alignment is necessarily novel. The apparatus clains are
novel in the material that the apparatus is fabricated
from (sem conductor nenbrane), it is novel in the intent
of the application (lithography), it is novel in the use
of sensing electronics integrated as part of the
menbrane, and it is novel in the way it achieves
mechani cal proximty to the surface of the substrate (Il ow
stress flexible nmenbrane).
It is argued, with respect to the nmethod clains, that a
menbrane |ithographic fabrication tool permts intimte
contact to be achieved under very slight pressure (RBr2). The
Exam ner does not respond to these argunents about the novelty
of the menbrane |ithographic fabrication tool, but only
addresses the obvi ousness of applying the alignnent system of
Keogh to a conventional |ithographic fabrication tool (EA4).
The argunent that the conbination of a novel materi al
(sem conduct or nmenbrane) with the sensing nethod is novel is

persuasi ve. The preanble of nethod claim77 recites a
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"menbrane |ithographic fabrication tool conprising a

| ow-stress deposited dielectric layer” and since the body of
the clains recites "providing a second conductive coil on a
surface of the tool," the preanble limtations about the tool
are incorporated into the body of the claim Apparatus
claim83 recites a "nenbrane conprising a | owstress deposited
dielectric layer." These nenbranes are argued to be novel and
t he Exam ner has not shown otherw se. Thus, even if the

al i gnnent apparatus and nmet hod are known, the cl ai med subj ect
matter as a whol e has not been shown to be nonobvious. Cf. In
re Ochiai, 71 F.3d 1565, 1569-70, 37 USPQ@d 1127, 1131 (Fed.
Cr. 1995) (use of a new starting material in an old process

i s nonobvious). For this reason, the rejection of clains 77-

88 i s reversed.
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CONCLUSI ON

The rejection of clains 77-80 and 83-88 under
obvi ousness-type double patenting is reversed.

The rejection of clainms 77-88 under 35 U S.C. 8§ 103(a) is

reversed
REVERSED

JAMES D. THOWAS )
Adm ni strative Pat ent Judge )

BOARD OF PATENT
LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES

STUART S. LEVY
Adm ni strative Patent Judge
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M chael J. Ure

BURNS, DOANE, SWECKER & NMATH' S, L.L.P.
P. O. Box 1404

Al exandria, VA 22313-1404



