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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 6 through 21. dains 1 through 5 have

been confirnmed.

We AFFI RM | N- PART, however, for reasons expl ained infra,
we denom nate the affirmance part of this decision a new
ground of rejection under 37 CFR 8 1.196(b). In addition, we
enter other new grounds of rejection pursuant to 37 CFR §

1. 196(b).

BACKGROUND

The appellant's invention relates to a nethod of
progressive jackpot twenty-one. An understanding of the
i nvention can be derived froma reading of exenplary claim6®,

which is reproduced in the opinion section bel ow

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:
Scarne, John "Chapter 2 Draw Poker and Chapter 3 Stud Poker™”

Scarne's Encycl opedia of Ganes, Harper & Row (1973) pp. 6-53
(Rul es of Poker)
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Scarne, John "Chapter 16 Banking Card Ganes" Scarne's
Encycl opedi a of Ganes, Harper & Row (1973) p. 286 (Pontoon)

Scarne, John "Chapter 20 M scel |l aneous Card Ganes" Scarne's
Encycl opedi a of Ganes, Harper & Row (1973) p. 381 (Three-In-
One)

Big Field Rules and Directions? (Big Field)

Ref erence nmade of record by this panel of the Board is:

Tri poley, "How to Play," Cadaco, Inc., 1968 (Tri pol ey)

Clains 6 and 14 stand rejected under 35 U.S.C. § 102(b)

as being anticipated by Rul es of Poker.

Clainms 6 and 14 stand rejected under 35 U.S.C. 8§ 102(b)

as being anticipated by Three-In-0One.

Clains 6 and 14 stand rejected under 35 U.S.C. § 102(b)

as being anticipated by Big Field.

2 A declaration of JimKilby dated May 9, 1995, was
utilized by the exam ner as averring the date of this
publication as circa Septenber 1984.
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Claims 6 through 21 stand rejected under 35 U.S.C. §

102(b) as being anticipated by Pontoon.

Cains 7 through 13 and 15 through 21 stand rejected
under 35 U . S.C. 8 103 as being unpatentable over Big Field in

vi ew of Pont oon.

Clains 6 and 14 stand rejected under 35 U.S.C. 8§ 103 as

bei ng unpat ent abl e over Rul es of Poker.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 19, mailed March 17, 1998) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 18, filed January 28, 1998) and reply brief
(Paper No. 22, filed August 24, 1998) for the appellant's

argunent s t her eagai nst.

OPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

Bef ore addressing the exam ner's rejections based upon
prior art, it is an essential prerequisite that the clained
subject matter be fully understood. Analysis of whether a
claimis patentable over the prior art under 35 U.S.C. 88 102
and 103 begins wth a determ nation of the scope of the claim
The properly interpreted claimnmust then be conpared with the
prior art. Claiminterpretation nust begin with the | anguage

of the claimitself. See Smthkline D agnostics, Inc. v.

Hel ena Laboratories Corp., 859 F.2d 878, 882, 8 USPQd 1468,

1472 (Fed. Cir. 1988). Accordingly, we will initially direct
our attention to appellant's clains 6 and 14 to derive an

under st andi ng of the scope and content thereof.

Claim6 recites:
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A net hod of including a jackpot conponent in a live
casi no table game conprising the steps of:
(a) a player wagering at |east one first gamng token to
participate in the live casino table gane,
(b) a player wagering at |east one second ganing token to
participate in the jackpot conponent,
(c) a dealer dealing a hand of playing cards to the
pl ayer,
(d) if the player's hand conpri ses a predeterm ned
arrangenent of cards, the player wins a predeterm ned
fi xed anmount.

Claim14 recites:

A net hod of including a jackpot conponent in a live
casi no tabl e ganme conprising the steps of:
(a) a player wagering at |east one first gamng token to
participate in the live casino table gane,
(b) a player wagering at |east one second ganing token to
participate in the jackpot conponent,
(c) a dealer dealing a hand of playing cards to the
pl ayer,
(d) if the player's hand consists of a predeterm ned
arrangenent of cards, the player wins a predeterm ned
fi xed anmount .

The appellant argues in the brief (1) that the nethod
steps nust be interpreted pursuant to 35 U.S.C. 8§ 112, sixth
par agraph, (pp. 4-6); (2) that the prior art does not neet the
requi red order of steps (pp. 13-14); and (3) the neaning of

the phrase "live casino table ganme" (pp. 14-19).
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35 U.S.C. 8§ 112, sixth paragraph, in effect provides that
an elenent in a conbination nethod or process claimmy be
recited as a step for performng a specified function w thout
the recital of acts in support of the function. Being drafted

with the perm ssive "nmay," the statute does not require that
steps in a nmethod claimbe drafted in step-plus-function form
but rather allows for that form A step for acconplishing a
particular function in a process claimnay be clainmed w thout
i nvoki ng section 112, paragraph 6. Thus, it is inappropriate
to construe every process claimcontaining steps described by

an "ing" verb, such as wagering, winning, etc. into a

step-plus-function limtation. See OI. Corp. v. Tekmar Co.,

115 F. 3d 1576, 1583, 42 USPQRd 1777, 1782 (Fed. Cir. 1997).

Applying the rationale set forth in O1l. Corp. to the

steps recited in clainms 6 and 14, we conclude that the recited
steps are not step-plus-function limtations subject to the
requirenents of 35 U.S.C. 8§ 112, sixth paragraph. In that

regard, as in Ol. Corp. the clained steps of wagering,

dealing and wi nning are not individually associated in the
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claims with functions performed by the steps of wageri ng,

deal i ng or w nni ng.

As stated in Ex parte Jackman, 44 USPQ 171, 173 (Bd. App.

1938) :

[i]t has frequently been held in connection with clains

of this type [nethod clains] that there is no presunption

of any def!nitg sequence unless the clains are so limted
as to require it.

Appl yi ng the above-noted principle set forth in Jackman
to the steps recited in clains 6 and 14, we concl ude t hat
clainms 6 and 14 require the specific sequence of steps to be
performed in the order indicated. W reach this concl usion
based upon the follow ng factors: (1) a sequence of steps is
i ndi cated by the appellant's use of (a), (b), (c) and (d); (2)
the recitations that a player wagers "at |east one first
gam ng token to participate in the live casino table gane"” and
wagers "at | east one second gam ng token to participate in the
j ackpot conponent” indicates a specific order; and (3) the

recitation in step (d) that if the player's hand conprises or

consi sts of "a predeterm ned arrangenent of cards, the player
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wins a predeterm ned fixed anount” indicates that this step is
preceded by step (c) (i.e., the step of "dealing a hand of

pl aying cards to the player").

It is axiomatic that clainms in reexam nation proceedi ngs
are to be given their broadest reasonable interpretation

consistent with the specification. [In re Yamanoto, 740 F.2d

1569, 1571, 222 USPQ 934, 936 (Fed. Cir. 1984). Wen so read,
t he neaning of the phrase "live casino table ganme" neans a
typi cal casino or cardroomtable gane such as poker or Twenty-
One.®* W note, however, that the clainmed nmethod does not

require the steps to be performed in a casino.

Wth these understandings of the subject matter recited
inclains 6 and 14, we turn to the rejections raised by the

exam ner .

® Wiile the patent under reexani nation only describes the
game Twenty-One, it does refer to U S. Patent No. 4,861, 041,
whi ch describes the invention as being applied to a typica
casi no or cardroom tabl e gane such as poker or Twenty-One.
See colum 1, line 12, to colum 2, line 9, of U S. Patent No.
4,861, 041
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Rej ecti ons based upon Rul es of Poker

W will not sustain the rejection of clains 6 and 14
under 35 U.S.C. § 102(b) as being anticipated by or under 35
U S C

8§ 103 as unpatentabl e over Rul es of Poker.

W agree with the appellant's argunents that Rul es of
Poker does not anticipate or render obvious the subject matter
of claiml1 (brief, pp. 7-10 and 25). 1In that regard, it is
our determ nation that Rules of Poker does not teach or
suggest the following elenents of clains 6 and 14 for the
reasons set forth by the appellant in the brief: (1) including
a jackpot conponent in a live casino table gane; (2) a player
wageri ng at | east one second gam ng token to participate in
the jackpot conponent; and (3) if the player's hand conprises

or consists of a predeterm ned arrangenent of cards, the

pl ayer wins a predeterm ned fixed anount.

Rej ecti ons based upon Big Field
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W will not sustain the rejection of clains 6 and 14
under 35 U. S.C. § 102(b) as being anticipated by Big Field or
the rejection of clains 7 through 13 and 15 through 21 under
35 U S.C 8§ 103 as unpatentable over Big Field in view of

Pont oon.

We agree with the appellant's argunment (brief, pp. 19-20
and reply brief, pp. 5-8) that Big Field is not prior art. 1In
that regard, it is our determination that clearly Big Field
was printed/ published on or after Septenber 1991 for the
reasons outlined by the appellant. |In addition, the
declaration of JimKilby dated May 9, 1995, does not establish
a date of printing/publication of Big Field prior to Septenber
1991. Wile the declaration of JimKilby nay establish that
the gane of "big field" existed in 1984, it fails to establish
that the publication Big Field, relied upon by the exam ner,

existed prior to the critical date (i.e., July 5, 1988).4

“In a reexam nation proceeding, only patents and printed
publications nay be utilized in rejections under 35 U.S.C. §
102 or § 103. 35 U.S. C. 8§ 301-303.
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Rej ecti on based upon Pont oon
W will not sustain the rejection of clains 6 through 21

under 35 U. S.C. 8 102(b) as being anticipated by Pontoon.

W agree with the appellant's argunents that Pontoon does
not antici pate the subject matter of clainms 6 and 14 (brief,
p. 21 and reply brief, pp. 10-13). |In that regard, it is our
determi nation that Pontoon does not teach or suggest the
follow ng el ement of claim6 and 14 for the reasons set forth
by the appellant in the brief and reply brief: a player
wagering at | east one second gam ng token to participate in
t he jackpot conponent after wagering at | east one first gam ng
token to participate in the |live casino gane. |In Pontoon, a
single wager (i.e., the initial bet, the doubling of the bet,
or the redoubling of the bet) permts the player to
participate in both the Iive casino gane (i.e., Black Jack)

and the jackpot conponent (i.e., the bonus paynents).

Rej ecti on based upon Three-In-One
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We sustain the rejection of clains 6 and 14 under 35

US C 8§ 102(b) as being anticipated by Three-In-One.

The teachings of Three-In-One are set forth on pages 12-

13 of the brief.

We agree with the appellant's argunent (brief, pp. 13-14)
that the examner's rationale in applying Three-In-One with
regard to clainms 6 and 14 (answer, p. 6) does not provide
correspondence with the subject matter of clains 6 and 14
since the examner's interpretation of the claimignored the
requi red order of steps. However, it is our determ nation
that Three-In-One does anticipate® clains 6 and 14 since the
requi red order of steps is present in Three-In-One for the

reasons set forth bel ow

®* Aclaimis anticipated only if each and every el enment as
set forth in the claimis found, either expressly or
i nherently described, in a single prior art reference.
Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 631, 2
UsPQ2d 1051, 1053 (Fed. Cir.), cert. denied, 484 U S. 827
(1987) .
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Three-1n-One discloses a card gane in which a hand has
three stages.® Three-In-One also discloses that the initia
hand is foll owed by subsequent hands (having the sane three
stages) until the gane breaks up. Three-In-One teaches that
when the gane breaks up and there are still chips (i.e.,
gam ng tokens) left in any of the |ayouts, a round of cold
hands in poker is dealt with the winner taking all the chips
on the board. Thus, the Three-In-One card gane enconpasses

mul ti pl e hands.

Clainms 6 and 14 read on Three-In-One as foll ows:
A net hod of including a jackpot conponent (stage one of Three-
In-One) in a live casino table gane (stage 2 of Three-1n-0One
since poker is a live casino gane) conprising the steps of:
(a) a player wagering at |east one first gam ng token to
participate in the live casino table gane (in stage two
of the first hand of Three-In-One the player nust put a

chip in the pot),

® The three stages are as follows: the first stage is
coll ecting on the sequence card(s), the second stage is a
round of cl osed poker, and the third stage is a ganme of
M chi gan.
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(b) a player wagering at |east one second gani ng token to
participate in the jackpot conponent (at the start of the
second hand of Three-In-One the player nust ante a total
of six chips on the [ayout, one chip next to the ace,
jack and ten, two chips next to the king-queen

conbi nation, and one chip next to the sequence of seven,
ei ght and ni ne),

(c) a dealer dealing a hand of playing cards to the

pl ayer (the deal er deals the second hand to the player),
(d) if the player's hand conprises/consists of a
predet erm ned arrangenent of cards, the player wins a
predeterm ned fixed anobunt (in stage one of the second
hand of Three-In-One if the player's hand contains any of
the predeterm ned arrangenent of cards set out on the

| ayout (e.g., the king-queen conbination), the player

wins all the chips associated therew th).

The appellant's argunment (brief, pp. 14-19) that Three-
In-One is not a casino game i s unpersuasive since it is not
comrensurate in scope with the clained invention. 1In that

regard, the clains only require that a jackpot conponent be
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included in a live casino table gane. The clains do not
require the nethod to be preforned in a casino. Since poker
is alive casino table gane, stage 1 of Three-In-One adds a

j ackpot conponent to a live casino table gane.

New grounds of rejection

l. In view of the fact that our rationale for affirmng the
rejection based on Three-In-One under 35 U.S.C. § 102(b) is
different fromthat applied by the exam ner, we denom nate the
affirmance of this rejection a new ground of rejection under

37 CFR § 1.196(b).

Il1. Cains 6 and 14 are rejected under 35 U S.C. §8 103 as

bei ng unpat ent abl e over Tri pol ey.

Clainms 6 and 14 read on Tripoley as follows:
A nmet hod of including a jackpot conponent (pay cards of
Tripoley) in a live casino table gane (poker of Tripoley since
poker is a live casino gane) conprising the steps of:

(a) a player wagering at |east one first gam ng token to

participate in the live casino table gane (each pl ayer at
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the start of each hand in Tripoley nust put a chip in the
pot ),

(b) a player wagering at |east one second ganing token to
participate in the jackpot conmponent (each player at the
start of each hand in Tripoley nmust put one chip next to
each of the ace, king, queen, jack, ten, the king-queen
conbi nation, and the sequence of eight, nine and ten
(i.e., the pay cards of Tripoley)),

(c) a dealer dealing a hand of playing cards to the

pl ayer (the deal er deals the hand to the pl ayer),

(d) if the player's hand conprises/consists of a
predet erm ned arrangenent of cards, the player wins a
predeterm ned fixed amount’” (in the hearts portion (i.e.,
pay cards) of Tripoley if the player's hand contains any
of the predeterm ned arrangenent of cards (i.e., the ace,
ki ng, queen, jack, ten, the king-queen conbination, or

t he sequence of eight, nine and ten), the player w ns al

the chi ps associ ated therew th).

T 1d.
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Based on our analysis and review of Tripoley and clains 6
and 14, it is our opinion that the only difference® is the
limtation that the player wagers at | east one second gam ng
token to participate in the jackpot conponent after having
wagered at |east one first gamng token to participate in the
live casino table gane. Tripoley only teaches that the
wagering to participate in the jackpot conponent (i.e,
hearts/ pay cards) and the live casino table gane (i.e., poker)
takes place prior to dealing the hand. Thus, Tripoley is

silent as to the relative order of betting.

Wth regard to this difference, we reach the concl usion

that it would have been prima facie obvious® to one of

ordinary skill in the art at the tinme the invention was nade

8 After the scope and content of the prior art are
determ ned, the differences between the prior art and the
clainms at issue are to be ascertained. Gahamyv. John Deere
Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

® The concl usi on of obvi ousness nay be nade from "conmon
knowl edge and common sense" of the person of ordinary skill in
the art (see In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545,
549 (CCPA 1969)). Moreover, skill is presuned on the part of
those practicing in the art. See In re Sovish, 769 F.2d 738,
743, 226 USPQ 771, 774 (Fed. G r. 1985).
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to bet the chip for poker prior to betting the chips for
heart s/ pay cards since the order of betting (placing each

pl ayers chips in the respective area (e.g., pot, kitty, etc.))
woul d have been recogni zed by one of ordinary skill in the art

as being a matter of choice for the player.

[1l1. Cainms 9 and 17 are rejected under 35 U. S.C. § 103 as

bei ng unpatentabl e over Tripoley in view of Three-In-QOne.

Clains 9 and 17 depend respectively fromclains 6 and 14

and add to their parent claimthe limtation that "the

predet erm ned arrangenent of cards includes at |east one 7."

We reach the conclusion that it woul d have been further

prima facie obvious to one of ordinary skill in the art at the
tinme the invention was nade to replace Tripoley's pay sequence
of eight, nine and ten with the known alternative pay sequence

of seven, eight and nine taught by Three-In-One.
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CONSI DERATI ON OF EVI DENCE OF NONOBVI OQUSNESS
Havi ng arrived at the conclusion that the teachings of

the prior art are sufficient to establish a prinma facie case

of obviousness wth respect to the new grounds of rejection
set forth above, we recognize that the evidence of

nonobvi ousness submtted by the appellant nust be consi dered
en route to a determ nation of obvi ousness/nonobvi ousness
under 35 U. S. C

§ 103. See Stratoflex Inc. v. Aeroquip Corp., 713 F.2d 1530,

218 USPQ 871 (Fed. Gir. 1983). Accordi ngly, we consider anew
the i ssue of obviousness under 35 U.S.C. § 103, carefully
eval uating therewith the objective evidence of nonobvi ousness

supplied by the appellant. See In re QCetiker, 977 F.2d 1443,

1445- 46, 24 USPQRd 1443, 1444-45 (Fed. Cr. 1992); In re

Pi asecki, 745 F.2d 1468, 223 USPQ 785 (Fed. Cir. 1984).

In this case the appellant has directed our attention to
t he evi dence of nonobvi ousness as set forth on pages 25-28 of
the brief. W do not believe that the evidence establishes

copyi ng of the subject matter of clains 6, 9, 14 and 17 or
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commer ci al success of the invention recited in clains 6, 9, 14

and 17.

Wth regard to copying, the evidence fails to establish
that the subject natter of either clainms 6, 9, 14 or 17 was
copied. W note additionally that nore than the nere fact of
copying is necessary to make that action significant because
copying may be attributable to other factors such as a | ack of
concern for patent property or contenpt for the patentee's

ability to enforce the patent. See Cable Elec. Prods, Inc. v.

Genmark, Inc., 770 F.2d 1015, 1028, 226 USPQ 881, 889 (Fed.

Cir. 1985). Alleged copying is not persuasive of
nonobvi ousness when the copy is not identical to the clainmed
product, and the other manufacturer had not expended great

effort to develop its own solution. See Pentec, Inc. V.

G aphic Controls Corp., 776 F.2d 309, 317, 227 USPQ 766, 771

(Fed. Cir. 1985). See also Vandenberg v. Dairy Equip. Co.

740 F.2d 1560, 1567, 224 USPQ 195, 199 (Fed. Cr
1984) (evi dence of copying not found persuasive of

nonobvi ousness) and Panduit Corp. v. Dennison Mg. Co., 774

F.2d 1082, 1099, 227 USPQ 337, 348-49 (Fed. Cr. 1985),
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vacated on other grounds, 475 U. S. 809, 229 USPQ 478 (1986),

on remand, 1 USPQ2d 1593 (Fed. Cr. 1987)(evidence of copying
found persuasi ve of nonobvi ousness where admtted infringer
failed to satisfactorily produce a solution after ten years of

effort and expense).

Wth regard to conmercial success, the evidence does not
provi de any data concerning the market share of the subject
matter of clainms 6, 9, 14 and 17. Al though the evidence
certainly indicates that nmany dollars have been generated in
revenue, it provides no indication of whether this represents
a substantial quantity in this market. Qur review ng court
has noted in the past that evidence related solely to the
nunber of units sold provides a very weak show ng of

commerci al success, if any. See In re Huang, 100 F.3d 135,

137, 40 USPQ2d 1685, 1689 (Fed. Cir. 1996); Cable El ec.

Prods., Inc. v. Genmark, Inc., 770 F.2d 1015, 1026-27, 226

USPQ 881, 888 (Fed. Cr. 1985) (finding that sales of 5
mllion units represent a mnimal show ng of comerci al
success because "[without further economc evidence . . . it

woul d be inproper to infer that the reported sales represent a
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substanti al share of any definable market"); see also In re

Baxter Travenol Lab., 952 F.2d 388, 392, 21 USPQd 1281, 1285

(Fed. Cir. 1991) ("[I]nformation solely on nunbers of units
sold is insufficient to establish conmercial success.");

Kansas Jack, Inc. v. Kuhn, 719 F.2d 1144, 1151, 219 USPQ 857,

861 (Fed. Cir. 1983) (determ nation of obvi ousness not
erroneous where evi dence of conmercial success consisted
solely of nunber of units sold and where no evi dence of
nexus). On the basis of the limted information provided, we
conclude that the appellant has failed to establish comerci al

Success.

Even assum ng that the appellant had sufficiently
denonstrated comerci al success, that success is relevant in
t he obvi ousness context only if it is established that the
sales were a direct result of the unique characteristics of
the clained invention, as opposed to other econom c and
comrercial factors unrelated to the quality of the cl ai ned

subject matter. See Cable Elec., 770 F.2d at 1027, 226 USPQ

at 888. In other words, a nexus is required between the sales

and the nerits of the clainmed invention. |In proceedings
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before the Patent and Trademark O fice, an appellant nust show
that the clainmed features were responsible for the commerci al
success of an article if the evidence of nonobviousness is to
be accorded substantial weight. Merely showi ng that there was
conmer ci al success of an article which enbodi ed the invention

is not sufficient. See Ex parte Remark, 15 USPQd 1498,

1502-03 (Bd. Pat. App. & Inter. 1990). Conpare Denmaco Corp.

v. F. Von Langsdorff Licensing Ltd., 851 F.2d 1387, 7 USPQd

1222 (Fed. Cir.), cert. denied, 488 U S. 956 ( 1988). See

also Pentec, Inc. v. Graphic Controls Corp., 776 F.2d 309, 227

USPQ 766 (Fed. Cir. 1985) (conmercial success nmay have been
attributable to extensive advertising and position as a market
| eader before the introduction of the patented product); In re
Fielder, 471 F.2d 640, 176 USPQ 300 (CCPA 1973) (success of

i nvention could be due to recent changes in related technol ogy
or consuner demand; here success of clained voting ball ot
could be due to the contenporary drive toward greater use of

aut omat ed data processing techniques).

The appellant has failed to submt any factual evidence

that woul d denonstrate the required nexus between the clained
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i nvention and the evidence of comrercial success. In sum the
appel l ant sinply has not carried his burden to establish that
a nexus exi sted between any comercial success and the novel
features clainmed in the application (i.e., clains 6, 9, 14 and

17).

In the final analysis, evidence of nonobvi ousness,
al t hough being a factor that certainly nust be considered, is

not necessarily controlling. See Newell Conpanies, lnc. V.

Kenney Manufacturing Co., 864 F.2d 757, 768, 9 USPQ2d 1417,

1426 (Fed. Cir. 1988).

In view of the foregoing, we are satisfied that when al
the evidence and argunents are consi dered, the evidence of
nonobvi ousness fails to outwei gh the evidence of obvi ousness

as in R chardson-Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 44

UsPQ2d 1181 (Fed. G r. 1997) and EWP Corp. v. Reliance

Universal, Inc., 755 F.2d 898, 225 USPQ 20 (Fed. G r. 1985).

Accordi ngly, we conclude that clains 6, 9, 14 and 17 woul d

have been obvi ous under 35 U. S.C. 8 103 as set forth above.



Appeal No. 98-2255 Page 26
Application No. 90/003, 842



Appeal No. 98-2255 Page 27
Application No. 90/003, 842

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 6 and 14 under 35 U.S.C. § 102(b) as being anticipated
by Rul es of Poker is reversed; the decision of the examner to
reject clains 6 through 14 under 35 U S.C. 8§ 102(b) as being
antici pated by Three-In-One is affirned, however, for reasons
expl ai ned supra, we have denomi nated this affirnance a new
ground of rejection under 37 CFR 8 1.196(b); the decision of
the examiner to reject clains 6 and 14 under 35 U. S.C. §
102(b) as being anticipated by Big Field is reversed; the
deci sion of the examner to reject clainms 6 through 21 under
35 U.S. C
8§ 102(b) as being anticipated by Pontoon is reversed; the
deci sion of the examner to reject clainms 7 through 13 and 15
t hrough 21 under 35 U. S.C. § 103 as bei ng unpat ent abl e over
Big Field in view of Pontoon is reversed; and the decision of
the examner to reject clainms 6 and 14 under 35 U S.C. 8§ 103
as being unpatentabl e over Rules of Poker is reversed. In
addi ti on, new grounds of rejection of clains 6, 9, 14 and 17
under 35 U.S. C

8 103 have been added pursuant to provisions of 37 CFR
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§ 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203
Off. Gaz. Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR §
1.196(b) provides that, "A new ground of rejection shall not

be consi dered final for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. .

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWFCORD
Adm ni strative Patent Judge

N N N N N N N N N N N N N
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