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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 2
t hrough 11.

The disclosed invention relates to a process for
detecting small irregularities on a conducting surface, and to
a process for high-resolution neasurenent of inpedance and

non- honogeneities in a surface.
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Claims 9 and 11 are illustrative of the clainmed invention
and they are appended to this decision.

Clainms 2 through 11 stand rejected under the first
paragraph of 35 U . S.C. 8§ 112 for |ack of enablement. The
exam ner’s rejection (Answer, pages 3 and 4) is as follows:

There is one and only one approach to extracting
the surface (three-dinensional) distribution of
val ues as described in the specification: two
(surface) integral equations are setup based on
mul ti node readings of the cavity Q Any
measurenents carried out are to be supported by the
only discl osed approach.

Appel l ant’ s argunents that any non-di scl osed feature
is conventional would inply that no specification is
really needed. The examner’s position in this
regard is that any claimhas to be supported by the
particul ar approach being disclosed in detail in the
specification, especially when the inventor hinself
so states (page 3 in the specification).

The entire purpose of the neasurenents is
“solving the first systemand the second systemto
find the surface resistance and the surface
reactance distribution” (claim1l1ll step “c”). The
only reading recited or described is that of the
“unl oaded quality factor Q0”. Note that there are
no details in the disclosure of howto “set up” the
gi ven equations. There are no details of howto
read the tangential nagnetic field (which is needed
for the set up). There are no details of how to set
up the second equation, which requires non-

di ssipative readings (note that Qo does not show
up). There are no details of how to solve the
particul ar types of equations descri bed.
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Reference is nmade to the briefs and the answers for the

respective positions of the appellant and the exam ner.
OPI NI ON

The | ack of enablenment rejection is reversed as to clains
9 and 10, and is sustained as to clainms 2 through 8 and 11.

As indicated supra, the exam ner’s reasoning for finding
| ack of enabl enent pertains to the nore narrow clains 2
through 8 and 11, and not to the broad clains 9 and 10. The

Court clearly stated in In re Doyle, 482 F.2d 1385, 1392, 179

USPQ 227, 232 (CCPA 1973), the burden shifts to appellant to
prove enabl ement® only after the exam ner has successfully
nmount ed a chall enge to the adequacy of the disclosure for the
clainmed invention. For this reason, the rejection of clains 9
and 10 is reversed because the exam ner has not provided us
wi th any reasoning for finding |ack of enablenment as to clains
9 and 10.

Turning to the rejection of clains 2 through 8 and 11, we

are of the opinion that the exam ner has nmounted a successf ul

! Even if the burden had shifted to appellant, we find
t hat pages 197 through 199 of Appendix D to the brief provide
an adequat e expl anation of Q
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chal l enge to the adequacy of the disclosure for these clains.
W agree with the exam ner that in the disclosure “there are
no details . . . howto ‘set up’ the given equations,”
“[t]here are no details of howto read the tangential magnetic
field (which is needed for the set up),” “[t]here are no
details of how to set
up the second equation, which requires non-dissipative
r eadi ngs

, 7 and “[t]here are no details of how to solve the
particul ar types of equations described.” While the evidence
subm tted by appellants in the appendices to the brief offers
i nteresting background reading for the clainmed invention, it
does not adequately address the questions raised by the
exam ner concerning the lack of disclosure for the
specifically clained equations. Thus, the rejection of clains
2 through 8 and 11 is sustained because to the skilled artisan
t he scope of these narrow clains does not bear a reasonable

correlation to the scope of enabl enent provided by the

specification. Genentech, Inc. v. Novo Nordisk A/S, 108 F. 3d

1361, 1365, 42 USPRd 1001, 1004 (Fed. Cr. 1997).
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DECI SI ON
The decision of the exam ner rejecting clains 2 through
11 under the first paragraph of 35 U S.C 8§ 112 is affirmed as
to clainms 2 through 8 and 11, and is reversed as to clains 9
and 10. Accordingly, the decision of the examner is
affirmed-in-part.
No time period for taking any subsequent action in

connection with this appeal may be extended under 37 C. F. R

§ 1.136(a).
AFFI RVED- | N- PART
)
JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
KENNETH W HAI RSTON )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
JERRY SM TH )
Adm ni strative Patent Judge )
KWH: hh
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APPENDI X

9. A process for detecting small irregularities on a
conducting surface, conprising:

providing a first electrical cavity resonator having a
first open end and at | east one additional electrical cavity

resonat or having a second open end, the first open end
and the second open end having di fferent dinensions;

exciting the resonators in the m crowave region;

nmovi ng the resonators over the surface;

finding integrated surface inpedance neasurenments over
the first open end and the second open end by variations in
Qfactors of the resonators in noving over the surface

Fourier-transform ng the inpedance neasurenents; and

determ ning locations of the small irregularities by
correlating respective Fourier transfornmns;

whereby the | ocations are determ ned when the
irregularities are smaller than any resonator open end.

Al
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wherein

., . . . .
Ry (w7, ¥V is a surface resistance distribution,

F () is an area fraction of the surface exposed to the

. . N
electromagnetic field where resonator m is at position T;

>

H (', T) is a tangential magnetic field,

n,
w is a resonance angular frequency,

wn. is the entire energy stored in an excited resonator

m of the mode n, of the resonator m at position'?,
Na

Re(® ", ) is a resistance of a-remaining resonator surface

7. (F) of resonator m at position E: and
P“- is the other losses, not caused by the surface resistance,
—
of the mode n, of an excited resonator m at position r with

b8 . . o
resonance angular frequency o as medsured at each position
—

r;

M

(b) setting up a second system of ¥ N, second integral
m=1

equations, the eqguations each being of the form

[

I 12 n,

Kewlo , TY) |H (E', T)|2da' =
Fgp (T)

A3
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