THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MARCEL BARTOCCI

Appeal No. 1998-2119
Application No. 08/343, 965

HERAD : April 18, 2000

Bef ore COHEN, FRANKFORT, and NASE, Adm nistrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

According to appellant (Paper No. 14), this is an appeal
fromthe examner’s final rejection of clains 1-11 and 13- 20.
However, we note that amendnents (Paper Nos. 12 and 17) filed
subsequent to the final rejection and approved for entry by

t he exam ner have anended clains 1 and 13, and cancel ed cl ai s
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10-12, 16 and 18-20. Accordingly, the appeal as to clains 10,
11, 16,
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and 18-20 is dism ssed. This |eaves for our consideration on
appeal only clains 1-9, 13-15 and 17 as anended subsequent to

the final rejection. ?

Appellant’s invention relates to a nethod of fabricating
a reinforced foil coating material with a low frictiona
coefficient including contacting an expanded netal sheet (2)
and at | east one pol ytetrafluoroethylene (PTFE) strip (1 or 3)
to forma stack, calendering the stack to at |east partially
crush the expanded-netal sheet, and then heating the
cal endered stack to sinter the PTFE strip, thereby formng the
foil-type material. During the cal endering step, pressure
greater than 200 kg/cnt, and preferably approxinmately 500

kg/cnt, is applied. A copy of representative independent

1 While the amendnents filed by appellant on Decenber 30,
1996 (Paper No. 12) and on April 28, 1997 (Paper No. 17) have
been approved for entry by the exam ner (see Paper Nos. 13 and
18), they have not as of yet been properly clerically entered.
During any further prosecution of this application before the
exam ner, this oversight should be corrected. In addition, in
clains 14, 15 and 17 the spelling of cal endering should be
corrected.
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claim1, reproduced fromappellant’s brief, is attached to

this deci sion.
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The prior art references of record relied upon by the

examner in rejecting clainms 1-9, 13-15 and 17 are:

French Patent? 2,445, 210 Jul .
25, 1980
Japanese Kokai ?® 4-101845 Apr. 3, 1992

Clainms 1-9, 13-15 and 17 stand rejected under 35 U.S. C
8 103(a) as being unpatentable over French 210 in view of

Japanese ‘ 845.

Rat her than attenpt to reiterate the examner’s ful
explanation with regard to the above noted rejection and the
conflicting viewpoints advanced by the exam ner and appel | ant
regarding the rejection, we nake reference to the final
rejection (Paper No. 10, mail ed August 29, 1996) and the

exam ner’ s answer (Paper No. 21, nuiled Septenber 15, 1997)

2 A copy of an English translation of French Patent
2,445,210 obtained by the USPTO and relied upon by this pane
of the Board in deciding this appeal is appended to the
deci sion for appellant’s conveni ence.

® W have also relied upon a copy of an English
transl ati on of Japan 4-101, 845 provided by appellant in
deci ding this appeal .
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for the reasoning in support of the rejection, and to
appellant’ s brief (Paper No. 20, filed May 28, 1997) and reply
brief (Paper No. 23, filed

Novenber 17, 1997) for the argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective

positions as set forth by appellant and the exam ner.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness (see In re Rijckaert, 9 F. 3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993); In re Cetiker, 977 F.2d 1443,

1446, 24 USPQRd 1443, 1445 (Fed. Gir. 1992)), which is
est abl i shed when 2t he teachings of the prior art itself would
appear to have suggested the clainmed subject matter to one of

ordinary skill in the art (see In re Bell, 991 F.2d 781, 783,

26 USP2d 1529, 1531 (Fed. Gr. 1993)). The concl usion that

the clained subject matter is prima facie obvious nust be
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supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
to conmbi ne the rel evant teachings of the references to arrive

at the clained i nventi on. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ@d 1596, 1598 (Fed. G r. 1988).

Wth this as our background, we turn to the exam ner’s
rejection of clainms 1-9, 13-15 and 17 under 35 U. S.C. § 103 as

bei ng unpatentabl e over French ‘210 in view of Japanese ' 845.

The primary reference, French ‘210, was di scussed by
appel l ant on page 1 of his specification and discloses a
met hod for fabricating a foil-type materi al wherei n expanded
nmetal is coated on each face with a pol ytetrafl uoroethyl ene
(PTFE) strip. The assenbly is formed in a nold by hot-pressing

at a pressure of between 20 and 200 kg/cnt

Japanese ‘845 teaches a nethod for producing a | am nated
sheet wherein a precuring step involving heating w thout

7
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pressure is carried out on a |lam nated base materi al before
heat - pressing the base material and a netal foil together in a
nmol di ng machine. This precuring step elimnates winkles or
waves, which results fromthe difference in the thernal
expansi on coefficient between the | am nated base material and
the netal foil. The preferred enbodi nent of Figure 1

di scl oses four layers of inpregnated cloth sheets (1)

| am nated through a set of squeeze rollers (2), laying

pol yet hyl ene terephthalate filnms (4) on the cloth sheets and
lam nating the filns to the cloth layer via rollers (3). This
product is then heated in a hot air heating furnace (5)

wi t hout applying any pressure to carry out the precuring step.
Then, the polyethylene terephthalate filnms (4) are renoved by
using wind-up rollers (6). To create the final |amnate
assenbly, neta

foils (8) are laid on the precured | am nated cloth sheet by
rollers (7) and the conposite is then subjected to a double
belt press (9) which provides heat and pressure to the
assenbly for bonding the netal foils and the inpregnated cloth

sheets toget her.
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The exam ner takes the position that French *210
di scl oses all but the separate steps of cal endering and
heating which is rectified by Japanese ‘845. On page 3 of the
exam ner’ s answer, the exam ner states that "’cal endering and
heating’ is deenmed to be the functional equival ent of ’heating
under pressure’, insofar as the final product is concerned."
It is also the examner’s position that "when the expanded
nmet al sheet of French ‘210 is subjected to a cal endering
operation, it will be at least partially crushed" (answer, pg.
4). The exam ner al so concludes (answer, pg. 7) that Japanese
‘845 "fairly suggests that when a conposite product is to be
made by an applicant [sic] of pressure and heat, the
application of pressure and heat could be separate from one
another” and that "a reasonable inference that the artisan

woul d logically draw from Japan ‘845 is that the
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process thereof would work with all conposite structures
produced form|[sic] strip-like material by applying heat and

pressure thereto" (answer, pg. 7).

Appel | ant argues that neither French ‘210 nor Japanese
‘845 teaches nor suggests cal endering the stack to at |east
partially crush the expanded-netal sheet. As set forth in
appellant’s reply brief on page 4, the PTFE would be in a
gel atinous state during the hot pressing step taught in French
210 and would not result in any crushing of the netal.
Appel l ant finds support for this conclusion in Dupont Teflon

Conpr essi on Mol di ng,

pages 13-15. Appellant al so argues that Japanese ‘845 does
not di sclose the separate cal endering step as recited in the

cl aims on appeal .

Referring to Japanese ‘845, it cannot be determ ned
whet her the exami ner is suggesting that the cal endering step
occurs during the precuring phase (at 1-6) or during the
|am nating step (at 7-9) in Figure 1 of the reference. W
find no suggestion that calendering to at |east crush the
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met al sheet occurs anywhere during the entire process of
Japanese ‘845 or French '210. Japanese ‘845 (page 2, |last two
paragraphs of the translation provided by the appellant) state
that a cover filmis nerely "laid" on the inpregnated

| am nat ed base material, with no suggestion of applying
pressure. The process al so describes "laying" the netal
foils (8) onto the | am nated base material with no reference
of applying any amount of pressure before the conposite
structure is noved on to the continuous heat-pressure nol ding
machine. W find the precuring step to be irrelevant to the

i ssue at hand since the cover film(4) is intended to be
removed i nstead of being permanently |am nated thereon, as in
appellant’ s invention. Regarding the process for bonding the
metal foil (8) to the lam nated base material, we agree with
the appellant that this process al so uses heating under
pressure, simlar to that of French *210, since there is no
suggestion that the rollers (7) of Japanese ‘845 necessarily
apply any significant pressure. The pressure during this
phase is applied at the belt press (9), which also provides
conbi ned heati ng. We al so agree with appellant’s statenent
(reply brief, pg. 3) that "there is no indication in the cited

11
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prior art that 'calendering and heating is the functional

equi val ent of ’heating under pressure’," since the exam ner
has not provided adequate expl anation or evidence to support
such an assertion. To the contrary, as pointed out in the
rely brief on page 3 by the appellant, Japanese ‘845 uses
pressing and then heating w thout pressure in sonme steps of
the process (1-6) and heating under pressure in another step

of the process (9), which suggests to us that these processes

are not equival ent.

In this case, we find that neither the primry nor the
secondary reference includes key features of the clained
i nvention, the key features being partial crushing of the
expanded nmetal sheet during the cal endering phase, and then
heati ng the cal endering stack to sinter the PTFE sheet,
thereby form ng the conposite self-lubricating foil-type

mat eri al .

It is our view that the exam ner has engaged in
specul ation and conjecture, as well as inperm ssible
hi ndsight, in attenpting to conbine the disparate teachings of

12



Appeal No. 1998-2119
Application No. 08/343, 965

French * 210 and Japanese ‘845 to neet the limtations of
appellant’s clains on appeal. Even if French ‘210 and
Japanese ‘845 are considered to be anal ogous prior art, the
conbi ned teachings of the applied references, in our opinion,
woul d not have suggested cal endering the stack to at | east
partially crush the expanded netal and then heating the

cal endered stack to sinter the PTFE and thereby formthe foil-
type material. Therefore, the examner’s rejection of

i ndependent claim1l will not be sustained. Since clainms 2-9
depend from 1l and thus include all of the limtations thereof,
we W ll also not sustain examner’s rejection of these clains

under 35 U.S.C. § 103(a).

| ndependent claim 13 includes all of the limtations of
i ndependent claim1l as well as requiring a cal endering
pressure "greater than 200 kg/cnt'. Since we have determ ned

that a prima facie case of obviousness was not set forth by

the examner with regard to broader independent claiml, it
follows that the rejection of independent claim 13 on the sane
basis (i.e., French ‘210 in view of Japanese ‘845) will also
not be sustai ned. Since clains 14, 15 and 17 depend from 13

13
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and thus includes all of the [imtations thereof, we wll also
not sustain examner’'s rejection of these clains under 35

U.S.C. § 103(a).

In light of the foregoing, we cannot sustain the
examner’s rejection of clainms 1-9, 13-15 and 17 under 35
U S.C 8§ 103(a) as being unpatentable over French ‘210 in view

of Japanese ‘ 845.

14
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Thus, the decision of the examner to reject clains 1-9,
13-15 and 17 under 35 U.S.C. § 103(a) is reversed. 1In
addition, this application is REMANDED back to the exam ner
since claim4, which depends fromindependent claim 1 appears
to be a duplicate of independent claim13. Therefore, the
exam ner shoul d consider this issue and take appropriate

action pursuant to MP.E.P. 8 706.03(k) and 37 CFR § 1.75.

REVERSED and REMANDED

JEFFREY V. NASE
Adm ni strative Patent Judge

| RWN CHARLES COHEN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

CEF/ sl d
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APJ NASE

APJ COHEN

REVERSED AND REMANDED

Prepared: December 22, 2000



