THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fi nal
rejection of clains 18 through 35, which are all of the clains

pending in this application.?

1 As the appellants correctly point out at page 1 of the brief, the only
clains in the application are clainms 18 through 35. There is no claim36 in
the application. Thus, the references to claim36 in the final rejection and
in the notice of appeal are obvious errors.
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We AFFI RM I N- PART and REMAND.

The subject matter on appeal relates to a golf club
bel onging to the category of irons and to a set of iron golf
clubs. According to the specification, the purpose of the
invention is to offer golfers the opportunity to clear
relatively high and di stant obstacles with precision (page 3).

A copy of the appeal ed cl ai ms appears in an appendi x to
the brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ains are:
Pf au 3,416, 797 Dec.

17, 1968

Carl Paul, Golf d ubmaking and Repair, Paul Associ ates,
Austin, Texas, 1984, pages 193, 194, 291, 299, 344, 346-348,

363, 364, 396, 456, 457, 468 and 469 (hereinafter referred to
as “Paul 7).

An additional reference relied upon by this panel of the
Board in a remand to the exam ner is:?
Di vni ck 5,133, 553 Jul . 28,
1992

(filed Feb. 14,
1991)

Clainms 18 through 35 stand rejected under 35 U S.C. 8§

2 A copy of the reference is enclosed with this decision.



Appeal No. 1998-2057 Page 3
Appl i cation 08/ 331, 541

103(a) as being unpatentable over Pfau in view of Paul.
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The full text of the exam ner's rejection and responses
to the argunents presented by the appellants appears in the
answer (Paper No. 14), while the conplete statenent of the
appel l ants’ argunents can be found in the brief (Paper No.

13).

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all of the evidence before us,
we find ourselves in agreenent with the exam ner's position
wWth respect to clainms 23 through 31, but not with respect to
clainms 18 through 22 and 32 through 35. Accordingly, we wll
sustain the examner's rejection of appealed clains 23 through
31 under 35 U.S.C. 8§ 103, but we will not sustain the standing
35 U.S. C
8§ 103 rejection of clains 18 through 22 and 32 through 35.

As a prelimnary matter, we note that on page 5 of the

brief, the appellants have indicated that the clains on appeal
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may be grouped into three separate groups. |In accordance with
37 CF.R 8 1.192(c)(7), we select independent claim 23 as
bei ng representative of Goup Il and i ndependent claim 28 as
bei ng representative of Goup IIl. W have decided this
appeal as to clainms 23 through 31 on the basis of these clains
alone, with the clains dependent on clains 23 and 28 standi ng
or falling with their respective independent claim

In our evaluation of the applied prior art, we have
considered all of the disclosures of the respective relied
upon prior art for what it fairly teaches one having ordinary

skill inthe art. See In re Boe, 355 F.2d 961, 965, 148 USPQ

507, 510 (CCPA 1966). Further, we have taken into account not
only the specific teachings of the prior art relied upon, but
al so the inferences which one skilled in the art would
reasonably be expected to draw from each disclosure. See In
re Preda,

401 F. 2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). In this
regard, we note that we have presuned skill on the part of the

artisan practicing the art here involved, rather than the

converse. See In re Sovish, 769 F.2d 738, 742, 226 USPQ 771

774 (Fed. Gir. 1985).
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W will first consider the standing 35 U.S.C. § 103(a)
rejection of claim23. Caim23 calls for a golf club

bel onging to the category of irons having, inter alia, a face

angle or loft greater than or equal to 35E, a lie angle |ess
than or equal to 60E, and a head mass | ess than or equal to
. 260 kg (260 g).

Turning now to the evidence of obviousness, Pfau s object
is to provide a matched set of wood golf clubs with the
relative | ength of each club chosen to permt a uniform
address and hence a uniform grooved swi ng regardl ess of the
di fferent circunmstances under which the clubs are used (col.
1, lines 43-49). In order to acconplish his stated objective,
Pfau makes a nunber of assunptions. First, Pfau assunes that
the #3, #4 and #5 woods woul d be used to stroke the ball where
the ball 10 is in a typical fairway lie with the ball resting
approxi mately % inch above the grass root top level G (col. 2,
lines 23-30). Therefore, Pfau teaches that the I ength of the
#3, #4 and #5 woods shoul d be the sane and chosen to provide
the desired address in terns of the relative position of the
ball, feet and hands (id. at 30-34). Second, Pfau assunes

that the #2 wood is used when the ball 26 is on the fairway on
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top of the grass and if a maxi num di stance shot is required
(1Ld. at 44-47). Under such circunstances, Pfau describes the
position of the ball as being about % inch above the grass
root top level G (id. at 44-49). Thus, to conpensate for the
hi gher position of the ball, Pfau teaches that the | ength of
the #2 wood must be about 3/16 of an inch shorter that the #3,
#4 or #5 wood (id. at 50-54). Finally, it is assuned that the
driver or #1 wood is used al nost exclusively for tee shots in
which the ball 32 is el evated about one inch above the grass
root top level G (id. at 55-58). Therefore, in order to

mai ntain a uniformdi stance D between the ball and the
golfer’s feet, the driver nust have a |l ength C about 3/8 of an
inch shorter than the #2 wood and about 9/16 of an inch
shorter than the #3, #4 or #5 wood (id. at 58-63).

Pfau al so teaches that each club would be weighted in
accordance with well-known nethods so that each club would
have the sanme swing weight. To achieve this, the driver
(Pfau’s shortest club of the set) would be the heaviest with
the #2 wood slightly lighter, and so on (col. 2, line 70
through col. 3, Iine 4). 1In other words, Pfau teaches that as

a club is shortened, weight has to be added in order to
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mai ntai n the same sw ng wei ght.

Paul is evidence that at the tine of the appellants’
invention it was known in the art that a standard set of iron
clubs had nore or |ess standard di nensions, such as, |oft
angle, lie angle, shaft |length and head wei ght. For exanple,
Paul discloses that a standard #6 iron would have had a | oft
of 34E, a lie of 60E, a head weight of 262 g and a | ength that
woul d have vari ed depending on the golfer’s fingertip to floor
measur enent (pages 291, 347 and 396). On page 363, Pau
teaches that the standard shaft |length of a #2 iron would have
varied from37.5 to 40.5 inches depending on the golfer’s
fingertip to floor neasurenent and, on page 348, that
custom zed cl ubs sonetines varied in length fromthe
recommended standard |l ength by nore than “2inch. The
reference al so discusses the need for custom made clubs, i.e.,
cl ubs which differ in length, club swng weight, loft and lie
fromthe standard club, to suit the unusual physical
characteristics, playing capabilities and/ or psychol ogi cal
need for additional confidence.

Based on our review of Paul, we find that the cl osest

standard iron club disclosed by Paul to the club defined in
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claim?23 is the standard #6 iron. A side-by-side conparison
of the claimed iron club and the standard #6 iron club

di scl osed by Paul reveals the follow ng:

Claim 23 Paul s # 6 lron
Face angle (loft) $ 35E Loft = 34E
Lie angle # 60E Lie = 60E
Head mass # 260 ¢ Head wei ght = 262 ¢

Thus, as can be seen fromthe above conparison, the standard
#6 iron club disclosed in Paul differs fromthe iron club

defined in claim23 by 1E of |oft and by 2 granms of head nass.

In applying the test for obviousness,® we reach the
conclusion that it would have been obvious to one having
ordinary skill in the art, froma conbi ned assessnent of the
Pfau and Paul teachings, to fabricate a custom zed #6 iron
with a loft of at least 35E, a |lie of 60E or |ess and a head
mass of 260 g or less. In our view, one of ordinary skill in

the art would have been notivated to vary the loft of the

3 The test for obviousness is what the combined teachings of the
ref erences woul d have suggested to one of ordinary skill in the art.
See | n re Young, 927 F.2d 588, 591, 18 USP@d 1089, 1091 (Fed. Cir. 1991)
and In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1881).
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standard #6 iron by one or nore degrees in order to custom ze
the club for a golfer who consistently hit the ball too high
or too low, following the teaching in Paul at page 364. As to
t he head mass, Paul and Pfau clearly teach that one of
ordinary skill would have increased the club length of a
standard #6 iron club to conpensate for a greater than average
fingertip to floor distance and woul d have decreased the head
mass or weight of the standard #6 iron in order to maintain a
desired sw ng wei ght.

The appel l ants argue that Pfau teaches reducing the face
angl e and increasing the nass of the #1 or #2 wood and teaches
nothing wth respect to a #5 iron (brief, page 13 and 14).
This argunment i s not persuasive because nonobvi ousness cannot
be established by attacking the references individually when
the rejection is predicated upon a conbination of prior art

di sclosures. See Inre Merck & Co., Inc., 800 F.2d 1091,

1097, 231 USPQ 375, 380 (Fed. G r. 1986).

W now turn to the standing 35 U S.C. §8 103(a) rejection
of claim28. Caim28 calls for a set of golf clubs bel ongi ng
to the category of irons containing a series of clubs having

respective lengths that vary inversely to the face angles
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(as with any standard set of iron clubs) and an additi onal
club having a face angle greater than 31E and a | ength which
is within the length range of the clubs of the series whose
face angle is between 15E and 26E.

Paul shows, at page 291, that prior to the appellants’
invention a standard set of iron clubs included a #5 iron
having a | oft or face angle of approximtely 30E and a
standard length of 37.5 inches and that a club with a loft or
face angl e of 26E woul d have been a #4 iron having a | ength of
38 inches. In our opinion, one of ordinary skill in the art
woul d have been notivated to vary the |Ioft of the standard #5
iron by one or nore degrees in order to custom ze the club for
a golfer who consistently hit the ball too high or too |ow,
follow ng the teaching in Paul at page 364. As to the club
| ength, Paul teaches (page 348) variations in standard club
| engths by as nmuch as % inch and, on rare occasions, nore than
Y>inch. Thus, it would have been obvious to increase the
l ength of a standard #5 iron by “»inch or nore (making it the
| ength of a standard #4 iron) in order to correct for arm
| ength or unusual posture.

The appel lants argue that claim28 is not a nere
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optim zation of result-effective variables that would have
been obvious to one of ordinary skill in the art. However, it
appears that the appellants have not fully appreciated the
breath of claim?28. As pointed out above, the claimis so
broad as to read on a standard set of #2 to #4 irons with a
custom zed #5 iron specifically nodified by increasing the
standard I ength by % inch and the |oft angle by approximately
2E. It is our opinion that such a nodification of a standard
#5 iron woul d have been fairly suggested by Paul .

In view of the foregoing, we will sustain the rejection
of clainms 23 and 28 under 35 U. S.C. § 103. Based upon the
appel l ants' grouping of clains, supra, the rejection of clains
24 through 27 and 29 through 31 will al so be sustained since
these clainms stand or fall with clains 23 and 28.

However, after review ng the conbined teachings of the
applied prior art, we reach the conclusion that the subject
matter of clains 18 and 32 woul d not have been suggested to
one of ordinary skill in the art at the tinme the invention was
made. In that regard, as pointed out by the appellants, there
IS no suggestion, notivation, or teaching in the prior art

wher eby the person of ordinary skill would have been
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instructed to nodify one of the standard iron clubs disclosed
in Paul in such a drastic manner as to arrive at a club having

the characteristics set forth in clains 18 and 32.
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| ndependent clains 18 and 32 each call for an iron club
having a face angle greater than 35E (according to Paul, this
woul d correspond to a #7 iron) and a |l ength greater than or
equal to 0.99 m (according to Paul, this would correspond to
#1 or #2 iron). Considering the teachings of Pfau and Paul,
we do not consider it reasonable to expect that a conventi onal
#2 iron woul d have been nodified by increasing its |loft angle
from 20E to nore than 35E while maintaining a shaft |ength
greater than or equal to 0.99 m (39 inches). Nor do we expect
that one of ordinary skill would have been directed by the
conbi ned teachings of Pfau and Paul to nodify a standard
l ength #7 iron having a length of 36.5 inches by increasing
its length by 2.5 inches to 39 inches while maintaining a 38E
| oft angle. Even considering the chart shown on page 363 of
Paul , the reference teaches a maxi mum #2 iron shaft |ength of
40.5 inches for a fingertip to floor distance of over 30
inches. Using the standard “2inch reduction in length in
successi vely nunbered cl ubs (see Paul, page 348), the #7 iron
woul d have been 2.5 inches shorter than the #2 iron, i.e., 38
inches or 0.97 m The appellants’ clains 18 and 32 call for a

club shaft length greater than or equal to 0.99 m (39 inches),
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an inch longer than the length of a #7 iron recormmended for a
golfer wwth a fingertip to floor distance of over 30 inches.
We conclude that it is highly specul ative to suggest that one
of ordinary skill in the art would have adjusted the | ength of
a 38-inch #7 iron by increasing the shaft |l ength by 1-inch,
even for a severely distorted address position. Accordingly,
we cannot sustain the stated rejection of clains 18 and 32
based on the disclosures in Pfau and Paul .

Clainms 19 through 22 and 33 through 35, dependent on
i ndependent claim 18 or 32, contain all of the limtations of
their respective independent claim Accordingly, the
exam ner’s rejection of clains 19 through 22 and 33 through 35
under

35 U S.C. 8 103 al so cannot be sustai ned.

REMAND TO THE EXAM NER

We remand this application to the exam ner to consider
the patentability of the clained subject natter in view of the
Di vnick reference and other known relevant prior art. Divnick
di scl oses an adjustable golf club which can be adjusted to

every loft position as with a conplete set of conventional
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clubs, including a loft angle corresponding to a sand wedge, *
and whi ch according to the specification “allows the player to
nore precisely control the distance and height of his shots”
(col. 3, lines 45-52). D vnick also teaches that the

adj ustable club may have a club length of 39.25 inches (.997
nmeters), i.e., a length greater than 0.99 neters (col. 6, line
3).

In summary, this panel of the board has:

reversed the rejection of clainms 18 through 22 and 32
t hrough 35 under 35 U.S.C. 8§ 103(a) as bei ng unpatentabl e over
Pfau in view of Paul; and

affirmed the rejection of clains 23 through 31 under
35 U.S.C. 8 103(a) as being unpatentable over Pfau in view of
Paul .

Addi tionally, we have remanded the application to the
exam ner for consideration of issues relating to additional
prior art.

The decision of the examner is affirned-in-part.

In addition to affirmng the examner's rejection of one

or nore clains, this decision contains a remand. 37 C. F.R

* According to Paul (page 291), a conventional |oft angle for a sand
wedge i s 55E.
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§ 1.196(e) provides:

Whenever a decision of the Board of Patent Appeal s
and Interferences includes or allows a remand, that
deci sion shall not be considered a final decision.
When appropriate, upon conclusion of proceedi ngs on
remand before the exam ner, the Board of Patent
Appeal s and Interferences may enter an order

ot herwi se making its decision final.

Regarding any affirmed rejection, 37 CF.R § 1.197(b)

provi des:
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(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal decision

The effective date of the affirmance is deferred unti
concl usion of the prosecution before the exam ner unless, as a
nmere incident to the limted proceedings, the affirned
rejection is overcone. |If the proceedings before the exam ner
does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to the Board
of Patent Appeals and Interferences for final action on the
affirmed rejections, including any tinely request for
rehearing thereof.

This application, by virtue of its “special” status,

requires an i medi ate action. MPEP § 708.01(d)(7th ed., July

1998) .
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 C F. R
§ 1.136(a).

AFFI RVED- | N- PART

REMANDED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

N N N N N N

BOARD OF PATENT
JOHN P. McQUADE )

APPEALS
Adm ni strative Patent Judge ) AND
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JOHN F. GONZALES
Adm ni strative Patent Judge
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