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WARREN, Administrative Patent Judge.

Decision on Appeal and Opinion
Thisisan gpped under 35 U.S.C. § 134 from the decision of the examiner findly rgecting
cdams1, 2, 7 through 9, 11 through 14 and 17 through 21, and refusing to dlow clam 22 as amended
subsequent to the findl rejection.™?

! See the amendments of June 6, 1995 (Paper No. 5), April 9, 1996 (Paper No. 6¥%), October 13,
1995 (Paper No. 7), April 9, 1996 (Paper No. 10), November 4, 1996 (Paper No. 13), and August
13, 1997 (Paper No. 17).

2 We observe that while claim 1 specifies R-hydroxy akyl amide as the only cross-linking agent for the
binder resin, clam 12 states “[ijn aprocess. . . mixing the binder resin, the at least one cross-linking
agent from the group of polyfunctional epoxy compounds and (3-hydroxy akyl amides. . . eachin
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We have carefully considered the record before us, and based thereon, find that we cannot
sugtain either of the two grounds of regjection advanced by the examiner on appeal (answer, pages 3-
6).2

It iswell settled that in making out aprima facie case of non-compliance with 35 U.S.C. §
112, second paragraph, because the claims are indefinite for failing to particularly point out and distinctly
claim the subject matter which appellants regard as the invention,” the examiner must establish that when
the language of the gppealed claim is consdered as awhole aswell asin view of the specification asit
would be interpreted by one of ordinary skill in the art, the claim in fact fals to set out and circumscribe
aparticular areawith areasonable degree of precison and particularity. Inre Moore, 439 F.2d 1232,
1235, 169 USPQ 236, 238 (CCPA 1971). In other words, the operative standard for determining
whether § 112, second paragraph, has been complied with is "whether those skilled in the art would
understand what is clamed when the clam isread in light of the specification.” See The
Beachcombers, Int’l. v. WildeWood Creative Prods., 31 F.3d 1154, 1158, 31 USPQ2d 1653,
1656 (Fed. Cir. 1994), quoting Orthokinetics Inc v. Safety Travel ChairsInc., 806 F.2d 1565,
1576, 1 USPQ2d 1081, 1088 (Fed. Cir. 1986). Wefail to find in the examiner’s stated position
(answer, pages 4-5) any reason why one of ordinary skill in this art would not understand what is
clamed in daim 2 by the use of the term “tribo-additives’ in light of the disclosure in the specification

accordancewithclaiml...” (emphasis supplied). Any further examination of clam 12 should
include congderation of whether this claim complieswith 35 U.S.C. § 112.

® We observe that the examiner stated in the advisory action of September 10, 1997 (Paper No. 19)
that appellants response overcame “the 112 rgjections of claims 20, 21 and 22.” The examiner
specificadly in the answer (page 2), withdrew the * 112 rgection of claim 20" which gpparently involved
35 U.S.C. § 112, fourth paragraph (final rejection of March 13, 1997 (Paper No. 15; page 3)). The
examiner has, however, maintained the ground of rgection of “[c]lams 2,21 and 22 . . . under 35
U.S.C. 8§ 112, second paragraph,” but has explained the rgjection only with respect to the dam term
“tribo additives’ that gppear only in claim 2 (answer, page 2; see fina rejection (Paper No. 15; page
2)). The examiner has not et forth in the answer (see pages 3-4) the criticism directed to clams 21 and
22 inthe find rgjection (Paper No. 15; pages 2-3).

* SeelInre Oetiker, 977 F.2d 1443, 1445, 24 USPQ 2d 1443, 1444 (Fed. Cir. 1992), citing Inre
Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984) (“Asdiscussed in Inre
Piasecki, the examiner bearstheinitid burden, on review of the prior art or on any other ground, of
presenting a prima facie case of unpatentability. [Emphasis supplied.]”).
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that the claimed powder coatings contain “additives.. . . which are cusomary for producing and using
powder coating,” inter alia,
“tribo-additives,” and are applied by “methods customary for powder coatings, for example by means
of eectrodtatic spraying devices such asthe. . . tribo sysem” (page 4, line 27, to page 5, line 1, and
page 5, lines 20-24). Indeed, the examiner explains only that even though it may be assumed that
“tribo-additives’ are known, “the term is till indefinite Snce one does [Sic, not? reedily recognize what
additives are embraced by thisterm” (answer, page 4). The fact that extended cogitation may be
necessary for one skilled in this art to comprehend the entire scope of this term does not render the
same prima facie indefinite. See, e.g., Inre Gardner, 427 F.2d 786, 788, 166 USPQ 138, 140
(CCPA 1970) (“Breadth is not indefiniteness.”). Accordingly, we reverse this ground of rejection with
respect to clam 2, containing the term “tribo-additive,” because the examiner has not carried the burden
of establishing a prima facie case of non-compliance with 8 112, second paragraph, and with respect
to claims 21 and 22 because these claims do not contain the subject term.”

With respect to the rgection of al of the appealed clams under 35 U.S.C. § 103, it iswdll
Settled that in order to establish a prima facie case of obviousness, “[b]oth the suggestion and the
reasonable expectation of success must be founded in the prior art, not in the gpplicant’ sdisclosure” In
re Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991), citing In re Dow Chemical
Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531 (Fed. Cir. 1988). Thus, aprima facie case of
obviousness is established by showing that some objective teaching, suggestion or mativation in the
goplied prior art taken as awhole and/or knowledge generaly available to one of ordinary kill in the art
would have led that person to the claimed invention as awhole, including each and every limitation of
the claims, without recourse to the teachings in gppellant’ s disclosure. See generally, Pro-Mold and
Tool Co. v. Great Lakes Plastics Inc., 75 F.3d 1568, 1573, 37 USPQ2d 1626, 1629-30 (Fed. Cir.
1996); In re Oetiker, 977 F.2d 1443, 1447-48, 24 USPQ2d 1443, 1446-47 (Fed. Cir. 1992) (Nies,
J., concurring); Vaeck, supra; Dow Chem., supra; Inre Warner, 379 F.2d 1011, 1014-17, 154

5 See abovenote 2.
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USPQ 173, 175-78 (CCPA 1967). We agree with appdlants that the examiner hasfailed to carry his
burden of making out a prima facie case of obviousness with respect to the claimed invention.

The principd issue iswhether one of ordinary sill in this art would have found in the combined
teachings of De Jongh et &. (De Jongh), Belder et d. (Belder) and Kapilow et d. (Kapilow)® an
objective teaching, suggestion or motivation to use a most 10 mol- parts of isophthdic acid in alinear
carboxylic-functiond polyester binder resin containing, inter alia, afurther dicarboxylic acid, for a
powder coating system, as specified in clam 1 (answer, pages 4-6). The examiner contends that “the
specific amount [of isophthalic acid required by clam 1] is not recited [in the references] but would have
been found obvious. . . viaroutine experimentation” because the “art indirectly suggests such a
meanipulation” (id., page 7). The examiner finds that Belder would have provided the suggestion and
moativation to manipulate the amount of isophthaic acid and other dicarboxylic acid to obtain agood
balance of weathering and mechanica properties (id., page 5) and concludes that’[ijnthe case of . . .
De Jongh, one [of ordinary skill in the art] would lower the amount of isophthaic acid to improve the
mechanica properties, of the polyester but sill retain weethering properties’ (id., page 6). Appellants
submit, inter alia, that Belder discloses that the polyester resn must contain “at least 15 mol % of
isophthaic acid” as seen from the reference abstract and cal. 1, lines 59-60, and teaches that the use of
higher amounts of isophthdic acid is preferred, and thus, in the absence of their invention, one of
ordinary skill in the art “would not have lowered the concentration of isophthalic acid below 15 mol %
inview of the disclosure of Belder” (brief, page 9, emphasisin origind deleted; see o reply brief,
pages 3-6).

Upon carefully considering the record, we must agree with gppellants. We find that while De
Jongh does nat limit the amount of isophthalic acid in the polyester resin in generically disclosing the use
of a choline compound in powder coating compositions containing an epoxide cross-linking agent, one
of ordinary skill in this art would have found in Belder the teaching that the amount of this acid should
not be lower than 15 mol % in condderation of the properties of the coating, including weathering and
mechanica drength. Wefal to find in the record any explanation by the examiner why one of ordinary

® The references relied on by the examiner are listed at page 3 of the answer.
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skill in this art would have disregarded this specific directive in Belder and selected a range of
isophthalic acid below that taught to be necessary by the reference. See In re Sebek, 465 F.2d 904,
907, 175 USPQ 93, 95 (CCPA 1972) (“Where, as here, the prior art disclosure suggests the outer
limits of the range of suitable vaues,
and that the optimum resides within that range, and where there are indications e sewhere that in fact the
optimum should be sought within that range, the determination of optimum vaues outsde that range may
not be obvious.”); cf. Inre Geider, 116 F.3d 1465, 1470, 43 USPQ2d 1362, 1366 (Fed. Cir. 1997)
(“The statement in Zehender that ‘[i]n generd, the thickness of the protective layer should not be less
than about [100 Angstromg]’ fdls far short of the kind of teaching that would discourage one of
ordinary skill in the art from fabricating a protective layer of 100 Angsiroms or less.”).

Thus, we reverse this ground of regjection because it is manifest that the only direction to
gopelants clamed invention as awhole on the record before usis supplied by appellants own
gpecification. See Dow Chem., 837 F.2d at 473, 5 USPQ2d at 1531-32.

The examiner’ sdecison is reversed.

Reversed
JOHN D. SMITH )
Adminigrative Patent Judge )
)
)
)
CHARLESF. WARREN ) BOARD OF PATENT
Adminigrative Patent Judge ) APPEALS AND
)  INTERFERENCES
)
)
TERRY J. OWENS )
Adminigrative Patent Judge )
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