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not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 44-51 and 53, which
constitute all the clains remaining in the application.

The di scl osed invention pertains to a liquid crystal
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di spl ay device wherein data signals are supplied to the liquid
crystal cells through a plurality of field effect transistors
arranged in a plurality of picture elenents. The invention is
primarily directed to details of the field effect transistors.
Representative claim44 is reproduced as foll ows:

44. A liquid crystal device wherein data signals are
supplied to liquid crystal cells through a plurality of field
effect transistors arranged in a plurality of picture
el enents, each of said field effect transistors conprising:

a channel region conprising a thin filmof silicon;

a gate insulating filmin contact with the channel
regi on; and

a gate electrode in contact with the gate insulating film
and opposi ng the channel region, wherein a | eakage current of
the field effect transistor in the OFF state i s dependent on
t he thickness of the channel region, and the channel region
has a thickness | ess than 2500A so that when the field effect
transistor is in the OFF state, the | eakage current flow ng
through the field effect transistor is |less than 1/10 of the
| eakage current flow ng through a corresponding liquid crystal
cell based on a resistance of the liquid crystal cells and an
area of the picture el enents.

The exam ner relies on the follow ng references:

Asars et al. (Asars) 4,112, 333 Sep. 05, 1978

Mor ozumi 4,582, 395 Apr. 15, 1986

Mano et al. (Mano) 5,124,768 June 23, 1992

Hol mberg et al. (Hol nberg) 2,067, 353 July 22, 1981
(UK Pat ent Application)

Togashi 2,070, 857 Sep. 09, 1981
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(UK Pat ent Application)

The follow ng rejections are on appeal before us:

1. Cainms 44-51 and 53 stand rejected as unpatentabl e
under the judicially established doctrine of obviousness-type
doubl e patenting over the clains of Mno.

2. Claimb53 stands rejected as unpatentabl e under the
judicially established doctrine of obviousness-type double
patenti ng over the clainms of Mano considered further with
Hol mber g.

3. Cains 44-49 and 51 stand rejected under 35 U.S. C
8 103 as being unpatentabl e over the teachings of Mrozum
consi dered with Togashi and Asars.

4. Cains 50 and 53 stand rejected under 35 U.S. C
8§ 103 as bei ng unpatentabl e over the teachings of Mrozum
considered with Togashi and Asars, and considered further with
Hol mber g.

Rat her than repeat the argunents of appellants or the
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exam ner, we nake reference to the briefs and the answer for
the respective details thereof.
OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the exam ner has failed to establish a case of
obvi ousness-type doubl e patenting of the appealed clains. W
are also of the view that the evidence relied upon and the
| evel of skill in the particular art would not have suggested
to one of ordinary skill in the art the obviousness of the
invention as set forth in clainms 44-51 and 53. Accordingly,
We reverse.

We consider first the rejection of clains 44-51 and 53
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based on the grounds of double patenting. Although the

exam ner has nomnally designated this rejection as being
based on the judicially created doctrine of obvi ousness-type
doubl e patenting, the exam ner has made no obvi ousness
determ nati ons of the appealed clainms with respect to the
clainms of Mano. |Instead, the exam ner has asserted that

obvi ousness determ nations did not have to be considered

because, in the examner’s view, these appealed clains fall

within the anbit of In re Schneller, 397 F.2d 350, 158 USPQ
210 (CCPA 1968). Based on the examner’s interpretation of
Schneller, the exam ner finds that appeal ed clainms 44-51 and
53 of this application cover subject matter “already
adequately cl aimed and covered in [ Mano]” [answer, page 6].
Appel  ants do not discuss the application of Schneller to
the facts of this case. Instead, appellants sinply argue that
t he appeal ed cl ai ns are not unpatentabl e under the doctrine of
obvi ousness-type doubl e patenting because neither clainms 1-17
of Mano nor the teachings of Morozum , Asars, Togashi and/or
Hol mberg di scl ose or suggest the subject matter specifically

recited in independent claim44 [brief, page 11].
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The rejection of clains on obviousness-type doubl e
patenting based on the decision in Schneller has recently
found favor with patent exam ners. The Board of Patent
Appeal s and Interferences has recently published a decision
whi ch di scusses in detail the “cover” test of Schneller and
its applicability to obviousness-type doubl e patenting

rejections. See ex parte Davis, 56 USPQ2d 1434 (BPAlI 2000).

We adopt the reasoning of the panel in Davis in deciding this
appeal. To put it briefly, the “cover” test of Schneller
should be interpreted as a test to determ ne whether the
clainms of an application and the clains of a patent are
patentably distinct. Thus, in considering the obviousness-
type doubl e patenting rejection before us on this appeal, the
appropriate question is whether clains 44-51 and 53 of this
application are patentably distinct fromthe clains of Mano.
Clainms 44-51 and 53 recite limtations which do not
appear in the clains of the Mano patent. As noted above, the
exam ner has nade no determ nations regardi ng the obvi ousness
of these Iimtations which do not appear in the clainms of the

patent. In making a prima facie case of obviousness-type
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doubl e patenting, an exam ner has the same burden as when an
obvi ousness rejection under 35 U . S.C. 8 103 is made. Thus, at
a mnimumthe examner is required to identify the differences
bet ween the applications clainms and the clainms of the patent
and to provide a reason why these differences woul d have
resulted froman obvious nodification to the clains of the
patent. The examner’s failure to address the differences

bet ween the appeal ed clains and the clains of the Mano patent,
and the examner’s failure to address the obvi ousness of these
differences result in a failure by the exam ner to establish a

prima facie case of unpatentability. Therefore, we do not

sustain any of the examner’'s rejections of clainms 44-51 and

53 based on obvi ousness-type doubl e patenti ng.

We now consider the rejection of the clains under 35
US C 8 103. Inrejecting clainms under 35 U S.C. 8§ 103, it
is incunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@2d 1596, 1598 (Fed. Cr. 1988). 1In
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so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art

as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey
Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cr.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness.

Note In re Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444
(Fed. Cir. 1992). If that burden is nmet, the burden then

shifts to the applicant to overcone the prina facie case with
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argunent and/or evidence. (Obviousness is then determ ned on
the basis of the evidence as a whole and the relative

per suasi veness of the argunments. See |d.; In re Hedges, 783

F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Cr. 1986); In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976). Only those argunents actually nade by
appel | ants have been considered in this decision. Argunents
whi ch appell ants coul d have nade but chose not to nake in the
bri ef have not been considered [see 37 CFR

8§ 1.192(a)].

We consider first the rejection of clains 44-49 and 51
based on the teachings of Morozum , Togashi and Asars. These
clains stand or fall together as a single group [brief, page
3]. Wth respect to representative, independent claim44, the
exam ner points to Mbrozum as teaching a transistor of the
type claimed in which it is desired to mninze | eakage
current. Specifically, Figure 10 of Mdrozum teaches the
rel ati onship between transi stor | eakage current and the

t hi ckness of the channel region. The | owest |eakage current
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shown in Morozumi’s Figure 10 is about 0.05x10° anperes
corresponding to a channel thickness of about 1250 D.

Morozum discloses that thin filmtransistors having | eakage
currents of 100 picoanperes (0.1x10° anperes) or |ess were
possi ble [colum 11, lines 46-48]. Thus, the exam ner found
that Morozum suggested |ow | eakage liquid crystal devices in
whi ch the transistors had a channel thickness of about 1250 D
and a | eakage current of about 5x10'' anperes. The exam ner
cites Asars as teaching a |low | eakage |iquid crystal device.
Asars discloses that such a device has a | eakage resistance
equal to or greater than 10 ohnms [colum 5, |ines 12-13].
Based on the teachings of Morozum and Asars, the exam ner
finds that the | ow | eakage Iiquid crystal device of Mrozum
shoul d have a | eakage resistance of 10 ohnms or nore as taught
by Asars. The exam ner notes that the | ow | eakage |iquid
crystal devices of Mdrozum and Asars discl ose nothing about
the size of such devices. The exanmi ner notes that in nmaking
the | ow | eakage liquid crystal device of Morozum and Asars,
the artisan woul d begin by considering liquid crystal cells

whi ch had a size that was typical at the time of Mrozum and

10
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Asars. The exam ner cites Togashi which teaches a typica
liquid crystal display panel in which each cell is a square of
about 0.04 square mm Thus, the exam ner finds that in nmaking
a low | eakage liquid crystal device, the artisan woul d have
used channel thicknesses, |eakage currents and | eakage

resi stances as taught by Mrozum and Asars with cells
designed of a typical size as taught by Togashi. The exam ner
concludes that a |l ow | eakage liquid crystal device designed
with the teachings of Morozum , Asars and Togashi woul d

i nherently have the 1/10 | eakage current property recited in
clai m44 [answer, pages 7-9].

Appel l ants argue that the exam ner is inproperly picking
and choosi ng | eakage resi stance and cell size w thout proper
notivation. They assert that none of the references discloses
or suggests the advantage of using particular val ues of
resi stance and cell size. Thus, appellants argue that the
exam ner has used i nproper hindsight gl eaned from appell ants’
own specification in conbining the teachings of Mrozum,
Asars and Togashi. Appellants also assert that the fact that

t he conbi ned teachings of the applied references may

11
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i nherently performlike the clainmed invention is not a
substitute for a teaching or suggestion supporting an
obvi ousness rejection [brief, pages 7-10; reply brief, pages

1-3].

The exam ner’s conbi nati on of Morozum , Asars and Togash
is fundanentally based on the exam ner’s view that these three
references sinply represent three conventional teachings of a
| ow | eakage current thin-filmtransistor. That is, the
exam ner asserts that there is nothing remarkabl e about his
selection of the three applied references because they are
evi dence of what was conventional in this art. W would agree
with the exam ner that a legitimte case for obvi ousness could
be made in theory if the three applied references related to
conventional features of the same or simlar transistors.
However, we are unable to draw that concl usion.

The artisan woul d have appreci ated that the operating

characteristics of a transistor are a function of many

12
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vari abl es such as operating voltages, device sizes, and the
materials used in the manufacture of the devices. It is our
view that in order for several different references to be
cited as conventional features of a transistor, the
transistors of the several references should all have simlar
operating ranges, device sizes and device materials. |n other
words, a conventional feature of a transistor operating under
one condition would not necessarily be a conventional feature
of a different transistor operating under different
condi ti ons.

O particular concern to us is the difference in the
range of voltages in which Morozum , Asars and Togashi are
designed to operate and the differences in the sem conductor
channel materials. WMrozum describes a liquid crystal device
operating at about 10 volts [colum 8, lines 26-43; colum 11
line 48]. Asars describes a liquid crystal device operating
at about 80 volts [colum 5, lines 10-12]. Togashi descri bes
a liquid crystal device operating at about 40 volts [page 3,
line 113]. Thus, the first thing we note is that the liquid

crystal devices of Mdirozum , Asars and Togashi are designed to

13
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operate at substantially different voltage |evels.

Morozum , like the clainmed invention, has a channel
region conprised of a thin filmof silicon [colum 2, lines 1-
8]. The channel region in Asars is conprised of cadm um
selenide [colum 3, lines 28-30]. Togashi discloses
transi stors having a channel region conprised of a thin film
of cadm um sel eni de or an anor phous form of silicon.
Therefore, once again, the alleged conventional properties of
t hese devices relate to devices which are not all formed of
t he sane materi al

When the differences between the liquid crystal devices
of Morozum , Asars and Togashi are considered, we are
constrained to find that these three references are not
directed to the sane liquid crystal device. Therefore, what
t he exam ner finds as conventional in one of these references
does not make it conventional when nodified to neet the
di fferent operating characteristics of the other liquid
crystal devices. Since the liquid crystal devices of these
three references are not the sane, the “conventional”

teachi ngs of one reference cannot sinply be substituted into

14
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t he device of one of the other references. Thus, one of
ordinary skill in the art would not have been notivated to
sinply conbi ne features of the different |iquid crystal
devices of the applied prior art. Therefore, we agree with
appel lants that the particular citation of Mdrozum , Asars and
Togashi in the rejection before us results from an i nproper
attenpt by the exam ner to reconstruct the invention in

hi ndsi ght. Accordingly, we do not sustain the rejection of
clainms 44-49 and 51 based on the collective teachings of
Morozum , Asars and Togashi .

We now consider the rejection of clains 50 and 53 based
on the teachings of Morozum , Togashi, Asars and Hol nberg.
Morozum , Togashi and Asars are applied as di scussed above.
The exam ner cites Hol nberg as teaching anot her |ow | eakage
liquid crystal device in which the channel thickness ranges
from100 D to 5000 D with approximately 1000 D bei ng one
exanple. The exam ner notes that Hol nberg al so teaches a
ratio of drain current in the ON state to drain current in the
OFF state to be about 107. The exam ner finds that the liquid

crystal device of Morozum , Asars and Togashi with a channel

15
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t hi ckness of about 1000 D woul d inherently have an OV OFF
ratio simlar to the ratio of 107 as di sclosed by Hol nberg
[ answer, page 9].

Appel  ants argue that Hol nberg does not renedy the
deficiencies in the prior art as di scussed above with respect
to claim44. W agree. Since Hol nberg does not overcone the
deficiencies in the basic conmbination of references discussed
above, we also do not sustain the rejection of clainms 50 and

53 based on the applied prior art.

In summary, we have not sustained any of the exam ner’s

16
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rejections of the appealed clains. Therefore, the decision of
the exam ner rejecting clains 44-51 and 53 is reversed.

REVERSED

JAMES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT
KENNETH W HAI RSTON )
Adm ni strative Patent Judge APPEALS AND

JERRY SM TH

)
)
) | NTERFERENCES
)
)
Adm ni strative Patent Judge )
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