THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 24, all of the clains pending in

t he application.

Appellant's invention is directed to a dolly device for

lifting and transporting an object, such as a snowrbil e.

1 Application for patent filed Decenber 19, 1995.
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Clainms 1, 10, 19 and 21 are representative of the subject
matter on appeal and copies of those clains appear in the

Appendi x of appellant’'s brief.

The prior art references relied upon by the exam ner in

rejecting the appeal ed clains are:

Garelick 3,667,728 Jun. 6, 1972
Mbi san 4,978, 103 Dec. 18, 1990
| tbeault et al. (Inbeault) 5,299, 659 Apr. 5, 1994
Vasi | ev 1,710,419 Feb. 7, 1992

(Russi an Pat ent)

Clainms 1, 2, 5 through 7, 10 through 15 and 19 through 24
stand rejected under 35 U. S.C. 8§ 103 as bei ng unpatentabl e

over Garelick in view of Misan

Clainms 4, 8, 9, 16 and 17 stand rejected under 35 U S. C
8§ 103 as being unpatentable over Garelick in view of Misan as

appl i ed above and further in view of Inbeault.

Claims 3 and 18 stand rejected under 35 U.S.C. 8 103 as
bei ng unpatentable over Garelick in view of Misan as applied

above and further in view of Vasil ev.
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Ref erence is nade to the exam ner’s answer (Paper No. 13,
mai | ed January 7, 1998) for the exam ner's reasoning in
support of the above-noted rejections and to the appeal brief
(Paper No. 12, filed Novenber 17, 1997) for appellant's

argument s t her eagai nst.

OPI NI ON

Qur eval uation of the obviousness issues raised in this
appeal has included a careful assessnent of appellant's
specification and clains, the applied prior art references,
and the respective positions advanced by appellant and the
exam ner. As a consequence of our review, we have cone to the
conclusion, for the reasons which follow, that the exam ner's
rejections of the appealed clains under 35 U S.C. 8§ 103 are
not well founded and, therefore, will not be sustained.
However, we have al so entered a new ground of rejection
agai nst certain of the appeal ed clains pursuant to our

authority under 37 CFR § 1.196(hb).

Turning first to the examner's rejection of clains 1, 2,

5 through 7, 10 through 15 and 19 through 24 under 35 U S.C. §
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103 as bei ng unpatentable over Garelick in view of Misan, we
note that the exam ner has concluded that it woul d have been
obvious to one of ordinary skill in the art to nodify the
apparatus of Garelick so as to include a first nenber, as
claimed, in view of the teachings in Misan (i.e., elenents 59
and 61-64 of Mbdisan) as such nodification would have nerely

i nvol ved the usage of an old and well known arrangenent of
nmounting the wheels. After review ng the teachings of
Garelick and Mdisan fromthe perspective of one of ordinary
skill in the art, we are in full agreenent with appellant that
the exam ner has inproperly relied upon the disclosure of the
present application and appellant's own teachings in
attenpting to inport the nenber (59) and wheel s from Mi san
into the device of Garelick and in concluding that one of
ordinary skill in the art would have found it obvious to

nodi fy the apparatus of Garelick in the manner urged above.

Mor eover, we share appellant’s view that if the apparatus
of Garelick were nodified in the manner posited by the
exam ner such nodification woul d destroy the apparatus of

Garelick for its intended purpose and preclude its functioning
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in the manner set forth in the Garelick patent. Like
appel l ant, we consider that the absence of any connecting rod
structure between the wheels of Garelick’s apparatus is
essential in order for the dolly of Garelick to be properly
positioned around the snowrobile therein and to function in
the manner envisioned by the patentee. Sinply stated, we see
nothing in the disclosure of Garelick and Mdi san whi ch woul d
have fairly led a worker of ordinary skill in the art to the

particul ar nodifications of Garelick urged by the exam ner.

As is well settled, a rejection based on 8103 nust rest
on a factual basis, with the facts being interpreted w thout
hi ndsi ght reconstruction of the invention fromthe prior art.
In making this evaluation, the examner has the initial duty
of supplying the factual basis for the rejection he advances.
He may not, because he doubts that the invention is
pat ent abl e, resort to specul ati on, unfounded assunptions or
hi ndsi ght reconstruction to supply deficiencies in the factua

basis. See In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173,

178 (CCPA 1967), cert denied, 389 U S. 1057 (1968).
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Based on the above determi nations, we are conpelled to
reverse the examner's rejection of clains 1, 2, 5 through 7,
10 through 15 and 19 through 24 under 35 U.S.C. § 103 as being

unpat ent abl e over Garelick in view of M san.

We have al so reviewed the patents to Inbeault and Vasil ev
applied by the examner in the other 8 103 rejections on
appeal . However, we find nothing in these references or in the
exam ner’ s additional comments regardi ng such references which
woul d supply that which we have noted above to be lacking in
the basic conbi nation of Garelick and M san. Accordingly,
the examner's rejections of clains 3, 4, 8, 9 and 16 through
18 on appeal under 35 U S.C. 8§ 103 will |ikew se not be

sust ai ned.

As shoul d be apparent fromthe foregoing, the decision of
the exam ner rejecting clains 1 through 24 of the present

application is reversed.

Pursuant to 37 CFR § 1.196(b), we enter the foll ow ng new

ground of rejection against clains 21 through 24 on appeal.
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Clainms 21 through 24 are rejected under 35 U.S.C. §
102(b) as being clearly anticipated by Garelick. In this
regard, we observe that Garelick discloses (in the | anguage of
claim 21 on appeal) a device for lifting and transporting an
obj ect, wherein said device conprises a first nmenber (11,
11a); a second nenber (D) renovably connectable to said first
menber; a handl e assenbly or | ever neans (B) operatively
connectable to said first and second nenbers for rotating said
menbers between a first position where said nenbers are in a
bott om position beneath a first portion of the object to be
lifted and transported, and a second position where said
menbers are in a raised position having said first portion of
said object resting on a top surface of said second nenber
and neans (C) in the formof a bolt and chain assenbly for
mai nt ai ni ng a second portion of said object above the ground
so that said object is substantially bal anced on said second
menber to facilitate transporting said object. Wth respect
to clains 22 and 23 on appeal, the device of Garelick
additionally includes one or nore wheels (12, 12a) connected
to said first nenber and an arrangenent wherein said | ever

nmeans or handl e assenbly (B) includes an elongated third
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menber (2 or 3) having a first end which is renpovably engaged
wth said first nmenber. As for claim?24 on appeal, Garelick’s
mai nt ai ni ng neans (C) includes a novable nenber (6, 7) which
sel ectively engages along a predeterm ned portion of said
object and with a second end of said third nenber (2 or 3) as
can be seen in Figure 3 of the patent, and wherein said
predeterm ned portion is proximal said second portion of said

obj ect and distal said first portion of said object.

As is apparent fromthe above determ nations, the
exam ner’s decision rejecting clains 1 through 24 under 35
U S C 8 103 has been reversed and a new rejection of clains
21 through 24 on appeal has been entered by this panel of the
Board pursuant to

37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR



Appeal No. 98-1971
Application 08/575, 125

8§ 1.196(b) provides that, “A new ground of rejection shall not
be consi dered final for purposes of judicial review”
37 CFR § 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).
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REVERSED, 37 CFR § 1. 196(b)

| AN A. CALVERT
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JOHN F. GONZALES
Adm ni strative Patent Judge
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