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The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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Bef ore KRASS, FLEM NG, and LEE, Administrative Patent Judges.

KRASS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clains 1 through 20 in this reexam nation proceedi ng of U S

Patent No. 5,191, 365.

! Reexam nati on proceeding for U S. Patent No.
5,191, 365, issued March 2, 1993, to Nick Stoyan, and based on
application 07/748,845, filed August 23, 1991. Reexam nati on
request filed August 2, 1996.
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The invention is directed to a corneal contact lens and a
nmet hod for treating nyopia by controlled corneal nolding.

Representati ve i ndependent claim11 is reproduced as
fol | ows:

1. A corneal contact |ens for shaping of the cornea
having a posterior surface for contact with the cornea of an
eye, said corneal contact |ens conprising:

a central zone having a central zone radius of curvature
and a central zone dianeter;

a tear zone | ocated concentrically around said centra
zone and having a tear zone radius of curvature and a tear
zone radi al thickness wherein said tear zone radi us of
curvature is smaller than said central zone radius of
curvature

a transition zone | ocated concentrically between said
central zone and said tear zone, said transition zone
conprising at |east one transition ring having a radius of
curvature which is between the radius of curvature of said
central zone and said tear zone, and wherein said transition
has a radial thickness; and

a peripheral zone | ocated concentrically around said tear
zone, said peripheral zone being integral with said tear zone
and having a peripheral zone radius of curvature wherein said
peri pheral zone radius of curvature is greater than or equa
to said central zone radius of curvature.

The exam ner relies on the follow ng references:
G aham 4,166, 255 Aug. 28, 1979

Fontana (Fontana ‘76), "Othokeratol ogy,"” Othokeratol ogy,
vol. 3, pp. 81-83, 1976.
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Hani sch, "Othokeratol ogy Through the Use of an ‘O K’ Fitting
Set," Othokeratol ogy, vol. 3, pp. 133-136, 1976.

Clainms 1 through 20 stand rejected under 35 U S.C. § 103.
As evi dence of obviousness, the exam ner cites Fontana ‘76 in
vi ew of Hanisch wth regard to clains 1 through 16, 19 and 20,
addi ng G ahamto this conbination with regard to clains 17 and
18.

Rat her than reiterate the argunents of appellant and the
exam ner, reference is nmade to the briefs and answer for the
respective details thereof.

OPI NI ON

W affirm

In applying Fontana ‘76 agai nst the clains, the exam ner
notes that the reference is also directed to reshaping the
cornea through the use of a contact |ens which has a centra
zone of a particular dianmeter and radius of curvature, a “tear
zone,” which the exam ner identifies as Fontana’s paracentra
or Fit on “K’ zone, with a radius of curvature smaller than
the radius of curvature of the central zone, the tear zone

having a particul ar thickness, and a peripheral zone | ocated
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concentrically around the tear zone and integral therewth.
The exam ner further notes that the peripheral zone has a
radi us of curvature greater than or equal to the radius of
curvature of the central zone and that the reference discloses
an internediate transition-type zone between the tear zone and
the peripheral zone. Reference is nmade to the figure on page
82 of Fontana ‘ 76.

Recogni zi ng that Fontana ‘76 does not specifically
di sclose a transition zone, having a plurality of transition
rings, as clainmed, and that Fontana ‘76 does not specifically
di scl ose a peripheral zone, as clained, the examner relies on
Hani sch to supply these deficiencies.

Appel lant’s first argunment is that neither Fontana ‘76
nor Hani sch di scl oses or suggests the clained tear zone. Mre
particularly, appellant interprets the term*®“tear zone” to
mean a circular tear channel or duct, providing a reservoir of
tear fluid that helps position the lens centrally on the
cornea and enhances | ens wearing confort, citing colum 3,
lines 51-56 of the patent under reexam nation. However, the

clainms do not require so narrow an interpretation of the term
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“tear zone” as there is nothing therein requiring the use of a
tear zone to help position the lens centrally on the cornea
nor is there any requirenent in the clains that such a tear
zone enhance lens wearing confort. |In any event, we agree
with the exam ner that Fontana ‘76 clearly suggests the “tear
zone.” Although not |abeled as such in Fontana ‘76, the
reference does disclose a fit on “K’ zone [see page 82] which
is located concentrically around a center zone and has a

radi us of curvature and a radi al

t hi ckness. The radius of curvature of the fit on “K,” or tear
zone, of Fontana ‘76 is smaller than the central zone radius
of curvature.

Appel I ant vigorously argues that the fit on “K’ zone of
Fontana ‘76 is not a tear zone because this portion of Fontana
‘76 contacts the eye and therefore cannot provide for a
reservoir of tear fluid. Appellant relies on a declaration by
Dr. Wodyga, filed in a related reexam nati on of another
St oyan patent, wherein Dr. Wodyga explains Figure 1 of
anot her Fontana article, Fontana ‘74, in order to show how

portions of the lens in that article which are in contact with
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the eye differ fromthe portions of the lens in the instant
i nvention which contact the eye. W find the Wodyga

decl aration to be unpersuasive of nonobvi ousness of the
subject matter before us. The instant rejection involves
Fontana ‘76 as the primary reference. Yet, the Wodyga
declaration refers only to Fontana ‘74. Therefore, the
declaration is irrelevant to the issue before us because even
assum ng, arguendo, that we accept all that declarant would
have us accept, this still does not address the issue as to
why Fontana ‘76 does not suggest the instant claimed subject
matter even if Fontana ‘74 does not.

Appel | ant appears to want to treat the two Fontana
references as identical, although there is no indication that
they are so identical. Even if Fontana ‘74 does, sonehow,
fail to disclose the clained tear zone, Fontana ‘76, two years
| ater, may be describing an i nprovenent over the Fontana ‘74
| ens which includes such a tear zone. Although a fit on “K’
portion of a lens mght, conventionally, be interpreted as a
base curve which conforns to, and thus contacts, the cornea,

the di sclosure of Fontana ‘76 woul d appear to suggest
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otherwise. Mre particularly, at page 83 of the reference, it
is stated that the

fluorescein pattern should be one in which there is

a slight apical contact at the center of the |ens

and good drai nage throughout the remai nder of the

| ens area.
Accordi ngly, Fontana ‘76 appears to suggest contact at the
center of the lens, i.e., in the center circle portion, or
zone, depicted on page 82 with “good drainage,” i.e., a “tear

zone,” throughout the remai nder of the | ens depicted at page

82. Thus, the exam ner appears to have nade out a prim facie

case of obviousness at least with regard to the clained “tear
zone” and appel |l ant has not convinced us that the exam ner’s
interpretation of Fontana ‘76, in this regard, is in error.

Appel I ant’ s argunent that Hani sch does not disclose the
claimed “tear zone” is not persuasive because, as expl ai ned
supra, it is Fontana ‘76 which we and the exam ner rely on for
such a teachi ng.

Appel l ant’ s next argunent is directed to the clained
transition rings. Caim1, for exanple, requires a
“transition zone” that conprises “at |east one transition ring

having a radi us of curvature which is between the radius of



Appeal No. 98-1949
Reexam nati on No. 90/004, 323

curvature of said central zone and said tear zone...” Wiile
the exam ner relies on Hanisch for a teaching of the cl ained
transition ring, appellant contends that Hani sch’s teachi ng of
“bl endi ng” between basic curves is not a suggestion of the
claimed transition ring. Again, we agree with the exam ner.

Clearly, the radius of curvature of the central zone in
Fontana ‘76 is different fromthe radius of curvature of the
tear zone, or fit on “K' zone, of Fontana '76. Accordingly,
arti sans woul d have known that there should be sone transition
bet ween these two curves. Hanisch recognized this and sought
to inprove | enses by providing for

better bl ending between the basic curves to allow

better drainage and nore gradual flattening

peri pheral curves beyond the paracentral area...for

a snoot h

static tear flow enhancing confort and rapid cornea

changes wi thout arcing fromunbl ended areas bearing

on the cornea [page 134].
Accordingly, it would have been obvious to the skilled artisan
to provide for such “blendi ng” between the basic curves in
Fontana ‘76. Such a “bl ending” woul d obvi ously have entail ed

a transition zone between the two zones to be bl ended, i.e.,

the central zone and the tear zone. Cearly, to go fromone
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curve having a first radius of curvature to a second curve,
havi ng a second radi us of curvature, the transition zone nust
have a radius of curvature which is between the first and
second radius of curvature. This is all that the “transition
ring” of instant claim1l1 requires. Thus, contrary to
appel l ant’s position, the “better blending” suggested by

Hani sch does, indeed, suggests the provision of one or nore
transition rings as recited in the instant clains.

Appel | ant al so argues [bottom of page 10 of the principal
brief] that Hani sch does not disclose or suggest the plurality
of peripheral rings with increasing radii of curvature of
clains 2, 5, 12, 13 and 20 while the reference al so does not
di scl ose or suggest the plurality of transition rings with
increasing radii of curvature of clains 3, 4 and 9 through 11.
W di sagree.

For the reasons supra, in our view, Hanisch does suggest
the clained rings because it suggests a bl ending between
curves of differing radii of curvature. It would have been
obvious to artisans, within the neaning of 35 U S.C. § 103,

that, given such a teaching, one may transiti on between two
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different curves with a single transition ring spanning
between the two different radii of curvature or, if desired, a
plurality of such transition rings, with as many increnments as
desired, may be enployed to gradually span the two different
radii of curvature. Either way woul d have been equally
obvious to the skilled artisan, with a greater plurality of
transition rings being enployed for a snoother transition.

It is noted that while Hanisch does not explicitly
di scl ose transition “rings” as actual circular elenents, the
“rings” of the instant clains do not require such circular
el ements. The clained transition and peripheral “rings” are
defined by their recited functions of providing transitions
between different radii of curvature and this function is
clearly suggested by the
“bl endi ng” of Hanisch. Accordingly, we find the instant
cl ai med subject natter to have been obvious within the neaning
of 35 U S.C. § 103.

Appel I ant’ s argunent that the conbination of Fontana ‘76
and Hani sch would not yield the present invention [page 11 of

the principal brief] is not persuasive because appel |l ant bases

10
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this conclusion on the faulty prem se that Hani sch suggests
that the “better blending” between curves is acconplished by
polishing. W are aware of nothing in Hanisch which discloses
polishing as the manner in which Hani sch acconplishes the

di scl osed “better blending.” Taken as a whole, together with
the teaching of Fontana ‘76, we find the applied references to
clearly suggest the instant clainmed subject matter.

Final ly, Appellant argues that neither Fontana ‘76 nor
Hani sch provides for the confort problemthat the instant
i nvention solves. W find this argunent to be unpersuasive
first, because the instant clains recite nothing about such
“confort” and, second, because there is no evidence in this
record relating to the confort of the instant |enses conpared
to the confort achieved by prior art |enses.

In appellant’s reply brief, there is an argunent
regardi ng the order of cutting the Iens in Fontana as conpared
with the order of cutting the lens of the instant invention.
Appel | ant contends that the declaration of Dr. Wodyga
supports the contention that the manner of cutting the Fontana

| ens woul d clearly have not provided for the properties of the

11
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cl ai med zones. Appellant also contends that the Bl ackburn
decl aration, submtted by the third party requestor in the
reexam nation proceedi ngs involving the Stoyan patents, and
purporting to show that the Fontana | ens was actually nmade and
did, indeed, result in the instant clainmed invention, is
faulty because the paracentral curve was not cut first, as
suggested by Dr. Wodyga and Font ana.

We have considered the declarations and the argunents
regardi ng how the Fontana | ens woul d be cut but we are
unper suaded of the unobvi ousness of the instant clained
subject matter.

Wth regard to the Bl ackburn declaration, we find this
decl aration faulty as it raises many questions as to how,
exactly, the |l ens was nmade, what cuts were nmade in what order,
etc. Also, since the declaration was submtted by a party
whose interests are adverse to appellant’s and the decl arant
IS
unavail abl e for cross-exam nation, it would appear to be
unfair to appellant to accept the Bl ackburn declaration,

w t hout nore, at face val ue.

12
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Wth regard to the Wodyga decl aration, as expl ai ned
supra, as this declaration is not directed to Fontana ‘76, but
only to Fontana ‘74, and there is no reason to accept that
they are one and the sanme | ens being disclosed, it does not
seemto have any probative value with regard to what Fontana
‘76 teaches or suggests.

For the reasons supra, we hold that the exam ner has

established a prinma facie case of obvi ousness under 35 U.S.C.

8§ 103 with regard to the instant clainmed subject matter and

t hat appel |l ant has not overcone that prima facie case either

by argunent or evidence.
Accordingly, the examiner’s decision rejecting clains 1

through 20 under 35 U.S.C. 8§ 103 is affirned.

13
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under
37 CFR 8§ 1.136(a).

AFFI RVED

Errol A Krass )
Adm ni strative Patent Judge )
)
)
)
M chael R Flem ng ) BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

Jameson Lee
Adm ni strative Patent Judge
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