The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JEAN-LOQUI S GUERET

Appeal No. 1998-1939
Application No. 08/403, 288

HEARD: May 16, 2000

Bef ore CALVERT, FRANKFORT, and GONZALES, Adninistrative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to
26, all the clains in the application.

The clains on appeal are drawn to a brush for the
application of a make-up product (clains 1 to 22, 25 and 26),
a method for applying nail varnish (claim23), and a unit for

applying a nail varnish (claim24). They are reproduced in
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Appendi x | of appellant’s brief, except for the m nor

di screpancies noted in section (8) of the exam ner’s answer.
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The references applied in the final rejection are:

Dyche 2,721,561 Cct. 25,
1955

Gueret (CGueret *281) 4,927, 281 May 22,
1990

Querr et 5,020, 551 Jun. 4,
1991

Newel | 5, 159, 736 Nov. 3,
1992

Gueret (Gueret ‘011) 5,238,011 Aug. 24,
1993

Pihl et al. (Pihl) 5, 443, 906 Aug. 22,
1995

(effective filing date Mar. 19,

1992)

Col e 2, 159, 699 Dec. 11,
1985

(British Application)

Van N ekerk 405, 819 Jan. 2,
1991

(Eur opean Application)

Gueret (WO Application) 93/14251 Jul . 22, 1993!

(Gueret ‘251)
Clainms 1 to 26 stand finally rejected under 35 U S.C. 103
as unpatentabl e over Newell in view of Gueret ‘011, Cole, Van

Ni ekerk, Pihl, Gueret ‘251, Gueret ‘281, Guerret and Dyche.?

' A copy of atranslation of this reference, prepared for
the PTO is enclosed herewth.

2 Qur consideration of this appeal has not been
facilitated by the manner in which the exam ner has stated the
rejection. Although several of the references appear to be
relevant only to limtations recited in dependent clains, the
exam ner has sinply lunped all the references together in one
rejection, leaving it to this Board (and appellant) to attenpt
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Turning to claiml1l, we glean fromthe exam ner’s answer
(page 3, section (11), lines 4 to 16, and section (13), first
t hree paragraphs) that the exam ner found this claimto have

been obvi ous over Newell in view of GQueret ‘011 and Col e.

to determne fromthe exam ner’s comments (in which he does
not state precisely what he considers would have been obvi ous)
i n what conbinations and to which clains the various
references are intended to be applied.
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After fully considering the record in light of the
argunents presented in appellant’s brief and reply brief, we
conclude that claim1l is unpatentable over the conbined
teachi ngs of Newell, Gueret ‘011 and Col e.

Newel | di scl oses a brush usable as, inter alia, "an

applicator for applying cosnetics to one’s face and/ or hands”
(col. 1, lines 23 to 25). A tuft of axially-extending
bristles 11 is attached to handle 12 by a filanent ("staple")
20, made of various plastics (col. 2, lines 45 to 48). The
material of the bristles is not specified, except that they,
like the rest of the brush, are made of plastic (col. 3, lines
37 to 46).

Col e di scl oses brushes of various configurations for
appl ying cosnetics such as mascara or |lipstick (page 1, line
34). Al the disclosed brushes have axi all y-extending
bristles 13, 18, 20, 23, etc.; the brush of Figure 8 also has
radi al | y-extending bristles 27. The bristles may be in the
formof tufts, can be stapled to the handle (page 2, |ines 87
to 96), and are made from "rubber or plastics material s" (page

1, lines 41 to 45).
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Gueret ‘011 discloses a brush having radially-extending
bristles 2 for applying "a make-up product having a liquid to
pasty consi stency, especially mascara” (col. 2, lines 67 and
68). The patent teaches that in order to deposit a sufficient
quantity of make-up while still being soft to avoid irritating

contact with the eye (col. 1, lines 14 to 19 and 44 to 47,

col. 4, lines 12 to 14), the bristles should be nmade of
el astonmeric or thernoplastic material, i.e. (col. 2, lines 32
to 37):

The material is preferably selected fromthe
follow ng group of materials: silicone,
EVA=et hyl ene vi nyl acetate copol yner, polyether
am de bl ock copol yner, pol yester el astoner,
EPDM=et hyl ene propyl ene di ene nononer rubber,
pol yur et hane, SBS=styrene butadi ene styrene,

| atex and nitrile butadi ene rubber.

In view of this disclosure of Gueret ‘011, we consider
that it would have been obvious to one of ordinary skill in
the art to make the axially-extending bristles of the brushes
of Col e out of one of the materials disclosed by Gueret ‘011,
supra, including a thernoplastic el astonmer such as EPDM

rubber, polyester elastoner, or SBS. Such a nodification of

the brushes of Cole, which, as discussed above, are di scl osed
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as usabl e for applying mascara, would have been readily
suggested by the teaching of Gueret ‘011 that bristles nade of
such materials should be used when applying

mascara in order to avoid irritating contact wth the eye.

Al t hough the brush disclosed by Gueret ‘011 has radially-
extending bristles, the teachings of this reference concerning
the desirability of using soft bristles to apply mascara woul d
be equally applicable to a nmascara brush (such as Cole’s) with
axi al | y-extendi ng bristles.

Newel | is considered to be essentially superfluous to the
rejection of claim1.

Accordingly, the rejection of claiml1l wll be sustained,
as Wll the rejection of clains 10 to 22, which appellant has
grouped with claim1 (Brief, page 3, section VII).

Claim2 recites:

The brush of claim1l1l, wherein at |east a
proportion, of the bristles are conprised of a
conbi nation of at |east one non-el astoneric
t hernopl astic polynmer with at | east one materi al
selected fromthe group consisting of an
el astoneric thernoplastic, a vul canized nateri al
and a m xture thereof.

Caim7 is simlar, but is nore specific as to the non-

el astoneric thernoplastic polynmer and does not recite "a
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vul cani zed material and a m xture thereof."” The only such
conbi nation conposition we find disclosed in any of the
applied references is in Pihl at, e.g., col. 8, lines 45 to
48. However, Pihl’'s disclosure concerns the structure of
abrasive filaments, such as are used in power brushes and the
i ke for abrading netal, plastic, etc. (col. 21, line 61, to
col. 22, line 10). W agree with appellant to the extent that
we do not consider that one of ordinary skill in the art would
have found in Pihl’s disclosure of the use of a thernoplastic
pol ymer/t hernopl astic el astonmer (el astoneric thernoplastic)
conbi nation or blend for abrasive filanents any suggestion to
enpl oy such a conbination for the bristles of a brush used to
apply cosnetics; while both types of bristles are used in
brushes, their functions are antithetical, in that abrasive
filaments are used to renove material froma substrate, while
the cosnetic brush is used to apply a nmaterial to a substrate.

We therefore will not sustain the rejection of clains 2
and 7, nor of clains 8 and 9, dependent on claim7.

The rejection of clains 3, 4, 6 and 25 will be sustained
on the sane basis as claiml. As to clains 4 and 6, the

recited hardness woul d have been obvious in view of the
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di scl osure of a Shore hardness of 20A to 40D at col. 3, line
11 of Gueret *‘011.
Claimb5 recites:

The brush of claim1l, wherein said naterial is a

vul cani zed nmaterial selected fromthe group

consisting of a silicone rubber, rubbers with a

nitrile function, EPDMs (terpolynmers of

et hyl ene, propylene and a diene), natura

rubbers, pol ynorbordenes, and butyl rubbers.
Clains 26 is narrower than claim5 in that the bristle
material is recited as "a vul cani zed rubber nmaterial.” W
take official notice® of the fact that natural and synthetic
rubbers generally nust be vul canized in order to have usef ul
properties,* and conclude that one of ordinary skill would
interpret the Cole and Gueret ‘011 di scl osures of rubber and

synthetic rubber (elastoner) bristles as referring to

vul cani zed rubber, since bristles made of unvul cani zed rubber

3 See In re Ahlert, 424 F.2d 1088, 1091, 165 USPQ 418,
420-21 (CCPA 1970).

4 See 15 MG awHi Il Encycl opedia of Science & Technol ogy
589 (1992) (copy enclosed). This reference also shows that,
contrary to appellant’s assertion at page 5 of the brief (Iast
par agr aph), vulcanization is not [imted to cross-1inking by
sul fur bonds; see the first paragraph under "Curatives and
vul cani zation. "
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would in all likelihood stick together and generally be
unusable for their intended purpose. The brushes clained in
clainms 5 and 26 therefore would have been obvious for the sane
reasons as di scussed above with regard to claim1, and the
rejection of clains 5 and 26 will be sustained.

Clainms 23 and 24 are specific to the application of nai
varni sh, claim23 being essentially drawn to a nmethod for
applying nail varnish with a brush as defined in claim1l, and
claim24 to a unit for applying nail varnish conprising a
container containing nail varnish and a stopper joined to a
brush as defined in claiml1l. As noted previously, the Newel
brush is disclosed as being utilized as an applicator for
appl ying cosnetics to the hands (col. 1, lines 23 to 25), and
since nail varnish is one, if not virtually the only, cosnetic
normal |y applied to the hands, we conclude that it would have
been obvious to utilize the brush of Newell for applying nai
varnish. Wth regard to claim 24, Newell shows the brush 11
attached to a sealing cap 14 for a container (col. 3, line 55,
to col. 4,
line 6). Newell differs fromclains 23 and 24 in that it only
indicates that the bristles are made of plastic, rather than

10
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any specific materials. However, the Col e reference suggests
that the brushes disclosed therein nay be used to apply liquid
cosnetic material (page 1, line 65), which would include nai
varni sh, and in connection with its disclosure that the
bristles nay be made of rubber or plastic materials, states
that "The applicator can thus be made very nuch nore cheaply
than a conventional bristle brush" (page 1, lines 46 to 48).
In view of this teaching of Cole, we consider that it would
have been obvious to one of ordinary skill in the art to nake
the bristles of the Newell brush of vul canized rubber in order
to reduce the cost of the brush. Wile this may not be the
reason why appell ant uses vul cani zed rubber bristles, "the |aw
does not require that the references be conbined for the

reasons contenplated by the inventor.” |In re Beattie, 974

F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. Gir. 1992).

W will accordingly sustain the rejection of clains 23
and 24.
Concl usi on

The examiner’s decision to reject clains 1 to 26 is
affirmed as to clains 1, 3 to 6 and 10 to 26, and reversed as
toclains 2 and 7 to 9.
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No period for taking any subsequent action in connection

with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART

JOHN F. GONZALES
Adm ni strative Patent Judge

| AN A, CALVERT )
Adm ni strative Patent Judge )
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