The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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Before JERRY SM TH, LALL, and BARRY, Admi nistrative Patent
Judges.

JERRY SM TH, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe examner’s rejection of clainms 1-21, which constitute

all the clains in the application.
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The disclosed invention pertains to the projection of
identifying images onto cut parts of a sheet material to
enable the parts to be sequentially renoved for subsequent
processi ng.

Representative claim1l is reproduced as foll ows:

1. A part identification systemfor tenporarily
identifying parts cut froma sheet material, conprising:

(a) a visual signal generator for projecting a subset
identifying image onto a portion of the sheet material;

(b) a label for each part cut fromthe sheet material,
t he | abel including an association of the cut part with a
gi ven subset of parts; and

(c) a labeling programfor accessing the |abels, grouping
menbers of the given subset and directing the subset
identifying image to identify nmenbers of the given subset in
the cut sheet material.

The exam ner relies on the follow ng references:

Gerber et al. (Cerber) 4,583, 181 Apr. 15, 1986
Campbel |, Jr. et al. (Canpbell) 5,172, 326 Dec. 15, 1992

Clains 1-21 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Canpbell in view
of Cerber.

Rat her than repeat the argunments of appellant or the

exam ner, we nake reference to the briefs and the answer for
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the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’s
argunments set forth in the briefs along wwth the examner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclains 1-21. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,
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837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U. S.

825 (1988); Ashland O1, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cr. 1992). If that burden is net,
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the burden then shifts to the applicant to overcone the prim
facie case with argunent and/or evidence. Cbviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasi veness of the argunents. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunents

actual ly made by appel | ant have been considered in this

deci sion. Argunents which appellant could have made but chose
not to nmake in the brief have not been considered [see 37 CFR
§ 1.192(a)].

The exam ner observes that Canpbell discloses a web
cutting systemwherein tenplates are mani pul ated on a conputer
screen to control where the cuts will be nmade on the sheet
material. Wth respect to each of the independent clains on
appeal , the exam ner asserts that Canpbell differs fromthe
clainmed invention only in the clained projection of an

identifying image onto the sheet material. Gerber teaches
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that a desired pattern to be cut fromsheet material which is
shown on a display can also be projected directly onto the
fabric. It is the examner’s position that it would have been
obvious to the artisan to replace the tenplate display of
Campbell with the projection system of CGerber [answer, pages
3-4].

Wth respect to the independent clains, appellant nekes
several argunents of which the following are considered to be
nost pertinent. First, appellant argues that there is no
basis for nodifying the teachings of Canpbell with the
teachi ngs of Gerber, and such nodification does not result in
the clained invention anyway [brief, pages 7-11]. Second,
appel | ant argues that Canpbell and CGerber are each directed to
a technique for determ ning where to cut a piece of sheet
materi al whereas the clained invention is directed to a nethod
and apparatus for handling material pieces which have al ready
been cut fromthe sheet material [id., pages 11-22]. W agree
with each of these argunents.

W will not explain our position in detail in this

deci si on because we essentially agree with appellant’s
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position which is explained in detail in the brief. The

exam ner has not responded to any of appellant’s pertinent
argunents in the brief, but instead, the exam ner has sinply
repeated erroneous positions held fromthe start of
prosecution in this application. The clains relate to a

met hod and apparatus for projecting an identifying i nage onto
previously cut material pieces to enable identification and
sorting for subsequent processing. Neither Canpbell nor
CGerber relates to the identification of previously cut pieces.
Appel lant is also correct that there is nothing to be gai ned
by projecting the tenplates of Canpbell onto the material
itself. The tenplates would still be used only to determ ne
where to cut the sheet material and would not satisfy the
claimrecitations of projecting identifying information onto

mat erial parts previously cut fromsheet material.

Si nce each of the independent clains recites |limtations
whi ch are not taught or suggested by the applied prior art, we
do not sustain the examner’s rejection of any of clainms 1-21

based on the prior art applied by the exam ner. Therefore,
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the decision of the exam ner rejecting clains 1-21 is

reversed.
REVERSED
JERRY SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
PARSHOTAM S. LALL )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
LANCE LEONARD BARRY )
Adm ni strative Patent Judge )
JS: pgg

Harter, Secrest & Enmery LLP
700 M dt own Tower
Rochester, NY 14604
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