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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 1-20, which constitute
all the clains in the application. An amendnent after final
rejection was filed on March 27, 1997 but was denied entry by

t he exam ner.
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The di scl osed invention pertains to the arrangenent of
a data processor, a level 2 (L2) cache and a main nenory
within a conputer system Mre particularly, the invention
relates to the integration and interconnection of these
conponents in a manner to reduce the tine it takes to access
data fromthe L2 cache or fromthe main nenory and provide
such data to the processor

Representative claim1l is reproduced as foll ows:

1. A conputer systemincluding a processing unit, L2
cache and nenory, conpri sing:

a storage control unit including an integrated cache
controller and nenory controller for controlling operations of
said L2 cache and said nenory, respectively;

means for simultaneously initiating a first operation to
retrieve information fromsaid L2 cache and a second operation
to retrieve information fromsaid nenory;

means for determning if information required by said
processing unit is stored in said L2 cache; and

means for aborting said second operation by providing a
stop nenory operation signal directly fromsaid cache
controller to said nenory controller concurrent with a
determ nation that said information is in said L2 cache;

wherein said second operation is aborted before any
request signals are output to said nenory and said nenory
conti nues operations independent of said second operation.

The exam ner relies on the follow ng references:
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Lange et al. (Lange) 3, 896, 419 July 22, 1975
Capozzi 4,323, 968 Apr. 06, 1982
Ai chel mann, Jr. et al. 4,823, 259 Apr. 18, 1989

(A chel mann)

CGusefski et al. (Gusefski) 5,202,972 Apr. 13, 1993

Clains 1-4, 10-14 and 20 stand rejected under 35
U S C
8§ 103 as being unpatentabl e over the teachings of Lange and
Capozzi. Cains 2-10 and 12-20 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over the teachings of Lange,
Capozzi, Gusefski and A chel mann.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’

argunents set forth in the briefs along with the exam ner’s
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rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1-20. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clained invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPR2d 1434, 1438 (Fed. Cir.),
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cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. (Oobviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasiveness of

the argunents. See l1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR

§ 1.192(a)].
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We consider first the rejection of clains 1-4, 10-14
and 20 based on the teachings of Lange and Capozzi. Cains 1-
3, 10-13 and 20 stand or fall together as a single group
[brief, page 11]. Wth respect to independent clains 1 and
11, the exam ner basically finds that Lange teaches all the
features of these clainms except for the cache being an L2
cache and the cache controller and the nmenory controller being
integrated. The exam ner cites Capozzi as teaching the
integration of a cache controller and a nenory controller into
a single unit. The exam ner concludes that it would have been
obvious to the artisan to integrate the cache controller and
menory controller of Lange based on the teachings of Capozzi.
The recitation of an L2 cache is dism ssed since multiple
caches were conventional in the art [answer, pages 3-4].

Appel  ants argue that neither Lange nor Capozzi
teaches the clainmed feature of “providing a stop nmenory
operation signal directly fromsaid cache controller to said
menory controller concurrent with a determ nation that said
information is in said L2 cache” [brief, pages 14-15].

After a careful consideration of the conplete record
inthis case, we agree with the position argued by appell ants.
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The exam ner points to the “INT” signal of Lange as neeting
the stop nmenory operation signal. Although the “INT” signal
does stop operation of the nenory controller, this signal is a
function of the “MATCH signal output from conparator 29. The
“MATCH' signal indicates a determ nation that desired
information is in the cache. Cdainms 1 and 11 would require
that signals “MATCH and “INT” be generated concurrently and
directly fromthe cache controller to the menory controller.
These two signals are not generated concurrently. Lange
states that the “match signal is generated between the tine
the strobe address register signal SAR is generated and the
time that an interrupt signal INT is to be generated by the
interrupt generator 16" [columm 8, lines 16-19]. Thus,
signals MATCH and INT are clearly not concurrent as required
by i ndependent clainms 1 and 11 nor is the stop nenory
operation signal in Lange sent directly fromthe cache
controller to the menory controller.

The exam ner has also cited a per se rule that
shifting the |ocation of parts is not patentable [answer, page
6] . Exami ners should avoid the application of such per se
rules wthout considering the particular facts of each case.
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In this case, the rule is incorrectly applied because the
| ocation of parts is not an irrelevant design choice. It is
precisely the location of the various parts of the clained
i nvention which achi eves the desirabl e speed advant ages
described in appellants’ specification. The exam ner mnust
provide a record to support the obviousness of the clained
invention. Such record is |acking here.

In summary, the rejection of independent clains 1 and
11 based on the teachi ngs of Lange and Capozzi is not
sust ai ned. Therefore, Lange and Capozzi al one do not support
the rejection of dependent clains 2-4, 10 and 12-14 either.
Al t hough dependent clains 2-10 and 12-20 are al so rejected on
the collective teachings of Lange, Capozzi, QGusefski and
Ai chel mann, the additional teachings of CGusefski and
Ai chel mann do not overcone the deficiencies of Lange di scussed
above. Therefore, we do not sustain the rejection of any of
clainms 1-20 based on the prior art applied by the exam ner.
Accordingly, the decision of the exam ner rejecting clains 1-
20 i s reversed.

REVERSED
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JERRY SM TH
Adm ni strative Patent Judge
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