TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore MElI STER, NASE, and CRAWFORD, Adninistrative Patent

Judges.
NASE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clains 2, 4 to 9, 19 to 22 and 24 to 26, which

are all of the clainms pending in this application.?

! Application for patent filed Septenber 19, 1996.

2 Claim24 was anended subsequent to the final rejection.
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W REVERSE.
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BACKGROUND

The appellant's invention relates to a nethod of
manuf acturing a dynam c groove bearing. An understandi ng of
the invention can be derived froma readi ng of exenplary
clainms 24 and 25, which appear in the appendix to the

appel lant's brief.?

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Mur r ay 3, 659, 324 May 2,

1972

Wendel 3,833, 275 Sep. 3,

1974

Kanamaru et al. 4,370, 793 Feb. 1,

1983

( Kanamar u)

Sat o 4,936, 126 June
26, 1990

Naganawa* 3-282009° Dec. 12, 1991

® W not that claim24 as presented in the appendi x to the
appel lant's brief contains one error which was noted by the
exam ner on page 3 of the answer.

4 The exam ner and the appellant used the nane of Osanawa
to refer to this reference.

®In determ ning the teachings of Naganawa, we will rely
on the transl ation provided by the PTO. A copy of the
translation is attached for the appellant's conveni ence.
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(Japan)

Claims 2, 4to 7, 19 to 22, 24 and 25 stand rejected
under 35 U.S.C. § 103 as bei ng unpatentabl e over Wendel in

vi ew of Murray.

Claim8 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Wendel in view of Murray and Naganawa.

Claim9 stands rejected under 35 U. S.C. 8 103 as being

unpat ent abl e over Wendel in view of Murray and Kanamar u.

Claim 26 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Wendel in view of Miurray and Sato.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the nonfinal O fice action
(Paper No. 18, mumiled January 7, 1997) and the exam ner's

answer (Paper No. 25, nmiled Decenber 19, 1997) for the
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exam ner's conpl ete reasoning in support of the rejections,
and to the appellant's brief (Paper No. 24, filed Novenber 3,

1997) for the appellant's argunments thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 2, 4 to 9, 19
to 22 and 24 to 26 under 35 U. S.C. § 103. Qur reasoning for

this determ nation foll ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

UsPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of
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obvi ousness i s established by presenting evidence that the
reference teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto nmake the proposed conbi nati on or ot her

nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ

560, 562 (CCPA 1972). Furthernore, the conclusion that the

clai med subject matter is prinma facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that woul d have | ed that individua
to conmbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. G r. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being
interpreted w thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply

deficiencies in the factual basis for the rejection. See In
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re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we analyze the prior art applied
by the examiner in the rejection of the independent clains

(i.e., clains 24 and 25) on appeal.

Wendel discl oses a footstep bearing. As shown in Figure
3, the footstep bearing 1 is fornmed by a bearing bushing 2 and
a bearing block 3 which are securely and permanently force fit
together. The upper frontal end of the bearing block 3 is
shaped to provide a conical bearing step 4 on which the | ower
end of the shaft 5 of a spindle rests. The step 4 absorbs the
axial thrust of the spindle during operation. The shaft 5 is
al so guided radially by the upwardly extendi ng tubul ar bearing
bushing 2, the inner surface 6 of which conform ngly surrounds
and engages the | ower portion of the shaft 5. Bushing 2 is
provided with a bore 16 extending transversely into the area
11. The bore 16 enables lubricant to pass fromthe bol ster or
housing of the spindle into the bushing 2, to lubricate the

axial end of the shaft 5.
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The formation of the step 4 and the securenent to the
block 3 to the bushing 2 is depicted in Figures 1 and 2. The
bushing 2 is forned at its lower end with a cylindrica
openi ng 9 havi ng an upper circunferential edge 10 bevel ed
outwardly toward an inner cylindrical portion 11. The
opposite or outer edge 12 is simlarly countersunk in an
outward bevel. As seen in Figure 2, the bearing block 3 is
originally provided as a cylindrical slug having an axia
| ength greater than the axial length of the cylindrica
opening 9. The cylindrical slug or block 3 is inserted into
the opening 9 so that relative to one another the outer flat
end 13 of the block 3 extends bel ow the plane 14 of the | ower
end of the bushing 2, while the inner flat end 15 of the bl ock
3 extends into the cylindrical section 11. Thereafter, the
bushing 2 and inserted block 3 are set on a conform ng
supporting surface, such as an anvil, and a stanping
i nstrunment having a die surface conformng to the conical step
4 is placed on the flat inner end 15. Pressure is applied on
the stanping instrunent by a conventional hamrer, press or the

|i ke to cause
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the material of the block 3 to be deforned so that
simultaneously with the creation of the conical step 4, the
material is displaced and swaged to fill the countersunk edges
11 and 12 as seen in Figure 3. As a result of the
conpression, the bearing block 3 lies with its outer
cylindrical face in secure engagenent with the face of the
opening 9 so that the entire block 3 is imobvably held in the
bushing 2. Wendel teaches (colum 3, |ines 20-22) the bushing
2 and bl ock 3 can be made of different materials as for

exanpl e steel and bronze respectively.

Murray discloses a nethod of manufacturing an axia
bearing part nmade of a sintered netal powder having a carbon
content of less than 0.1 percent and having a plurality of
spiral grooves in at |east one face thereof consisting of the
steps of formng in a pressing die a plurality of grooves
corresponding to the ridges between the grooves in the bearing
part, grinding the die face snoothly and thereafter pressing

the die face in the bearing part to formthe spiral grooves.
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After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clains at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of Wndel and the
i ndependent cl ains on appeal (i.e., clains 24 and 25), it is
our opinion that the only difference is the I[imtation
concerning the step of form ng grooves in the bearing surface
part (claim24) or the bearing surface (claim25) sinmultaneous
with steps of
(1) deform ng/obtaining the bearing surface part/bearing
surface into the second/finished shape; and (2) affixing the
bearing surface part wthin the bearing nenber or securing the

mass of ductile material in the bearing part.

Wth regard to this difference, the exam ner determ ned
(nonfinal Ofice action, pp. 2-3) that

[i]t woul d have been obvious to one of ordinary skill in
the art at the tine the invention was nmade to press
grooves, as shown by Murray, in the bearing surface
formed by Wendel follow ng the teaching of Murray that a
grooved bearing surface inproves lubrication, and further
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obvi ous to press such grooves sinmultaneously with the
deformation utilized by Wendel for securing and shaping
the bearing insert follow ng the teachi ng of Wendel that
it is desirable to conbi ne steps.

The appel |l ant argues (brief, pp. 5-11) that the exam ner
is "enploying inperm ssible hindsight reconstruction” and that
the applied prior art does not "teach or suggest the form ng
of the bearing's overall shape and the form ng of the grooves
in the bearing in a single manufacturing step." W agree. In
our view, the only suggestion for nodifying Wendel in the
manner proposed by the exam ner to neet the limtations of
clainms 24 and 25 stens from hindsi ght know edge derived from
the appellant's own disclosure.® Specifically, it is our
opi ni on that the conbined teachings of Wendel and Murray woul d
not have been suggestive of providing Wendel's conical bearing
step 4 with grooves which are formed sinmultaneously with the

formati on of Wendel's coni cal bearing step 4.

¢ The use of such hindsi ght know edge to support an
obvi ousness rejection under 35 U S.C. 8 103 is, of course,
i mperm ssible. See, for exanple, W L. Gore and Associ ates,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-
13 (Fed. Cir. 1983), cert. denied, 469 U. S. 851 (1984).
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We have al so revi ewed the Naganawa, Kanamaru and Sato
references additionally applied in the rejection of clains 8,
9 and 26 but find nothing therein which nakes up for the

deficiencies of Wendel and Murray di scussed above.
For the reasons stated above, the decision of the
examner to reject clains 2, 4to 9, 19 to 22 and 24 to 26

under 35 U.S.C. 8 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 2, 4to 9, 19 to 22 and 24 to 26 under 35 U. S.C. § 103

is reversed.
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REVERSED

MURRI EL E. CRAWFCORD
Adm ni strative Patent Judge

JAMES M MEl STER )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

JVN gj h
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