THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CONSTANCE V. WASSERVAN

Appeal No. 1998-1608
Application No. 08/429, 926

ON BRI EF

Bef ore COHEN, NASE, and CRAWORD, Admi nistrative Patent Judges.
NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 and 4 through 8, which are all of the

clainms pending in this application.

W REVERSE and REMAND.

! Application for patent filed April 27, 1995.
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BACKGROUND

The appellant's invention relates to an anklet for a foot
orthosis. An understanding of the invention can be derived
froma reading of exenplary clains 1 and 8, which appear in

t he appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

| ncorvai a 4,401, 113 Aug.
30, 1983

Hi cks 5,372,576 Dec. 13,
1994

Clains 1 and 4 through 8 stand rejected under 35 U S. C

8§ 103 as being unpatentabl e over Hi cks in view of |ncorvai a.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejection, we nake reference to the final rejection (Paper No.
5, mailed January 15, 1997) and the answer (Paper No. 11
mai | ed Decenber 8, 1997) for the exam ner's conplete reasoning

in support of the rejection, and to the brief (Paper No. 10,
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filed Septenber 19, 1997) for the appellant’'s argunents

t her eagai nst .
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the examner is

insufficient to establish a prina facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 and 4 through
8 under 35 U.S.C. §8 103. CQur reasoning for this determ nation

foll ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd
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1596, 1598 (Fed. Cr. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

Evi dence of a suggestion, teaching, or notivation to
nodi fy a reference may flow fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,
or, in sone cases, fromthe nature of the problemto be

sol ved, see Pro-Mold & Tool Co. v. Geat Lakes Plastics., Inc.

75 F.3d 1568, 1573, 37 USPQ2d 1626, 1630 (Fed. G r. 1996),

Para- Ordi nance Mg. v. SGS Inports Intern., Inc., 73 F.3d

1085, 1088, 37 USPQR2d 1237, 1240 (Fed. Cir. 1995), although
"the suggestion nore often cones fromthe teachings of the

pertinent references,” In re Rouffet, 149 F.3d 1350, 1355, 47

UsP2d 1453, 1456 (Fed. Cir. 1998). The range of sources
avai |l abl e, however, does not dimnish the requirenent for
actual evidence. That is, the showi ng nust be clear and

particular. See, e.qg., CR Bard, Inc. v. M3 Sys., Inc., 157

F.3d 1340, 1352, 48 USPQRd 1225, 1232 (Fed. Cir. 1998). A
broad concl usory statenent regardi ng the obvi ousness of
nodi fying a reference, standing alone, is not "evidence."

E.q., McElnurry v. Arkansas Power & Light Co., 995 F.2d 1576,
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1578, 27 USPQ2d 1129, 1131 (Fed. Cr. 1993); In re Sichert,

566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977). See also

In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.

Gir. 1999).

Hi cks di scl oses a therapeutic foot orthosis. As shown in
Figures 2, 4, 5 and 7, the therapeutic foot orthosis includes
a liner 30 which is forned to provide an extension or flap 50
adapted to overlie the foot 22 of a user. The outer surface of
the flap 50 carries areas or patches 50a of a heavy duty
fabric, exenplified by nylon, having rel easabl e fastening
means of the hook type provided thereon which cooperate with
rel easabl e fastening neans of the | oop type provided on one
surface of an elongated strip 52 of a heavy duty fabric
secured as by stitching to the outer margin of the foot
engagi ng portion of the liner 30 opposite to that on which the
flap 50 is carried. Hicks teaches (colum 3, line 50, to
colum 4, line 25) that

the heel 18 of a user is maintained in fixed, stable,

spaced relation to the inner surface 16 of the heel

portion 16 of the structure 10 by neans of a padded

menber 60 secured at one of its ends to a strap 62
attached as by stitching to the reinforcing | ayer 40
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provi ded on the backing of the liner 30 adjacent to the
opening 32 forned therein. The free end 62a of the strap
62 is adapted to pass through the slot 26a fornmed in the
extension 26 of the heel portion 16 of the structure 10,
and to be fol ded back in superinposed relation on the
area of the strap 62 which is secured to the reinforcing
| ayer 40. The strap 62 desirably is provided with

rel easabl e fasteni ng neans of the hook and | oop type to
enable the free end 62a thereof to be di sengaged fromthe
heel portion 16. The other end of the padded nenber 60
has a strap 64 secured thereto, the free end 64a thereof
bei ng adapted to pass through the slot 24a fornmed in the
extension 24 of the heel portion 16, and, like the free
end 62a of the strap 62, to be folded back in
superinposed relation on itself. As with the strap 62,
the strap 64 is provided with rel easabl e fasteni ng neans
of the hook and | oop type to enable the free end 64a

t hereof to be disengaged fromthe heel portion 16.

As shown in FIGS. 5 and 7 of the draw ngs, the
padded nenber 60 snugly overlies the foot engagi ng
portion of the liner 30 when the straps 62 and 64 are
connected to the extensions 24 and 26 of the heel portion
16. This arrangenent acts to prevent the heel 18 of a
user of the device fromcomng into contact with the
i nner surface 16a of the heel portion 16. The fi xed,
stabl e position of the heel portion 16 in relation to the
heel 18 of a user is enhanced, augnented and pronoted by
the reinforced areas of the panel 40 which are positioned
al ong the edges of the heel accommodati ng openi ng 32
formed in the liner 30. These features of the device of
this invention effectively prevent heel decubitus from
occurring, and can aid in the healing of such a condition
in the event it has occurred for sonme other reason. The
fi xed, stable, spaced positioning of the heel of a user
with relation to heel portion 16 of the device al so
enabl es observation during healing of any surgical
procedures performed on the heel of the user, and enabl es
heavi er, nore absorbent bandaging materials to be used on
i nci sions made during such procedures.
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| ncorvai a di scl oses a sponge splint conpression dressing.
As shown in Figure 1, the injured foot is placed against the
sponge side of the dressing which is folded over the foot with
the toes being uncovered. Thereafter, an ankle section 22 is
fol ded around the upper portion of the ankle. Incorvaia
teaches (colum 3, |ines 39-45) that

the dressing can be held in place by standard w appi ng

such as the elastic wap illustrated at 16 in FIG 1 or

by means of Velcro strips 18 as illustrated for the foot

area in FIG 1. The use of the elastic wap provides nore

rigidity and equalized conpression whereas the Vel cro
strip provides for ease of application.

Caim1l
After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clainse at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

The exam ner ascertained (final rejection, p. 2) that

[a] | t hough Hicks discloses a fastening strap extending
over the flap elenent, the strap does not detachably
affix to "said other flap elenent” as recited in claiml.
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Wth regard to this difference, the exam ner then determ ned

t hat
such detachabl e affixation woul d, however, have been
obvious to a person of ordinary skill in the art given
t he teaching of Incorvaia which discloses a simlar sheet
menber al so having an overl apping flap configuration
secured by a hook and | oop strap which affixes to the
outer surface of the flaps. Accordingly, claim1l is
render ed obvi ous.
We agree with the appellant that claim1l is not obvious
over the applied prior art. In that regard, it is our view

that the teachings of Incorvaia would not have rendered it
obvious to one of ordinary skill in the art at the tinme the

i nvention was nmade to have nodified Hicks in a manner to
arrive at the subject matter of claim1l. Specifically,

| ncorvai a woul d only have suggested replacing Hi cks rel easabl e
fasteni ng neans on patches 50a and strip 52 with Vel cro®
strips as taught by Incorvaia's strips 18. Thus, it is our

opi nion that Incorvaia would not have suggested any changes to
Hi cks' fastening strap (i.e., padded nmenber 60 and straps 62
and 64). Thus, there is no evidence in the applied prior art
t hat woul d have rendered it obvious to one of ordinary skil

in the art at the tine the i nvention was nade to have nodified
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Hi cks' fastening strap so as to arrive at the subject matter

of claim1.

For the reasons stated above, the decision of the

examner to reject claiml under 35 U S.C. 8 103 is reversed.

Claims 4 through 7
The decision of the exam ner to reject dependent clains 4
t hrough 7 under 35 U.S.C. 8 103 is reversed for the reasons

stated above wth respect to parent independent claim 1.

Claim8

Wth respect to claim8, the exam ner ascertained (final
rejection, p. 3) that
Hi cks does not anticipate the strap to be rel easably

attachable to the first flap (i.e., the overl appi ng one
of the two fl aps).

Wth regard to this difference, the exam ner then determ ned
t hat

permanent affixation of the strap to either the

overlapping flap or the overl apped flap woul d have been
obvious to a person of ordinary skill in the art given
Hi cks' teaching of overlapping flaps being secured with
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strap [60] as a sinple matter of design. Moreover, as
identified by the applicants, Incorvaia teaches a strap
affixed to both of two overlapping flaps (see Fig. 1).
This teaching further bolsters the exam ner's argunent
t hat detachably attaching the Hicks strap to one of the
fl aps woul d have been obvi ous.
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We agree with the appellant that claim8 is not obvious
over the applied prior art. In that regard, it is our view
that the teachings of Incorvaia would not have rendered it
obvious to one of ordinary skill in the art at the time the
i nvention was made to have nodified H cks in a manner to
arrive at the subject matter of claim8. As stated
previ ously,

| ncorvai a woul d only have suggested replacing Hi cks

rel easabl e fasteni ng neans on patches 50a and strip 52

with Velcro® strips as taught by Incorvaia's strips 18.

Thus, it is our opinion that |Incorvaia wuld not have

suggested any changes to Hicks' fastening strap (i.e.,

padded nenber 60 and straps 62 and 64).

Addi tionally, the exam ner has supplied no evidence (other
than I ncorvaia) as to why it would have been obvious to
permanently affix Hicks' fastening strap to either the

overl apping flap or the overl apped flap. The exam ner's
statenent that such is "a sinple matter of design" is not
evidence. Thus, there is no evidence in the applied prior art
t hat woul d have rendered it obvious to one of ordinary skil
inthe art at the tinme the invention was made to have nodified

Hi cks' fastening strap so as to arrive at the subject matter

of claim 8.
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For the reasons stated above, the decision of the

examner to reject claim8 under 35 U S.C. 8§ 103 is reversed.
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REMAND
This application is remanded to the exam ner for
consi deration of conducting a further search of the clai ned

subj ect matter.

Since the clained subject matter is directed to providing
a foot orthosis that is easily attached to and detached froma
person's foot and to effectively hold the orthosis on the
person's foot, the exam ner should consider other fields of

search as set forth bel ow

The examiner's field of search as indicated on the
filewapper was limted to Cass 602, SURGERY. Consideration
shoul d be given to searching the follow ng: O ass 24, BUCKLES,
BUTTONS, CLASPS, ETC., especially Subclasses 712+, DRAWSTRI NG
LACED- FASTENER, OR SEPARATE ESSENTI AL COOPERATI NG DEVI CE
THEREFOR, and Cl ass 36, BOOTS, SHOES, AND LEGA NGS, especially
Subcl asses 113+, OCCUPATI ONAL OR ATHLETI C SHOE, and 50. 1+,
CLOSURE. These cl asses and subcl asses appear to be reasonably
pertinent to the above-noted probl ens addressed by the

appellant's invention and thus may contain rel evant subject
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matter and therefore a search therein would seemto be

appropri at e.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 and 4 through 8 under 35 U.S.C. § 103 is reversed.
In addition, the application has been remanded to the exam ner

for consideration of a further search.

This application, by virtue of its "special" status,
requires i medi ate action, see MPEP 8 708.01 (Seventh Edition,

July 1998).
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REVERSED, REMANDED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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