The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL
This is a decision on an appeal fromthe exam ner’s
refusal to allow clainms 1 through 4 and 7 through 10, which

are all of the clainms pending in the application.! Cains 1

At page 2 of the Brief, appellants stated that “Appendix
A attached hereto contains pending clains 10-12 which are
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and 7 were anended subsequent to the final O fice action dated
Novenber 25, 1996, Paper No. 5.

Clainms 1 and 7 are representative of the subject nmatter
on appeal and read as foll ows:

1. A nmethod of formulating a strong oxidizing
sol ution of Caro's acid which conprises the steps of:

(a) formulating a strong oxidizing solution of
Caro's acid by mxing about 2 to 5 percent PDSA by vol une
with concentrated sulfuric acid in the ratio of about 1
part PDSA: 8 parts sulfuric acid by volune to about 1
part PDSA: 20 parts sulfuric acid by volune; and

(b) storing said strong oxidizing solution in a
contai ner having a space over said solution containing
one of a vacuum or a non-oxidi zi ng atnosphere inert to
said oxi di zi ng sol ution.

7. A nmethod of formulating a strong oxidizing

sol ution of Caro's acid which conprises the steps of:

appeal ed.” Appellants also stated in the subsequent sentence
in the sane Brief that “[n]o other clains exist; no clains are
al l owed.” However, Appendix A contains clains 1 through 4 and

7 through 10 which are the only clains actually pending in
this application. The Brief at pages 3 and 4 al so di scusses
only the propriety of the examner’s rejection of clains 1
through 4 and 7 through 10. Mbreover, appellants clearly
stated in their Notice of Appeal dated February 28, 1997,
Paper No. 8, that they appealed fromthe exam ner’'s fina
rejection of claims 1 through 4 and 7 through 10. Furt her,
the exam ner was not prejudiced by appellants’ m sstatenent
since he recogni zed that the appeal involved the rejection of
claims 1 through 4 and 7 through 10 as is apparent from page 1
of the Answer.
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(a) fornmulating a strong oxidizing solution of
Caro's acid by mxing about 40 to 60 percent hydrogen
per oxi de by volunme with concentrated sulfuric acid

in the rati o of about 1 part hydrogen peroxide: 8 parts
sul furic acid by volune to about 1 part hydrogen
per oxi de: 20 parts sul furic acid by vol une; and

(b) storing said strong oxidizing solution in a
cont ai ner having a space over said solution containing
one of a vacuum or a non-oxidi zi ng atnosphere inert to
said oxi di zi ng sol ution.

As evi dence of obvi ousness, the exam ner relies on the

follow ng prior art:

Jayawant 3,927, 189 Dec. 16,
1975
Bardy et al. (Bardy) 3,931, 396 Jan. 6,
1976
Haynes et al. (Haynes) 4,229, 544 Cct. 21
1980
Qaet al. (O0a) 4,334,610 Jun. 15,
1982

Appel I ants’ adm ssion at pages 1 and 2 of the specification
(hereinafter referred to as “admtted prior art”).

Claims 1 through 4 and 7 through 10 stand rejected under
35 U S.C. 8§ 103 as unpatentabl e over the conbi ned teachings of
the admtted prior art and either Jayawant, Bardy, Qta, or
Haynes.

We have carefully reviewed the clains, specification and
applied prior art, including all of the argunents advanced by

bot h the exam ner and appellants in support of their
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respective positions. This review | eads us to concl ude that

t he exam ner has not established a prina facie case of

obvi ousness regardi ng the clainmed subject matter for
essentially those reasons set forth at pages 3 and 4 of the
Brief. W only add that none of the applied prior art

ref erences alone, or in conbination, teaches or suggests using
a non-oxi di zi ng atnosphere or vacuumto enhance the stability
and the shelf |ife of a strong oxidizing etching solution,
much less the clained Caro's acid (H,SQ). Jayawant, the best
secondary reference relied upon by the exam ner, for exanple,
only teaches introducing SO, into a reactor with a suitable

i nert gas, such as nitrogen, oxygen, air or their m xtures.
See colum 3, lines 39-47 and colum 6, lines 5-25. There is
no teachi ng or suggestion that nitrogen, oxygen, air or

m xtures thereof will enhance the stability and the shelf life
of a strong oxidizing etching solution, nmuch | ess Caro's acid.

See Jayawant in its entirety.



Appeal No. 1998-1568
Application No. 08/336, 352

In view of the foregoing, we agree with appellants that
the exam ner on this record fails to establish a prima facie
case of obviousness regarding the clainmed subject matter
within the meaning of 35 U.S.C. 8§ 103. Accordingly, we
reverse the examner’s decision rejecting clains 1 through 4

and 7 through 10 under 35 U. S.C. § 103.

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge
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