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JERRY SM TH, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s final rejection of clains 1-26. An
anmendnent after final rejection was filed on Septenber 16,
1996 and was entered by the examner. This anendnent resulted
in the withdrawal of the previous final rejection and the
institution of a new final rejection [Paper #33]. An
anmendnent after this final rejection was filed on January 22,
1997 but was denied entry by the exam ner [Paper #39]. A
further amendnent was filed on February 24, 1997 and was
entered by the exam ner [Paper #41]. This anendnent cancell ed
claims 18 and 19. Accordingly, this appeal is directed to the
rejection of clainms 1-17 and 20-26 which constitute all the
clainms remaining in this reexam nation proceedi ng.

The di scl osed i nvention pertains to a nethod and
apparatus for networking conputers using a functionally
structured distribution. Each of the conputers connected to
the network is designated as either a user conputer or a data
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center conputer. Each data center conputer stores informtion
to be shared by a plurality of users. The user conputers
provide an interface to the data center conputers, execute
application software for the user, and request infornation
over the network fromdata center conputers.

The distributed network of the invention operates as a
dat a base managenent system Al data base managenent tasks
are handl ed by the data center conputers so that the user
conmput ers can be dedicated to other functions. Requests for
dat a base managenent tasks at the user conputers are sent to
the data center conputers as if the data were being stored
| ocally on each user conputer

Representative clains 1 and 3 are reproduced as
fol | ows:

1. A method of operating a distributed data
processi ng systemincluding a plurality of independent, not
necessarily uniform general purpose user conputers to run
respective user application prograns to process user data and
a data center conputer to store, retrieve, and update user
data, said user conputers being selectively interconnected
wWith said data center conputer by respective data
comuni cations hardware over data conmuni cation network neans,
said nmethod conprising the steps of:

(a) managing in a data center conputer by neans of a

data base nanager program a user data base of user data itens
to performdata operations of storing, updating, and
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retrieving said user data itens in response to data base calls
for such operations froma user conputer

(b) running a user application programin a genera
pur pose user conputer to process user data, said user
application programindirectly issuing data base calls for
data operations regarding user data itens in response to
requi renents for said data operations by said user application
progr amns;

(c) in response to a data base call regarding a user
data itemfroma user application program initiating by said
user conputer only a data communication |link with said data
center conputer over data comruni cati on network neans;

(d) communicating said data base call from said user
conmputer to said data center conputer

(e) performng by said data center conputer said data
operation regarding said user data item defined by said data
base call; and

(f) communi cating an appropriate response to said data
base call fromsaid data center conputer to said user
conput er.

3. A nmethod as set forth in claim1l including the
step of:

(a) issuing said data base calls from said user
conputer by a data base sinmulator programrunning in said user
conmputer in cooperation wth said application program

The exam ner relies on the follow ng references:

R. H Canaday et al. (Canaday), “A Back-end Conputer for Data
Base Managenent,” Communi cations of the ACM Vol. 17, No. 10,
Cct ober 1974, pages 575-582 [exhibit #3 of reexam nation
request].
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E. Lowenthal, “Data Base Processors: \Wat Can They Do?”, June
1979, pages In Depth/1-12 [exhibit #8 of reexam nation
request].
F. J. Maryanski et al. (Maryanski), “A Prototype Distributed
DBMVS, ” January 1979, pages 205-214 [exhibit #9 of
reexam nati on request].
J. J. Passafiume, “Providing Network Data Services Using a
Backend Data Base Machine,” February 1980, pages 251-262
[exhibit #10 of reexam nation request].
Britton Lee, Inc. (Britton Lee), “IDM 500 Intelligent Database
Machi ne (Product Description), 1980, pages 1-20 [exhibit #12
of reexam nation request].
D. K Hsiao et al. (Hsiao), “Database Machine Architecture In
The Context O Information Technol ogy Evol ution,” Cctober
1977, pages 63-84 [exhibit #7 of reexam nation request].
Clainms 1-17 and 20-26 each stand alternatively
rejected under 35 U.S.C. § 102 or § 103 on various ones of the
cited references applied individually. Canaday, Lowenthal and
Maryanski are each individually applied against clains 1-17
and 20-26. Britton Lee is applied against clains 1-3, 5, 6,
8-11, 13-17 and 20-25. Hsiao and Passafiunme are each
i ndi vidual ly applied against clains 1-17 and 20- 25.
Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the brief and the answer for

the respective details thereof.

OPI NI ON
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We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the rejections. W have, |ikew se,
reviewed and taken into consideration, in reaching our
deci sion, the appellant’s argunents set forth in the brief
along with the exanminer’s rationale in support of the
rejections and argunents in rebuttal set forth in the
exam ner’ s answer

It is our view, after consideration of the record
before us, that the rejections of the clains based on Canaday,
Lowent hal , Maryanski, Passafiune and Hsiao are proper and are
affirmed. W reach the opposite conclusion with respect to
the rejection based on Britton Lee. Accordingly, the decision
of the exam ner is affirmed.

Appel I ant has indicated that for purposes of this
appeal the clainms will stand or fall together in the follow ng
two groups: Goup | has clainms 1, 2, 4, 5, 9-12, 14-15 [sic
17], 20, 21 and 23-26, and Goup Il has clains 3, 6-8, 13 and
22 [brief, page 4]. Consistent with this indication appell ant
has nmade no separate argunents with respect to any of the
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claims within each group. Therefore, all the clainms within

each group will stand or fall together. Note In re King, 801

F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. Cr. 1986); ln re
Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983).
Accordingly, we will only consider the rejection against
clains 1 and 3 as representative of all the clains on appeal.
As noted above, each of clains 1 and 3 stands rejected
alternatively under 35 U S.C. 88 102 and 103 on each of the
six prior art references cited above. Before we can properly
address the question of whether any of the references
antici pates or renders obvious the invention of clains 1 and
3, we nust determ ne exactly to what invention are clains 1
and 3 directed. Appellant and the exam ner disagree on the
scope of clainms 1 and 3 which plays a mgjor role in the
di sagreenent over whether the prior art has been properly
appl i ed.
Appel | ant has proposed specific definitions for
several of the ternms which appear in clains 1 and 3.
Appel I ant’ s proposed definitions are as foll ows:

Di stributed data processi ng system neans
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A plurality of personal conputers
(PC s) for running user application
prograns networked wth at | east one
data center conputer for handling
sharabl e data al ong with ot her
limtations set forth in a specific
claim/[brief, page 32].

User conputer neans

A conputer, typically a m croconputer
now nore commonly call ed a persona
computer or PC, and woul d not nean a
mai nframe conputer or a m ni conmputer.
Mor eover, user conputer neans a PC
that serves as interface wwth only a
single user at a tine, executes user-
sel ected application prograns, and
stores no sharable data locally [1d.].

User application programindirectly issuing data base
cal | s neans

When an application programrunning in
a user conputer issues a call for data
as though fromresident storage, an
internmedi ate step is added to redirect
the call and the final result is a
call, instead, to the renote data
center conputer. Furthernore, this is
the redirection function provided by
the data base simulator programin the
preferred enbodinent, i.e., a call

whi ch the application programissues
is one that woul d have been processed
| ocally without the presence of the
redirection software, and w t hout
revising the application source code
[brief, page 28].
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Dat a base simul ator program neans

A programthat sinulates, that is,
transparently replaces and imtates a
dat a base manager program and enabl es
calls for data, issued by an
application programrunning in a
net wor ked personal conputer and
calling for data as though it were
calling for data froma data base
resident in the personal conputer, to
be redirected to a renote data center
computer and further, through this
redirection, the application program
indirectly issues data base calls to
the data center conputer w thout the
need for rewiting of the application
source code [brief, pages 17-18].

It should be noted that none of these definitions
actual ly appears in the patent disclosure. A careful review
of the specification in this patent would reveal that the
definitions proposed by appellant are far nore limting than
the artisan woul d have deduced from si nply readi ng the patent
di scl osure. Al though the declaration evidence nay be used by
appel l ant to support the proposition that the origina
di scl osure supports the limted claimdefinitions proposed by
appel l ant, such evidence cannot be used to assert that such
definitions are the only definitions which can apply when the

artisan would clearly have recognized that the terns in
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di sput e have much broader definitions than those proposed by
appel | ant .

Appel | ant argues that the exam ner erred in ignoring
the claimdefinitions proposed by appellant. Specifically,
appel l ant states that “[t]he claimconstructions asserted by
the applicant are now part of the file history of the 989
patent and this file history should be considered in
determi ning the neaning of the clains” [brief, pages 12-13].
It appears that appellant is confusing the role the file
history plays in interpreting clains involved in an
i nfringement proceeding with that of clains involved in
prosecution before the PTO. W would agree with appellant’s
argunment if the proposed definitions specifically appeared in
the patent disclosure, but they do not.

In reexam nation proceedings clains are given their
br oadest reasonable interpretation consistent with the
specification, and limtations appearing in the specification

are not read into the clains. In re Yananoto, 740 F.2d 1569,

1571, 222 USPQ 934, 936 (Fed. G r. 1984). \Where an inventor
chooses to be his own | exi cographer and to give terns unconmnon

nmeani ngs, he nust set out his uncomon definition in sone
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manner Wi thin the patent disclosure so as to give one of

ordinary skill in the art notice of the change. |Intellicall

Inc. v. Phononetrics, Inc., 952 F.2d 1384, 1388, 21 USPQd

1383, 1386 (Fed. GCr. 1992). As we noted above, none of the
definitions proposed by appellant woul d be apparent to the
artisan who had only the patent disclosure before him

It is interesting that even though each of appellant’s
proposed definitions is considerably narrower than would be
apparent fromthe patent disclosure itself, the exam ner
accepted the proposed definitions of “distributed data
processi ng systenf and “user conputer.” It appears that the
exam ner accepted these limted definitions for the sole
pur pose of creating a file wapper estoppel which would |ater
prevent appellant from asserting a broader scope for these
claims. Although the exam ner clearly had good intentions, we
are of the viewthat this technique for limting the scope of
the clains did a disservice to the public. The exam ner
shoul d have required that these agreed upon definitions be
specifically inserted into the patent disclosure. 1In the
absence of such an anmendnent to the disclosure, the public
woul d not be aware that the clains which appear in the patent

11
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had been given a much narrower scope than woul d appear from
the patent alone. This could mslead the public into
bel i eving that broader, literal versions of the clainms would
infringe the patent and give the patentee protection for
subject matter that he had specifically disclained. It could
al so drive the public to the expense of contesting a patent
whi ch does not in fact cover what it appears to cover. The
availability of the file record is insufficient to overcone

t he above-noted problens. The file record in this

reexam nation proceedi ng includes seven boxes of materials in
addition to the oversized file itself. The public should not
have to sift through this record in order to understand what
the ternms in the clainms nean.

In summary, since appellant’s proposed definitions do
not appear in the patent specification, and since the proposed
definitions are not apparent froma readi ng of the patent
di scl osure, we will not consider appellant’s definitions in
consi dering the scope of invention as recited in clains 1 and
3. W wll, instead, use the general rule that clainms during
prosecution are given their broadest reasonable
interpretation. Even though the exam ner had agreed with sone

12
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of the nore limted definitions, we do not accept the
definitions because, as we noted above, such acceptance by the
exam ner was contrary to proper claimconstruction. W do
note, however, that the exam ner woul d appear to have no basis
to object to definitions being inserted into the patent

di scl osure as long as the exam ner had agreed with those
definitions. As we noted above, the exam ner agreed with the
definitions for “distributed data processing systenf and “user
conmputer” but did not agree with the definitions for
“indirectly issuing” or “data base simulator program” For
pur poses of considering the rejections of clains 1 and 3 based
on the prior art, we will not inport any of appellant’s
proposed definitions into the clains for reasons discussed
above.

We now consider the prior art rejections based on the
six applied references cited above. Each of the prior art
references is directed to a simlar conputer architecture for
data base nmanagenent. This architecture consists of a
dedi cat ed back-end conputer for perform ng data base
managenent functions for a plurality of users. The users mnake
data requests, and those requests are processed and sent to

13
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t he back-end conputer for handling those data requests.
Results of the data requests are then comruni cated back to the
user whose application program nade the data request.

We consider first the propriety of each of the
rej ections based on anticipation under 35 U. S.C. § 102.
Anticipation is established only when a single prior art
ref erence discloses, expressly or under the principles of
I nherency, each and every elenent of a clainmed invention as
wel | as disclosing structure which is capable of performng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Core and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).

1. The rejection based on Canaday.

daim1l

The exam ner has set forth how he reads claim1 on
each of the prior art references including Canaday [answer,
pages 7-17]. Appellant argues that Canaday does not neet the
definitions of “distributed data processing systeni and “user

14
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conmputer” as used in claiml [brief, page 40]. The exam ner’s
rejection of claiml1 under 35 U S.C. § 102 was i nconsi stent
with his acceptance of these proposed definitions by
appel lant. Appellant is correct that Canaday does not
di scl ose personal conputers (PCs) as these definitions
require. The question of whether the artisan woul d have
recogni zed the “equival ence” of PCs and nmai nfranme conputers in
1982 is a question related to obviousness rather than
antici pation. Nevertheless, we have al ready observed that
appel lant’s definitions are nore limted than the broadest
reasonabl e interpretation of the claimterns. A distributed
data processing systemonly requires that processing
operations be distributed anong nore than one conmputer. A
user conputer only requires that the conputer be capabl e of
runni ng application prograns for a user. Wen these broader
definitions are used, Canaday clearly discloses a distributed
data processing system and a general purpose user conputer as
recited in claim1.

Appel | ant argues that Canaday does not disclose or
suggest an application programindirectly issuing data base
calls as recited in step (b) of claiml [brief, page 41]. As
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not ed above, we will give the phrase indirectly issuing data
base calls its broadest reasonable interpretation. A data
base call is a request for data froma data base, and
indirectly neans not directly. Thus, claim1l only requires
that the application programrunning on the host in Canaday
make an indirect data request fromthe back-end data base
computer. W construe indirect to require nothing nore than
the request going through sonme other conponent before it is
sent to the data base in the back-end conmputer. Figure 7 of
Canaday shows data requests going froman application program
to an XDVS interface before the request is forwarded to the
data base. In our view, this operation fully neets the broad
recitations of step (b) of claiml.

Therefore, when claim1l is given the correct |ega
construction, we find that each of the recitations of claiml
is fully net by the data base search system of Canaday.

daim3

Caim3 recites that the data base calls are issued by
a data base sinulator program As noted above, we do not
accept appellant’s definition as to what this phrase neans. A
data base sinulator program in our view, is sinply any

16
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program operating within a conputer which sinulates a data
base access. The data base calls in Canaday are controlled by
an interface programin the host [page 580, left columm].
The interface programallows data to be accessed fromthe
renote data base just as if the data were |ocally naintained.
In our view, such an operation constitutes a data base
sinmul ator programas recited in claims3.

In summary, our interpretation of clainms 1 and 3
results in a finding that each of the recitations of clains 1
and 3 is fully met by the Canaday reference. Therefore, we
sustain the rejection of the clainms under 35 U S.C. § 102
based on Canaday.

2. The rejection based on Lowenthal .

daiml

The exam ner has set forth how he reads claim1 on
Lowent hal [answer, pages 7-17]. Appellant argues that
Lowent hal suffers the sane deficiencies as Canaday based on
appel l ant’ s proposed definitions [brief, pages 44-46]. This
argument is not persuasive for reasons we have al ready
addr essed above. The host conputer(s) and the back-end
comput er of Lowenthal meke up a distributed data processing

17
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system The host conputers are al so user conputers within the
broad neaning of that term The description of the connection
bet ween the host and the data base processor (DBP) notes that
dat a base nanagenent systens (DBMS) statenents are interpreted
to determ ne which data is needed fromthe back-end data base
and such data requests are then sent [In Depth/2, right
colum]. We consider this description to broadly neet the
recitation of indirectly issuing a data base call fromthe
user application programto the data base for reasons
di scussed above.

daim3

The indirect issuing of a data base call between the
host and the data base of Lowenthal is deened to be
i npl emented by a data base sinul ator program as we have
broadly interpreted that term Therefore, we sustain the
rejection of the clainms under 35 U S.C. 8§ 102 based on

Lowent hal .

3. The rejection based on Maryvanski .

daim1l
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The exam ner has set forth how he reads claim1 on
Maryanski [answer, pages 7-17]. Appellant argues that
Maryanski suffers the sane deficiencies as the other back-end
references based on appellant’s proposed definitions [brief,
pages 34-40]. This argunent is not persuasive for reasons we
have al ready addressed above. The structure shown in Figures
1 and 2 of Maryanski and the correspondi ng description in the
article anticipate the disputed ternms of claim1 for the sane
reasons we di scussed with respect to Canaday and Lowent hal .

Caima3

The indirect issuing of a data base call between the
host and the data base of Lowenthal is deened to be
i npl enented by a data base sinulator programas we have
broadly interpreted that term Therefore, we sustain the
rejection of the clainms under 35 U.S.C. § 102 based on
Mar yansKi

4. The rejection based on Passafiune.

daimil
The exam ner has set forth how he reads claim 1 on
Passafi une [answer, pages 7-17]. Appellant argues that

Passafiune suffers the sane deficiencies as the ot her back-end
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ref erences based on appellant’s proposed definitions [brief,
pages 46-48]. This argunent is not persuasive for reasons we
have al ready addressed above. The structure shown in Figure 1
of Passafiume and the corresponding description in the article
antici pate the disputed terns of claim1 for the sane reasons
we di scussed with respect to the other applied references.
daim3
The indirect issuing of a data base call between the
host and the data base of Passafiune is deenmed to be
i npl emented by a data base sinul ator program as we have
broadly interpreted that term Therefore, we sustain the
rejection of the clainms under 35 U . S.C. §8 102 based on
Passafi une.

5. The rejection based on Hsi ao.

Caiml

The exam ner has set forth how he reads claim 1 on
Hsi ao [answer, pages 7-17]. Appellant argues that Hsiao
suffers the sane deficiencies as the other back-end references
based on appellant’s proposed definitions [brief, pages 48-
54]. This argunent is not persuasive for reasons we have
al ready addressed above. Additionally, appellant argues that

20
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t he personal conputers of Hsiao nay operate in a peer-to-peer
node which is contrary to the clained invention. W find
nothing in claiml which restricts the invention to user
conputers which have no contact with each other. The
structure shown in Figure 2 of Hsiao and the correspondi ng
description in the article anticipate the disputed terns of
claim1 for the sane reasons we discussed with respect to the
ot her applied references.

daim3

Hsi ao di scl oses that information system manager
sof tware coordi nates requests between the application-
dependent software and the data base [ page 65, right colum].
Therefore, the indirect issuing of a data base call between
the host and the data base of Hsiao is deened to be
i npl enented by a data base sinulator programas we have
broadly interpreted that term Therefore, we sustain the
rejection of the clainms under 35 U.S.C. § 102 based on Hsi ao.

6. The rejection based on Britton Lee.

Bef ore we consider the nmerits of this rejection, we
nmust consi der appellant’s argunent that the Britton Lee

reference used by the exam ner is not prior art [brief, pages
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61-65]. The Britton Lee reference applied by the exam ner has
no date associated wth it. It was cited by the reexam nation
requester, and its date was established based on testinony
taken in a related civil proceeding involving this patent.
The rejection is based on the deposition testinony of Paul a
Hawt horne who stated that the Britton Lee reference was
publicly dissem nated in 1980.

Appel | ant argues that there are two Britton Lee
references on this record, and the Britton Lee reference
applied by the examner is not the one identified by Paul a
Hawt hor ne as bei ng dissem nated in 1980. The reference
identified by Paul a Hawt horne, according to appellant, is a
substantially shorter version of the Britton Lee reference
applied by the examner and it does not show the features
relied on by the exam ner as anticipating the clained
i nvention. The examner sinply repeats in the answer that
Paul a Hawt horne identified Britton Lee as being prior art.

Based on the argunents presented by appellant and the
exam ner on this point, we will not sustain the rejection of
the clains based on the Britton Lee reference applied by the
exam ner. The exam ner has never addressed appellant’s
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argunment that the Britton Lee reference of the Hawt horne
deposition is not the sane reference as the Britton Lee
reference applied by the examner. Since the identification
of the applied reference as being prior art has been placed in
doubt, and since no effort has been made to substantiate the
authenticity of the reference, we conclude that, on this
record, the Britton Lee reference applied by the examner is
not prior art.

We now consider the propriety of each of the
rejections based on obvi ousness under 35 U.S.C. § 103.
Appel | ant argues that the exam ner’s bare all egations of
equi val ence between the clainmed invention and the prior art

references are not sufficient to set forth a prima facie case

of obvi ousness [brief, pages 568-60]. W note that
anticipation is the epitone of obviousness. Therefore, the

examner’s prima facie case of anticipation is sufficient to

al so support a prima facie case of obviousness. Accordingly,

the rejections of the clains under 35 U.S.C. § 103 are
sustai ned with respect to Canaday, Lowenthal, Maryanski,
Passafi unme and Hsiao, but the rejection based on Britton Lee

i s not sustained.
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Appel I ant has additionally argued that the references

applied here are cunulative to the references applied during
prosecution of the original patent, and that the terns of the
patent clains are not being interpreted in the sane manner as
during the original patent [brief, pages 56-58].
Specifically, appellant argues that the original clains were
i ssued over a patent to Anderson et al. (Anderson), and the
argunment s whi ch di stinguish the invention from Anderson are
al so applicable here. W do not agree.

The prosecution record of the original patent does not
reveal any information as to how the terns under dispute here
were interpreted in that case. The invention of the patent
was di stingui shed from Anderson based on the fact that the
transaction termnals of Anderson could not operate as a
plurality of user conputers. That argument woul d not be
effective against the references applied in this reexam nation
proceedi ng because each of the rejections is based on a
reference which discloses a plurality of user conputers in the
front end of the system Therefore, there is nothing

I nconsi stent about finding that the clains distinguish over
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Ander son but do not distinguish over Canaday, Lowenthal,
Mar yanski, Passafiume and Hsi ao.

In conclusion the examner’s rejections of the clains
based on Canaday, Lowenthal, Maryanski, Passafiune and Hsi ao
are affirmed. The rejection of the clains based on Britton
Lee is reversed. Therefore, the decision of the exam ner
rejecting clains 1-17 and 20-26 is affirned.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFl RVED
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