THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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Bef ore COHEN, ABRAMS, and McQUADE, Adm nistrative Patent
Judges.

ABRAMS, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-12, 14, 15 and 17-28, which
constitute all of the clainms remaining of record in the

appl i cation.

! Application for patent filed April 7, 1995.
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The appellants’ invention is directed to a systemfor
decorating textile material (clainms 1-12 and 23-27) and to a
greeting card (clains 14, 15, 17-22 and 28). The clains before

us on appeal have been reproduced in an appendix to the Brief.

THE REFERENCES

Baxter et al. (Baxter) 5,086, 516 Feb. 11, 1992
Saetre 5,102,171 Apr. 7,
1992

THE REJECTI ONS

The follow ng rejections stand under 35 U. S.C. § 103:
(1) dainms 1-12 and 23-27 on the basis of Baxter.

(2) Aainms 14, 15, 17-22 and 28 on the basis of Saetre.?

2 W would be remss if we did not point out that in the
first office action (Paper No. 5), the Section 103 rejection
based upon Baxter was not explained with sufficient precision
to allow one to determ ne the examner’s rationale, and that
the Section 102 rejection based upon Saetre was provided with
no explanation at all. These shortcom ngs were magnified in
the final rejection (Paper No. 9), wherein reference nerely
was made to Paper No. 5 for an explanation of the rejections,
even though the Baxter rejection was inadequate in the first
i nstance and even though the Saetre rejection was changed from
Section 102 to Section 103 for several of the clains.

Conti nuing down this path, in the Answer the exam ner referred
to Paper No. 9 for an explanation of both rejections, although
none appeared therein. This conduct violates MPEP 1208, which
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limts the exam ner to referring back to only one docunent for
the explanation of a rejection and requires that the Answer
include a clear exposition of the rejection, and MPEP 707. 07,
whi ch requires that an exam ner’s action be conplete and

cl ear.
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CPI NI ON

I n reaching our decision on the issues raised in this
appeal, we have carefully assessed the clains, the prior art
appl i ed against the clains, and the respective views of the
exam ner and the appellants as set forth in the Answer and the
Brief. Since the rejections are under 35 U . S.C. § 103, we have
eval uated themon the basis that the exam ner bears the initial
burden of presenting a prima facie case of obviousness (see In
re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd 1955, 1956 (Fed.
Cir. 1993)), which is established when the teachings of the
prior art itself would appear to have suggested the cl ai ned
subject matter to one of ordinary skill in the art (see In re
Bell, 991 F.2d 781, 783, 26 USPQ2d 1529, 1531 (Fed. Cr
1993)).

The Rej ection Based Upon Baxter

| ndependent clainms 1 and 26 are directed to a systemfor
decorating textile material. Among the requirenents of each is
that there be an article of textile material “enbellished with
an ornanental design.” Baxter discloses an article of textile

mat erial having on its back surface an outline of hook-and-1oop
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strips (18) that provides a neans for detachably fastening a
design or other pictorial representation (24). However, Baxter
does not teach that the jacket is first enbellished with a
design, which is conpleted or augnented by a portion that |ater
is attached, as in the appellant’s invention, as required by
claims 1 and 26. In view of this deficiency in Baxter, it is
our view that the teachings of the reference do not establish a
prima facie case of obviousness with regard to the subject
matter of clains 1 and 26, and we will not sustain the
rejection. It follows that we also will not sustain the
rejection of clainms 2-12 and 23-25, which depend fromclaiml1l.

| ndependent claim 27 requires that there be a plurality of
pat ches and that the article of textile material have

a marked area for indicating a plurality of |ocations

for nmounting said plurality of patches respectively

and wherein said plurality of patches, when nounted

on said article of textile nmaterial at said plurality

of locations, together format |east a portion of an

or nanent al desi gn
Baxter discloses only one patch, and therefore explicitly has
no such teaching. Mreover, the exam ner has not stated, nor

can we find, any rationale for concluding that this feature

woul d have been obvious in view of the teachings of Baxter.
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The reference thus fails to establish a prima facie case of

obvi ousness with respect to the subject matter of Caim27, and

we will not sustain the rejection.
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The Rejection Based Upon Saetre

| ndependent claim 14 is directed to a greeting card having
a sticker renovably attached to its face. The sticker nust be
“formed with first and second different adhesives” so that it
can be adhered to the card and then renoved and adhered to
anot her surface. Like the appellant’s invention, Saetre
di scl oses a greeting card having a design that is attached to
the face of the card, and can be renoved fromthe card and
attached to another surface. However, the Saetre design is on
a thin sheet of static cling material so that it is
el ectrostatically adhered to the various surfaces (colum 1).
This is not an adhesive, in either the commonly used definition
of the tern?f or in the manner in which it is used in the
appel lant’s specification. The reference fails to teach the
use of even a single adhesive, nuch less the required “first
and second different adhesives,” and therefore fails to

establish a prima facie case of obviousness with regard to the

subject matter of this claim W wll not sustain the

3 See, for exanple, Merriam Wbster’s Collegiate
Dictionary, Tenth Edition, 1996, page 14.
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rejection of claim114 or of clainms 15 and 17 through 22, which
depend t herefrom

| ndependent claim 28 recites a greeting card having a
sticker that includes a first nmounting el ement whereby the
sticker is renovably nountable on the card and a second
nmounting el ement whereby it is nountable at another |ocation.
For reasons anal ogous to those explai ned i nmedi ately above, it
is our view that Saetre does not render this |anguage

unpatentable either, and we wll not sustain the rejection.

REMAND TO THE EXAM NER

Qur inspection of the application file reveals that the
appellant filed an Information D sclosure Statenent (Paper No.
3, including copies of the cited references), which was
received in Goup 3500 sone six nonths prior to the mailing of
the first office action on the nerits (Paper No. 5). However,
the examner’s initials do not appear at the appropriate points

on FORM PTO 1449, which indicates that the exam ner apparently
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di d not consider any of the references that the appell ant
brought to the PTO s attention.*

This application is remanded to the exam ner so that the
references brought to the attention of the PTO by the appell ant
can be considered with regard to the pending clains. W note
with interest U S. Patent No. 4,860,387 (WIlians), which would
appear to be relevant to the clains directed to a systemfor

decorating textile material.

SUMMARY
Nei ther rejection is sustained.
The decision of the examner is reversed.
The application is renmanded to the exam ner for
consideration of the references cited by the appellant in the

| nformati on Di scl osure Statenent.

4 37 CFR 1.97(b) (3) provides that the exam ner shal
consider an information disclosure statenent if it is received
before the mailing date of a first office action on the
merits.
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This application, by virtue of its "special" status,
requires an imedi ate action, MPEP 708.01(d). It is inportant
that the Board be inforned pronptly of any action affecting the

appeal in this case.

REVERSED and REMANDED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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