TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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We REVERSE and, pursuant to our authority under the
provisions of 37 CFR § 1.196(b), we will enter new rejections
of claims 1-3 and 5-7.

The appellant's invention pertains to a plaster guard for
a conceal ed sanitary val ve which can be controlled by a val ve
el enent. Independent claim1 is further illustrative of the
appeal ed subject matter and copy thereof may be found in the
appendi x to the brief.

The references relied on by the exam ner are:

Carl son 942, 541 Dec. 7, 1909
Ber gmann 5,497, 584 Mar. 12, 1996

Clains 1-9 stand rejected under 35 U S.C. § 103(a) as
bei ng unpat ent abl e over Bergmann in view of Carl son.
According to the exam ner

Ber gmann di scl oses the clainmed "plaster guard”

i nvention except for the recitation of a coacting
tool. Carlson teaches that it is known to provide a
"reversible” valve "tool" including a | ower "guard"
portion 23 and a reversible "tool" portion 24 as set
forth at colum 2, lines 62+. It would have been
obvious to one having ordinary skill in the art at
the tine the invention was made to nodify the

"pl aster guard" of Bergnmann to include a coacting
tool portion, as taught by Carlson in order to
provi de nmeans to test actuation of the valve
foll owi ng conpletion of plastering the wall.

[ Answer, page 3.]
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W will not support the examiner's position. Wile the
exam ner opines that it would have been obvious to provide the
pl aster guard of Bergmann with a coacting tool "in order to
provi de neans to test actuation of the valve," we nust point
out the nere fact that the prior art could be nodified would
not have nade the nodification obvious unless the prior art

suggested the desirability of the nodification. See In re
Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 (Fed.
Cir. 1992) and In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125,

1127 (Fed. Cir. 1984). Here, there is no such suggestion. As
t he exam ner recogni zes, the plaster guard of Bergnmann has no
tool whatsoever. |In order to overcone this deficiency the
exam ner has relied upon the teachings of Carlson, contending
that Carl son teaches a "guard" portion at 23 and a tool
portion at 24. W observe, however, that while the el enent 23
of Carlson may have the capability of being used as a guard,
there is no teaching or suggestion in Carlson of doing so. To
the contrary, Carlson describes the elenent 23 as a "threaded
stud” which is used to engage the threads on collar 17 for the

purpose of renoving it fromthe valve in order that the valve



Appeal No. 98-1233
Application No. 08/612, 045

may be repaired and, upon the conpletion of repairs,
repositioning the collar in the valve (see page 1, |ines 62-
78). In short, Carlson teaches providing two tools 23, 24 on
opposite sides of a "master key" 22 (see Fig. 4). There is
absolutely nothing in the conbined teachings of Bergmann and
Carl son which would fairly suggest providing the plaster guard
of Bergmann with a tool portion in view of the teachings of
Carl son as the exam ner proposes. Accordingly, we will not
sustain the rejection of clains 1-9 under 35 U . S.C. § 103(a)
as bei ng unpatentabl e over Bergmann in view of Carl son.

Under the provisions of 37 CFR 8 1.196(b) we make the
foll ow ng new rejections.

Clains 1-3, 5 and 6 are rejected under 35 U.S.C. § 102(b)
as being anticipated by Carlson. Initially we note that
anticipation by a prior art reference does not require either
the inventive concept of the clainmed subject matter or the
recognition of inherent properties that may be possessed by

the prior art reference. See Verdegaal Bros., Inc. v. Union
Ol Co., 814 F.2d 628, 633, 2 USPQ2d 1051, 1054 (Fed. Cr

1987), cert. denied, 484 U S. 827 (1987). Additionally, the
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| aw of anticipation does not require that the reference teach
what the appellants are claimng, but only that the clains on

appeal "read on" sonething disclosed in the reference. See
Kal man v. Kinberly-Cark Corp., 713 F.2d 760, 772, 218 USPQ
781, 789 (Fed. Cir. 1983), cert denied, 465 U S. 1026 (1984).
Moreover, it is well settled that if a prior art device
i nherently possesses the capability of functioning in the
manner claimed, anticipation exists regardl ess of whether
there was a recognition that it could be used to performthe
clainmed function. See, e.g., In re Schreiber, 128 F.3d 1473,
1477, 44 USPQRd 1429, 1431-32 (Fed. Cr. 1997). See al so
LaBounty Mg. v. Int’l Trade Commn, 958 F.2d 1066, 1075, 22
UsP2d 1025, 1032 (Fed. Cir. 1992) (in quoting wth approval
fromDw ght & Lloyd Sintering Co. v. Geenawalt, 27 F.2d 823,
828 (2d Gir. 1928)):

The use for which the [anticipatory] apparatus was

intended is irrelevant, if it could be enpl oyed

wi t hout change for the purposes of the patent; the

statute authorizes the patenting of nmachi nes, not of

their uses. So far as we can see, the disclosed

apparatus could be used for "sintering" w thout any

change whatever, except to reverse the fans, a
matter of operation. [Alteration in original.]
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Here, Carlson discloses a valve 5 which includes a
conceal ed part 6, a part (the remainder of the valve) which
projects froma wall (note page 1, lines 34-39) and a control
el enent 12. The appellant's specification provides no
particularly definition of "sanitary" and, giving this term
its broadest reasonable interpretation (see In re Mrris, 127
F.3d 1048, 1055, 44 USPQ2d 1023, 1028 (Fed. G r. 1997) and In
re Zletz, 893 F.2d 319, 321, 13 USPQd, 1320, 1322 (Fed. Cr
1989)), Carlson's valve nay be considered to be a "sanitary"”
val ve as clained. Carlson also discloses an el enent 22 which
has the capability of functioning as a plaster guard as
clainmed. Mre specifically, elenent 22 includes (1) a
threaded stud 23 that will act as a protective cover section
for the internal threads on collar 17 when the studs are
engaged in these threads and (2) a tool bearing section with a
tool 24 (see Fig. 4).

Clains 5 and 7 are rejected under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over Carlson. Wth respect to claimb5, the
tool 24 and the end 21 of control elenent 12 of Carl son appear

to be square-shaped as clainmed. |In any event, the provision
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of a square shaped end vis-a-vis other polygonally shaped ends
solves no stated probleminsofar as the record is concerned,
| eading us to conclude that such a provision is an obvious
matter of design choice. See In re Kuhle, 526 F.2d 553, 555,
188 USPQ 7, 8-9 (CCPA 1975). Simlarly, with respect to claim
7, the provision of the tool being "bonded"2 to the guard 22
Vi s-a-vis the one-piece construction arrangenent of Carl son
al so solves no stated probleminsofar as the record is
concerned, once again |leading us to conclude that such a
provision is an obvious matter of design choi ce.

I n summary:

The examner's rejection of clains 1-9 under 35 U S. C
§ 103(a) is reversed.

New rejections of clains 1-3 and 5-7 have been made.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final

rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203

2 The provision of the tool being "bonded" to the plaster
guard is not nentioned in the specification. |If such a
provision a vital part of the appellant's invention, it seens
strange to us that all nention of its inportance was omtted
fromthe original description. See G ahamyv. John Deere Co.,
383 U S. 1, 24-26, 148 USPQ 459, 469-470 (1966).
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Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8 1.196(b) provides that, “A new ground of rejection
shal | not be considered final for purposes of judicial
review”

37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED
37 CFR § 1.196(b)
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