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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
clainms 1-15, the only clainms pending in the application.
The invention relates to a nmethod and apparatus for
i mproved record processing protocols for COBOL SORT and MERGE
functions using input and out put procedures in an object

program The nethod includes activating a data processing
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function in a conmputer to control the processing of data
(specification, page 11, line 25 to page 12, line 14);
transferring control to an input function in the computer for
retrieving all input data into the conputer's nenory prior to
perform ng the data processing function (page 12, lines 14-
22); performng the data processing function on the input data
stored in nenory after receiving control fromthe input
function, including generating output data and storing it in
menory (page 12, line 23 to page 13, line 8); transferring
control to an output function in the conputer for retrieving
all output data fromnenory and storing it prior to
termnating the data processing function (page 13, |lines 8-
11); and term nating the data processing function after
receiving control fromthe output function (page 13, |lines 20-
22) .

| ndependent claim 1l is reproduced as foll ows:

1. A nethod of processing input data to produce output
data in a conputer having a nenory and coupled to a data
storage device, the nmethod conprising the steps of:

activating a data processing function in the conputer for
controlling the processing of data;

the data processing function transferring control to an
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i nput function in the conputer for retrieving all input data
into the nenory of the conputer prior to performng the data
processi ng function;

perform ng the data processing function on the input data
in the nmenory of the conputer after receiving control fromthe
i nput fuction when it has conpleted, wherein the performng
step further conprises the steps of generating output data and
storing the output data in the nmenory of the conputer;

the data processing function transferring control to an
out put function in the conputer for retrieving all of the
out put data fromthe nenory of the conputer and storing the
output data prior to termnating the data processing function;
and

term nating the data processing function after receiving
control fromthe output function when it has conpl et ed.

The Exam ner relies on the follow ng references:

Fer guson 5,121, 493 Jun. 9, 1992
Ferguson et al. 5,274, 805 Dec. 28, 1993

Clains 1-3 and 5-15 stand rejected under 35 U S.C. § 102
as being anticipated by Ferguson. Cainms 4 stands rejected
under 35 U . S.C. 8 103 as bei ng unpatentabl e over Ferguson in
vi ew of Ferguson et al.

Rat her than repeat the argunents of Appellants or the
Exam ner, we nake reference to the brief and the answer for
t he details thereof.

OPI NI ON

W will not sustain the rejection of clains 1-3 and 5-15



Appeal No. 1998-1111
Appl i cation 08/539, 513

under 35 U.S.C. 8§ 102, nor the rejection of claim4 under
35 U S.C § 103.

It is axiomatic that anticipation of a claimunder § 102
can be found only if the prior art reference discloses every
el enent of the claim See In re King, 801 F.2d 1324, 1326,
231 USPQ 136, 138 (Fed. Cir. 1986) and Lindemann
Maschi nenfabrik GVBH v. Anmerican Hoist & Derrick Co., 730 F.2d
1452, 1458, 221 USPQ 481, 485 (Fed. Cir. 1984). "Anticipation
is established only when a single prior art reference
di scl oses, expressly or under principles of inherency, each
and every elenent of a clainmed invention." RCA Corp. V.
Applied Digital Data Sys, Inc., 730 F.2d 1440, 1444, 221 USPQ
385, 388 (Fed. Cir.), cert. dismssed, 468 U S. 1228 (1984),
citing Kalman v. Kinberly-Cark Corp., 713 F.2d 760, 772,

218 USPQ 781, 789 (Fed. Cir. 1983).

On page 12 of the Brief, Appellants argue that Ferguson
does not teach transferring control between a data processing
function and an i nput function; nor an input function for
retrieving all input data into nenory prior to performng the

data processing function; nor an output function for
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retrieving all output data fromnmenory and storing it prior to
term nating the data processing function. Appellants further
assert that the Exam ner has not shown that the structure
described in Ferguson is the sanme as or equivalent to the
structure described in the instant application correspondi ng

to the clained neans or step plus function el enents.

In the answer, the Exam ner asserts that Ferguson teaches
transferring control froma data processing function to an
i nput function, for retrieving input data into nenory prior to
perform ng the data processing function (colum 5, |ines 30-
49); an output function for retrieving all output data from
menory and storing it prior to termnating the data processing
function (colum 4, lines 1-7; colum 7, lines 13-16 and 37-
39); and term nating the data processing function after
receiving control fromthe output function once the output
function has termnated (colum 7, lines 61-66; colum 8,

lines 47-66; colum 9, lines 48-57).
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Qur reviewi ng court has stated in In re Donal dson Co.
Inc., 16 F.3d 1189, 1193, 29 USPQ2d 1845, 1848 (Fed. Cr

1994) that the "plain and unanbi guous neani ng of paragraph six
is that one construi ng neans-plus-function |anguage in a claim
must | ook to the specification and interpret that |anguage in
light of the corresponding structure, material, or acts

descri bed therein, and equivalents thereof, to the extent that
the specification provides such disclosure.”™ Moreover, when
interpreting a claim words of the claimare generally given
their ordinary and accustoned neaning, unless it appears from
the specification or the file history that they were used
differently by the inventor. Carroll Touch, Inc. v. Electro
Mechani cal Sys., Inc. 15 F.3d 1573, 1577, 27 USPQ2d 1836, 1840
(Fed. Gr. 1993).

As pointed out by our reviewi ng court, we nust first
determ ne the scope of the claim "[T]he nane of the gane is
the claim” 1In re Hniker Co., 150 F.3d 1362, 1369, 47 USPQd
1523, 1529 (Fed. Cir. 1998). To determ ne the scope of neans
or step plus function [imtations, we nust performthe two

steps set forth in dobetrotter Software, Inc. v. Elan
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Computer Goup, Inc., 236 F.3d 1363, 57 USPQR2d 1542 (Fed. G r
2001). The first step is a determ nation of the function of

t he nmeans-plus-function limtation. 1d., 236 F.3d at 1367, 57
USPQ2d at 1545. Having identified the function of the
[imtation, the second step is to determ ne the correspondi ng
structure described in the specification and equival ents
thereof. 1d.

Appel lants' claim1 recites a nethod of processing input
data, conprising several step plus function limtations.
Claim1 includes, inter alia, the step of "the data processing
function transferring control to an input function in the
conputer for retrieving all input data into the nmenory of the
conputer prior to performng the data processing function.”

Appl ying the first

step of the G obetrotter analysis, we find that the function
of this limtation is for the conputer to pass instruction
execution control to an input function, which retrieves al

i nput data into nenory, before executing the main data

processi ng function. Applying G obetrotter prong two, the
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corresponding "structure" is described at page 12, lines 6-25
of the specification. Object library 26 invokes | NPUT
procedure P1l, which nay be invoked as a | abel ed bl ock within
t he object program where control is transferred using a
branch or "perfornm statenment. Control renmains in | NPUT
procedure Pl until all input records are retrieved and stored
in nmenory 14. Excess records may be stored in an overfl ow
file on a data storage device 20a-c. Control is then
transferred from I NPUT procedure Pl to SORT function 30.

We find that Ferguson (colum 5, lines 29-31) teaches
only a pre-sort buffer space in a conputer nenory for storage
of enough key records to fill the pre-sort buffer. Ferguson
does not teach passing control to an input function, nor
returning control to the main data processing function (or a
di screte SORT function) after all input data are retrieved.

Claim1l further recites the step of "the data processing
function transferring control to an output function in the
conputer for retrieving all of the output data fromthe nenory
of the computer and storing the output data prior to

termnating the data processing function.” W find that the
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"function” in this step is the transfer of programcontrol to
an out put function which will retrieve all output data and
store it, and then return control to the main data processing
function. The corresponding structure may be found at page
13, lines 8-22 of the specification: the SORT function invokes
QUTPUT procedure P2, control being transferred by a branch or
"perfornt statenment. Control remains in the OUTPUT procedure
P2 until all of the output records are retrieved from nenory,
and optionally an overflow file, and stored in an output file.
Control then passes to the instruction imediately follow ng
the call of the SORT function 30 in object program 24.

We find that Ferguson teaches storing output records in
the output buffer, which is witten out to one of the
avai |l abl e substring slots when it becones full (colum 4,
lines 4-7); updating a slot table to indicate which substring
slots are avail able for storage of output data (colum 7,
lines 15-16); and witing a buffer full of output data to a
particul ar substring slot, as a result of the contents of the
slot table (colum 7, lines 37-42). Ferguson contains no

teaching that a data processing function (i.e., the main
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program transfers control to an output procedure, via a
branch or "perform statenent or any other neans; or that
control remains with the output procedure until all output
records are retrieved fromnenory and stored in an out put
file.

Thus, because we find that Ferguson does not teach
transferring control to an input function to retrieve al
i nput data into nenory prior to processing said data, and
because we find that Ferguson does not teach transferring
control to an output function for retrieving all output data
from menory subsequent to processing said data, we will not
sustain the rejection of claim1l under 35 U S.C. § 102 as
bei ng anti ci pated by Ferguson.

| ndependent claim6, like claiml, recites "neans for
transferring control to an input function in the computer for
retrieving all input data into the nmenory of the conputer
prior to performng the data processing function,” and "neans
for transferring control to an output function in the conputer
for retrieving all of the output data fromthe nmenory of the

conputer and storing the output data prior to termnating the

10
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data processing function"” (enphasis added). For the reasons

expressed

supra with regard to claiml1l, we will not sustain the
rejection of claim6 under 35 U. S.C. §8 102 as being
anti ci pated by Ferguson.

| ndependent claim 11, like claiml, recites the steps of
"transferring control to an input function in the conputer for
retrieving all input data into the nmenory of the conputer
prior to performng the data processing function," and
"transferring control to an output function in the conputer
for retrieving all of the output data fromthe nmenory of the
conputer and storing the output data prior to termnating the
data processing function.” For the reasons expressed supra
with regard to claiml1l, we will not sustain the rejection of
claim 1l under 35 U S.C. § 102 as being anticipated by
Fer guson.

Clainms 2, 3, and 5 depend from i ndependent claim1;

clains 7-10 depend from i ndependent claim®6; and clainms 12-15

11
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depend from i ndependent claim1l1l. Because a reference that
fails to anticipate a claimcannot anticipate a claim
dependent therefrom we will not sustain the rejection of
claims 2, 3, 5, 7-10, and 12-15 under 35 U. S.C. 8§ 102 as being
anti ci pated by Ferguson.

Claim 4, which stands rejected under 35 U. S.C. § 103,
depends from i ndependent claim1l. The Exam ner does not
assert that Ferguson et al. suggests the subject natter we
find lacking in Ferguson, i.e., transferring control to an
i nput function for retrieving all input data into nmenory prior
to perform ng the data processing function and transferring
control to an output function for retrieving all output data
frommenory prior to termnating the data processing function
Because we find that Ferguson does not teach every el enent of
i ndependent claim 1l fromwhich claim4 depends, and because
t he Exam ner does not advance Ferguson et al. as supplying the
el enents m ssing from Ferguson, we will not sustain the
rejection of claim4 under 35 U. S.C. 8§ 103 as being

unpat ent abl e over Ferguson in view of Ferguson et al.

12
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In view of the foregoing, the decision of the Exam ner
rejecting clains 1-3 and 5-15 under 35 U.S.C. § 102, and
rejecting claim4 under 35 U. S.C. § 103, is reversed.

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

N N
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