THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore ABRAMS, STAAB, and GONZALES, Adninistrative Patent
Judges.

GONZALES, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner's fi nal
rejection of clains 38 through 46, which are all of the clains

in the application.?

! I ndependent clai m 38 was amended subsequent to the final rejection.
See Paper No. 9.
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W REVERSE

The subject matter on appeal is directed to a catheter
tip control system Claim38, the only independent claim is
illustrative of the subject matter on appeal and is reproduced
in the “Appendi x” attached to the brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Nar ul a 4,882,777 Nov. 21,
1989

Jackowski 4,920, 980 May 1
1990

Takahashi 5,014, 685 May
14, 1991

Goul d et al. (Gould) 5, 055, 109 Cct. 8,
1991

Clainms 38, 39 and 44 through 46 stand rejected under
35 U.S.C. §8 103(a) as being unpatentable over Gould in view of
Jackowski .

Claim 40 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over Gould in view of Jackowski, as applied
above to claim 38, and further in view of Narula.

Clainms 41 through 43 stand rejected under 35 U S.C. 8§

103(a) as being unpatentable over Gould in view of Jackowski,
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as applied above to claim 38, and further in view of
Takahashi .

The full text of the exam ner's rejections and the
response to the argunents presented by appellant appear in the
final rejection (Paper No. 8, nmailed July 30, 1996) and the
answer (Paper No. 14, mailed April 7, 1997), while the
conpl ete statenent of appellant’s argunents can be found in
the main and reply briefs (Paper Nos. 13 and 15, filed January

13, 1997 and June 11, 1997, respectively).

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai ns,
to the applied prior art references, and to the respective
positions articul ated by appellant and the examner. As a
consequence of our review, we conclude that the rejections
cannot be sustai ned.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of
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obvi ousness is established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or ot her

nmodi fication. See In re Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clained subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally available to one of

ordinary skill in the art that would have | ed that individua
to conmbi ne the rel evant teachings of the references to arrive

at the clained i nventi on. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply

deficiencies in the factual basis for the rejection. See In
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re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). Qur review ng court has

repeat edly cauti oned agai nst enpl oyi ng hi ndsi ght by using the
appel lant's disclosure as a blueprint to reconstruct the
clainmed invention fromthe isolated teachings of the prior

art. See, e.dq., Gain Processing Corp. v. American

Mai ze- Products Co., 840 F.2d 902, 907, 5 USP(Rd 1788, 1792

(Fed. Gr. 1988).

Claim 38 recites a catheter tip control system conprising
a catheter having a highly flexible, tubular distal catheter
section extending froma main catheter tube and having a
central axis, a catheter wall and describing a distal catheter
l umen and having a flexible distal tip area to be precisely
maneuver ed i ndependent of the main catheter; a |lateral
defl ection control elenment for angularly displacing “said
distal tip"2 (claim38, line 9) about the central axis

threaded within the distal catheter |umen and having a distal

2 Technically, there is no antecedent basis for the |anguage “the

distal tip” and “said distal tip” in clainms 38, 39, 40 and 44. For purposes
of our review, we consider the quoted |anguage to read --the distal tip area--
and --said distal tip area--, respectively, as actually recited in claim 38
lines 5 and 6. Correction of these infornmalities is in order upon return of
the application to the jurisdiction of the exam ner.

5
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end anchored to the catheter wall at or near the distal tip
area in such a manner that the application of rotational
torque to the lateral deflection control elenment produces a
correspondi ng di spl acenent of the distal tip area in a plane
substantially parallel to the direction of the applied
rotational torque when the distal tip area is deflected froma
I inear disposition; and means for applying rotational torque
to the lateral deflection control elenent.

Wth reference to Figure 1, Gould discloses a torque
transmtting assenbly for guidewres, steerable fixed wire
catheters and the like including an outer tubular nmenber 16, a
bal | oon 17 secured to the distal end thereof, an inner tubular
menber 18, a core nenber 21 extending through an inner |unen
22 of the inner tubular nenber, through the interior of
bal | oon 17 and out the distal end thereof with a flexible coi
tip 23 disposed about and secured to the portion of the core
menber 21 which extends out the distal end of the balloon.

See col. 2, line 67 through col. 3, line 4. The proximl end
30 of core nmenber 21 is fixed to a pinion gear 25 which is

driven by a ring gear 24 formed within a rotatable housing 14.
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See Figures 2 and 5. Rotation of the housing 14 and the ring
gear 24 causes the rotation of the pinion gear 25 and the core
menber 21. The torque applied to the core nenber 21 is
transmtted to the distal tip of the guidewre or catheter.
See col. 5, lines 24-33.

Jackowski discloses a steerable suction/ablation catheter
10 including a tubular body 12 defining a lunen 14, a wire
menber 16 | oosely positioned in lunen 14, and a tubul ar
el ectrode 18 positioned adjacent the distal end 20 of the
catheter. The distal tip 24 of wire nenber 16 is hooked into
el ectrical contact with electrode 18 and sol dered in pl ace.
See col. 3, lines 33-41. Jackowski further discloses that end
portion 26 of wire nmenber 16 is typically tapered and
flattened which helps to direct the tip portion 28 of catheter
10 into a predeterm ned direction of bending which is
general ly perpendicular to the plane of flattened end 26.
Jackowski al so teaches that “[a]ntirotation | ock means may be
provided to prevent rotation of wire nenber 16 to avoid
spiraling or twisting thereof” (col. 3, lines 55-57). During

use, the catheter is inserted into a vein of the patient with



Appeal No. 1998-1045
Appl i cation 08/ 482, 674

distal end 28 being in a straight configuration. However,
when it is necessary for further advancenent, wire nenber 16
is pulled relative to the rest of the catheter, to inpose a
curved configuration upon distal end 28, as shown in phantom
lines in Fig. 2, with the degree of such curvature dependent
upon the distance that wire nmenber 16 is pulled rearwardly
(id. at lines 58-66).

The exam ner describes Gould as disclosing all of the
l[imtations of claim38, except that the deflection control
el ement 21 of Gould is not anchored to the catheter wall
(final rejection, page 2). Jackowski is cited as teaching a
cat heter having a deflection control element 16 anchored to
the catheter wall (id.). It is the examner’s position that

[I]t woul d have been obvious, in view of Jackowski,

to anchor the deflection control elenent of Gould .

. . tothe wall to better control the bending of the

distal tip. (lLd.)

Appel l ant, on the other hand, argues (main brief, pages
10-13) that notivation is |acking for conbining the teachings
of Gould and Jackowski along the lines of claim 38.

As both the exam ner and appel |l ant recogni ze, obvi ousness

cannot be established by conbining the teachings of the prior
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art to produce the clained invention, absent sone teaching,
suggestion or incentive supporting the conbination. The
extent to which such suggestion nust be explicit in, or nmay be
fairly inferred from the references, is decided on the facts
of each case, in light of the prior art and its relationship
to the appellant’s invention. As in all determ nations under
35 U.S.C. 8 103, the decision maker nust bring judgnment to
bear. It is inperm ssible, however, sinply to engage in a

hi ndsi ght reconstruction of the clained invention, using
appellant’s structure as a tenplate and selecting el enents
fromreferences to fill the gaps. The references thensel ves
must provi de sone teachi ng whereby the appellant’s conbi nation

woul d have been obvi ous. In re Gorman, 933 F.2d 982, 986, 18

USPQ2d 1885, 1888 (Fed. Cir. 1991) (citations omtted). That
is, something in the prior art as a whole nust suggest the
desirability, and thus the obviousness, of making the

conbination. See In re Beattie, 974 F.2d 1309, 1312, 24

USP2d 1040, 1042 (Fed. Cir. 1992); Lindenmann Maschi nenf abrik

GrbH v. Anerican Hoist and Derrick Co., 730 F.2d 1452, 1462,

221 USPQ 481, 488 (Fed. Gir. 1984).
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After review ng the conbi ned teachings of the applied
prior art, we reach the conclusion that the subject matter of
cl ai m 38 woul d not have been suggested to one of ordinary
skill in the art at the tinme the invention was nade.
Specifically, we agree with the appellant that there is no
suggestion, notivation, or teaching in the prior art whereby
t he person of ordinary skill would have been instructed to
attach the core nenber 21 of Gould to the catheter wall at or
near the distal tip area as opposed to the flexible coil or
coiled tip 23 explicitly taught by Gould absent the use of
i nperm ssible hindsight. W note that claim 38 is concerned
wi th the anchoring of a torque transmtting nenber to the wall
of a catheter. However, Jackowski’s wire nmenber 16 is clearly
not intended to be twisted or to serve as a torque
transmtting menber. Further, while Jackowski does teach that
bendi ng control can be achieved by a wire nenber 16 hooked
into electrical contact with an el ectrode 18 which is nounted
in the catheter wall, the reference provides no teaching or
suggestion that we can discern that inproved bending contro

of the catheter can be achieved by attaching the wire nenber

10
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to the catheter wall. It is well settled that an exam ner
cannot establish obviousness by |ocating references which
descri be various aspects of an applicant’'s invention w thout
al so providing evidence of the notivating force which would
impel one skilled in the art to do what applicant has done.

See Ex parte Levengood, 28 USPQ2d 1300, 1302, (BPAlI 1993).

Here, we find no persuasive evidence of such a notivating
force.

Si nce the exam ner has not established a prim facie case

of obviousness with regard to the subject matter of

i ndependent claim 38, the rejection of claim 38 and of clains
39 and 44 through 46, which depend fromclaim38, under 35

U S C 8§ 103(a) over Gould in view of Jackowski w Il not be
sust ai ned.

We have al so reviewed the patent to Narula, applied along
with Gould and Jackowski agai nst dependent claim 40, and the
patent to Takahashi, applied along with Gould and Jackowski
agai nst dependent clainms 41 through 43, but find nothing in
t hose references which would have made it obvious at the tinme

the invention was nmade to a person having ordinary skill in

11
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the art to have arrived at the clained invention. Therefore,
we wll also not sustain the standing 35 U S.C. § 103

rejections of clains 40 through 43.

12
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CONCLUSI ON

To summarize, the rejections of clainms 38 through 46
under 35 U.S.C. § 103 are reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

N N N N N N

LAVRENCE J. STAAB
Adm ni strative Patent Judge ) APPEALS
AND

| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge )

N N N N
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CHARLES G MERSERAU

HAUCGEN & NI KCLAI

820 | NTERNATI ONAL CENTRE
900 SECOND AVENUE SCOUTH

M NNEAPOLI'S, MN 55402-3325

JFG dal

14



Appeal No. 1998-1045
Appl i cation 08/ 482, 674

APPENDI X

38. A catheter tip control system conpri sing:

(a) a catheter having a highly flexible, tubular distal
cat heter section extending froma main catheter tube and
having a central axis, catheter wall and describing a distal
catheter lumen and having a flexible distal tip area to be
preci sely maneuvered i ndependent of said main catheter, said
control system further conprising:

(1) a lateral deflection control elenent for

angul arly di splacing said distal tip about said central
axi s threaded within the distal catheter |unmen and havi ng
a distal end anchored to the catheter wall at or near the
distal tip of the distal catheter section in a manner
such that the application of rotational torque to the

| ateral deflection control el enent produces a
correspondi ng di spl acenment of the distal tip in a plane
substantially parallel to the direction of the applied
rotational torque when said distal tipis deflected froma

I i near disposition; and

(2) means for applying rotational torque to the
| at er al defl ection control elenent.



