TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s

refusal to allow clainms 17 and 19-22 as anended by anmendnents

! Application for patent filed Decenber 22, 1994,
According to the appellants, the application is a division of
Application 08/172,873, filed Decenber 23, 1993, now Pat ent
No. 5,376,040, issued Decenber 27, 1994.
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filed subsequent to the final rejection.? Cains 1-3, 5 6
and 8-10, the only other clains remaining in the application,
have been al | oned.

Appel lants’ invention pertains to a toy head conprising a
face having an elastically deformable nmouth. By deform ng the
nmout h, facial features, such as the eyes and eyebrows, are
altered for the anmusenent of a child. |Independent clainms 17
and 22, copies of which can be found in an appendix to
appel lants’ brief, are illustrative of the appeal ed subject
nmatter.

The references of record relied upon by the examner in

support of rejections under 35 U.S.C. § 103 are:

Sauer 942, 465 Dec. 7,
1909
Exl i ne 2,184, 639 Dec. 26,
1939
Buni n 3,070, 920 Jan. 1
1963
Onens Des. 335, 937 May 25,
1993

The follow ng rejections under 35 U.S.C. 8 103 are before

us for revi ew

2The anmendnents are anmendnent “C’ (Paper No. 9, filed
Novenber 12, 1996) and anendnent “D’ (Paper No. 13, filed
Decenber 20, 1996).
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a) claims 17 and 19-21, unpatentable over Bunin;
b) clains 17 and 19-22, unpatentable over “Sauer in view

of Exline and vice versa” (answer, page 4); and

c) clains 17 and 19-22, unpatentable over Owens.

The rejections are explained in the final rejection
(Paper No. 8, mailed August 6, 1996) and the exam ner’s answer
(Paper No. 16, muailed June 24, 1997).

The opposing viewpoi nts of appellants are set forth in
the brief (Paper No. 15, filed March 11, 1997).

The 8 103 rejection based on Bunin

| ndependent claim 17 is directed to a nmethod of providing
an anmusenent toy conprising, inter alia, providing a toy head
of an elastically deformable material having a nouth all ow ng
at least two fingers to be inserted into the nouth, applying a
force to the nouth to deformit froman undeforned wdth to a
defornmed width that is at |east 50% greater than the
undef ornmed wi dth, and renoving the force fromthe nouth, such
that the nouth automatically returns to substantially its

undef or red wi dt h.
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Bunin pertains to a puppet-like figure which may be
conti nuously mani pul ated and deforned to sinmulate living or
nmovi ng i nani mate objects in, for exanple, animted novie
cartoons, and television cartoons and commercials. The
puppet-like figure is conposed of flexible nmaterial such as
sponge or foam pol yurethane, polyester, or the like (colum 1
lines 43-45). Thin wire rods, such as elenents 11, that are
nearly invisible to the audi ence are provided to mani pul ate
the puppet-like figure (colum 1, lines 57-68). Bunin
di scl oses various shapes for the puppet-like figure, including
one (Figure 2) that includes a toy head conprising a face
havi ng a deformabl e nouth 13 nmani pul ated by rods 11, and ot her
facial features including a nose and eyes. Wth respect to
t he physical properties of the material for the puppet-Ilike
figure, Bunin states the foll ow ng:

Flexibility in the sense of being defornmabl e

wi t hout suffering permanently induced change in

shape is the principal criterion for choosing the

material to be used. Elasticity in the sense of

extensibility is not a fundanental requisite

al t hough the materials indicated do have sone

el asticity. |In other words, the material to be used

must be readily continuously defornable so that the

t wo- di nensi onal figures of my invention are

supported and operated with the control apparatus.
[Colum 2, lines 34-42.]
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In rejecting claim17 as bei ng unpatentabl e over Bunin,
the examner inplicitly concedes that Bunin does not disclose
a toy having a nmouth sized to allow at |least two fingers to be
inserted into the nouth, and that Bunin does not disclose that
the material of the puppet-like figure is elastically
def ormabl e and capabl e of automatically returning to
substantially its undefornmed wi dth when force is renoved.

Nevert hel ess, the exam ner considers that

the size of the nmouth woul d have been obvi ous
as an obvious matter of design choice. It would
have been obvi ous to make the nouth opening of any
size, including a size to allow at | east two fingers
to be inserted.

As to the elasticity of the material, Bunin

merely does not require the material to be elastic.

However, he does not say the material cannot be

elastic. In fact, the material is elastic so that

the material will not suffer permanent induced

change. [Final rejection, page 2.]

Wth respect to the claimrequirenent that the elasticity
of the material of the toy is such that the nouth can be
defornmed to a width that is at |east 50% greater than its

undeforned wi dth, the exam ner further contends that

: Bunin clearly discloses [that] the nouth of
the figure is flexible and [has] elasticity (colum
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2, lines 34-42). [Wien] [t]he explicit disclosure of
elasticity [is] taken in view of the conplexity of
the invention and the skill of the ordinary skilled
artisan, it is deenmed that to nake the nmouth of the
Bunin figure deformble over 50% woul d have been
obvi ous, since the difference between the invention
and the prior art is nerely a matter of degree of
elasticity and it is strongly believed that the
ordinary skilled artisan would have the skill to
nmodi fy the disclosed elasticity to any degree

i ncl udi ng over 50% [ Answer, page 5.]

Legal concl usions of obvi ousness nust be supported by

facts. In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178
(CCPA 1967). An exam ner has the initial burden of supplying
the requisite factual basis and may not, because of doubts
that the clainmed invention is patentable, resort to

specul ation, unfounded assunptions or hindsight reconstruction
to supply deficiencies in the factual basis. Id.

W are aware that the material of Bunin’s puppet-like
figure has at |east sone elasticity. W also are aware that
Bunin’s Figure 2 enbodi nent includes a nmouth that may be
mani pul ated by rods 11 to change the expression of the face.
However, Bunin is silent as to the size of the nouth, and
expressly states that the principal criterion for choosing the

mat eri al of the puppet-like figure is flexibility, not
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el asticity. Based on the lack of specifics in these matters,

t he exam ner’s conclusions that it would have been obvious to
one of ordinary skill in the art to (1) make the nouth opening
of Bunin’s Figure 2 enbodinment of a size allowing at |east two
fingers to be inserted therein, and (2) select the material of
Bunin's Figure 2 puppet-like figure such that its nmouth is
capabl e of being defornmed over 50% of its undefornmed w dth and
then automatically return to substantially its undeforned

wi dth when a deformng force is renoved, |ack suggestion in
the applied prior art. In this regard, the test for

obvi ousness is not that the ordinarily skilled artisan “would
have the skill to nodify the disclosed elasticity to any
degree including over 50% (answer, page 5), as the exam ner
appears to believe.

In light of the foregoing, we are constrained to reverse
the standing 8 103 rejection of clains 17 and 19-21 as being
unpat ent abl e over Buni n.

The 8§ 103 rejection based on Sauer and Exline

Sauer is directed to a picture device that may be

mani pul ated so that the expression or attitude of the picture
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t hereof may be changed. The Sauer device

consists of a continuous strip of thin, flexible

mat erial 5, such as paper or tape, wound tightly

upon itself, and having on the surface of the

outside portion of the strip a flexible band of

substantial material 7 preferably rubber, |eather or

bicycle tire tape. This flexible band . . . serves

to hold securely in place the successive w ndings of

the strip 5, allowng at the sanme tinme sufficient

play of the wi ndings to secure the changes in the

lines of the picture. [Specification, lines 43-55.]
When |ight pressure is applied to the edge surface, successive
folds of material nove and the picture takes on anot her
expression or attitude. Conpare Figures 1 and 2. Sauer
expressly states (lines 33-37) that the friction between the
successive folds is sufficient to keep the device in any
position secured by the pressure upon the outside band and
that a selected position is retained until other pressure is
appl i ed.

Exline pertains to a toy conprising the head and face of
a figure that is constructed of a resilient or elastic
mat eri al such as sponge rubber that is capable of distortion
to change the expression of the face. This is acconplished by

enbeddi ng an operating el enent such as rod 14 in the materi al

of the head, and manually mani pulating the rod to deformthe
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face. Conpare Figures 1 and 4. Due to the elasticity of the
mat erial, when the distorting force is renoved, Exline's
figure returns to its original undistorted position.

In rejecting the appeal ed clains on the conbi ned
t eachi ngs of Sauer and Exline, the exam ner has taken the
position that it would have been obvious in view of Exline to
make the Sauer device of an elastic material “for allow ng the
structure to automatically return to its undistorted
condition” (answer, page 4). W do not agree. Sauer’s
express teaching that the device thereof should be constructed
in a manner that permts it to retain a selected distorted
position presents a disincentive to the nodification proposed
by the exam ner. Because the nodification proposed for Sauer
woul d render it unsuitable for it’s intended purpose of
remaining in a selected distorted position until another force
is applied, it cannot be said that the proposed nodification
woul d have been obvious to one of ordinary skill in the art.
Ex parte Rosenfeld, 130 USPQ 113, 115 (Bd. App. 1961).

The exam ner also contends that it would have been

obvious “to provide an opening at the nouth of the Exline head
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as suggested by Sauer as an obvious alternative in design
and/or to allow an easier novenent of the nmouth” (answer, page
4). Inplicit in the rejection is the exam ner’s position that
the nodified Exline device, and its nethod of use, would
correspond to the clainmed article (claim?22) and net hod
(clainms 17 and 19-21) in all respects. Once again, we do not
agree. Fromour perspective, there is no suggestion in either
reference, or need in view of their divergent objectives, for
their conbination. Mreover, even if conbined in the manner
proposed by the exam ner, it is questionable whether the
clai med requirenents concerning, for exanple, the size of the
nmout h opening and the degree of deformability of the nouth
woul d result in the absence of the hindsi ght know edge gl eaned
fromfirst reading appellants’ disclosure.

W therefore also will not sustain the standing § 103
rejection of the appeal ed cl ai s as bei ng unpat ent abl e over
t he conbi ned teachi ngs of Sauer and Exli ne.

The 8§ 103 rejection based on Omnens
The Onens reference is a design patent directed to the

ornanental design of a face mask, as shown and described. The
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drawi ng figures depict a mask made of thin sheet material for
covering the face of the wearer. The nmask includes what
appears to be a nouth opening and areas depicting eyes that
may be openings covered with transparent or transl ucent
mat eri al .

The exam ner acknow edges that Omens is silent as to the
material of the mask. W further note that Omens does not
di scl ose or suggest deform ng the nouth of the nask at |east
50% greater than its undeformed wdth, as required by claim
17, and further that Owens does not disclose or suggest
providing a toy body such that the center of gravity of the
toy is not within the toy head, as required by claim22.
Not wi t hst andi ng t hese deficiencies, the exam ner has taken the
position that it would have been obvious to nake the nask of
Onens of an elastic material “since it is comonly done”
(final rejection, page 2), and has inplicitly concluded that
this would result in the subject matter of the appeal ed
claims. W disagree.

Sinply put, the Onens design patent al one does not
provide a sufficient evidentiary basis to support the
exam ner’ s concl usions of obviousness. In re Warner, supra.
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Accordingly, the standing 8 103 rejection of the appeal ed

cl aine based on Omens will not be sustained.

Sunmary
The reference evidence adduced by the exam ner is
insufficient to support a conclusion of obviousness of the
cl ai med subject matter. This being the case, we are
constrained to reverse each of the standing rejections under

35 U.S.C § 103.

Rever sed
)
| RW N CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
LAVRENCE J. STAAB )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
MJURRI EL E. CRAWORD )

Adm ni strative Patent Judge

N—r
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PAUL HI CKVAN
P. O BOX 1823
PALO ALTO, CA 94023-1823

LJS: caw
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