TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Appl i cati on No. 08/538, 419!

Bef ore ABRAMS, FRANKFORT and McQUADE, Adm nistrative Patent
Judges.

ABRAMS, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-6, which constitute all of the

clainms of record in the application.

Application for patent filed Cctober 2, 1995.
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The appellant's invention is directed to a rel axing
devi ce conprising a hollow spherical ball having a sounding
device | ocated within. The subject natter before us on appea
is illustrated by reference to claim1, which has been

reproduced in an appendix to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Lambert 1, 286, 657 Dec. 3,
1918

Sal i sbury 2,003, 957 Jun.
4, 1935

THE REJECTI ON

Clainms 1-6 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Salisbury in view of Lanbert.

The rejection is explained in the Exam ner's Answer.

The opposi ng vi ewpoi nts of the appellant are set forth in

the Brief and the Reply Brief.

OPI NI ON
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The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skill
inthe art. See Inre Keller, 642 F.2d 413, 425, 208 USPQ
871, 881 (CCPA 1981). However, the nere fact that the prior

art structure could be nodified does not nake such a

nodi fication obvious unless the prior art suggests the
desirability of doing so. See In re Gordon, 733 F.2d 900, 221
USPQ 1125 (Fed. Cir. 1984). 1In establishing a prima facie
case of obvi ousness under 35 USC

8§ 103, it is incunbent upon the exam ner to provide a reason
why one of ordinary skill in the art would have been led to
nodify a prior art reference or to conbi ne reference teachings
to arrive at the clainmed invention. See Ex parte O app, 227
USPQ 972, 973 (BPAI 1985). To this end, the requisite
notivation nust stemfrom sonme teaching, suggestion or
inference in the prior art as a whole or fromthe know edge
generally available to one of ordinary skill in the art and
not fromthe appellant's disclosure. See, for exanple,

Uniroyal, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5
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UsP@d 1434, 1052 (Fed. Cr.), cert. denied, 488 U S. 825
(1988).

Al of the clains stand rejected as bei ng unpatentable
over Salisbury in view of Lanbert. It is the examner’s
position that Salisbury |acks only one of the limtations set
forth in independent claim1, and that is “the teaching for
the ball to have a decorative coating at a plurality of spaced
| ocati ons” (Answer, page 3). W agree with the appellant that
this is only one of the limtations |lacking in Salisbury.

The initial limtation recited in independent claim1l is
that the rel axing device conprises a “hard” holl ow spherica
ball. The appell ant has provi ded gui dance as to the
definition to be applied to “hard,” in that the suggested
materials fromwhich it is to be nade are “tough plastic,
al um num steel or iron,” with iron being preferred because of
its “sounding properties” (specification, page 3). W agree
with the appellant that this is not taught by Salisbury. The
bal | disclosed by Salisbury is intended to be a toy for dogs,
and is described as being of “sem hard rubber” (page 1, colum
1, line 10) “to nmake the ball capable of w thstanding the
chewi ng” while providing sufficient hardness in the holl ow
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interior to repel the noise making ball encapsul ated therein
to emt the desired jingling sound (page 1, colum 2, line 3
et seq.). W also observe that the term “bounds” is used to
refer to the action of the ball when in use (page 1, colum 2,
line 11), which indicates that the material fromwhich it is
made is sufficiently soft to allow the ball to bounce.
Furthernore, it is our view that the artisan woul d understand
that a ball to be chewed by a dog nmust not have a surface that
Is of a hardness such as that of iron or steel, in that it
could not be chewed and therefore would not be attractive to
dogs.

Claim1 further requires that the ball be “of a size to
be conpletely encircled and gripped in the pal mof the hand of
the user.” The appellant has provi ded gui dance here, al so, by
stating on page 1 of the specification that the inventive bal
is “smaller than a billiard ball,” and on page 3 that in the
preferred enbodinent it has a dianeter of *“about one and one
hal f inches so as to be easily held in the palmof the hand.”
Sal i sbury provides no explicit size information about the dog
toy disclosed therein, and therefore it would be specul ative
to assune that it nmeets this termof the claim
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The clained ball also nust have “a relatively thin walled
rigid shell to resist any deformation in its normal range of
use.” The Salisbury ball is disclosed as being “so thick as
to prevent pressure on the ball frominverting the curvature
of any particular section of the ball” and nust be capabl e of
wi t hst andi ng “t he rough chewi ng of a dog” (page 1, colum 1,
lines 45-55). This suggests that it is contenplated that sone
deformation would occur. It therefore is our view that one of
ordinary skill in the art would not have considered the
Sal i sbury ball to have the required “rigid” shell

There also is no indication in Salisbury that the bal
has a “snooth, hard, decorative coating on the outer surface
of the shell.” In fact, it would appear, in our view, that in
order for the Salisbury ball to function as a toy for dogs,
such a coating woul d not be desirable.

Finally, as the exam ner has admtted, Salisbury clearly
does not disclose or teach placing a figure 8 on the surface
at a plurality of |ocations.

Lanbert discloses a billiard ball characterized by the
presence of a nunber of “level areas” (7), where synbols can

be placed. While no details are provided as to the nmateri al
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fromwhich the ball is nmade, in viewof its intended use it
can safely be assuned that its surface is hard. It is
descri bed as being colored, although there is no clue as to
whet her this is acconplished by coating the outside surface,
or by coloring the material fromwhich it is nade. As

evi denced by the shading in Figure 2, the Lanbert ball is
solid, and does not have an interior chanber.

It is the examiner’s opinion that it would have been
obvious to one of ordinary skill in the art to provide the
Salisbury ball wth a decorative coating “for purposes of nere
ornament al design” (Answer, page 3). W disagree with this
because there is no clear teaching in Lanbert that color is
provi ded by a coating, as well as on the basis that there is
no evi dence fromwhich to conclude placing a coating upon the
Sal i sbury ball would serve a legitimte purpose, inasmuch as
its intended use is as a chewtoy for dogs. In fact, its
i nt ended use would seemto provide a disincentive for such a
nodi fication, since a “coating” would seemto be inconpatible
with a surface that is to be chewed by an ani nal

In addition, as we pointed out above, there are severa
ot her shortcom ngs in the Salisbury reference which would not
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be alleviated by | ooking to the teachings of Lanbert. To make
the Salisbury ball hard, as in Lanbert, would fly in the face
of its intended use and thus, from our perspective, one of
ordinary skill in the art would not have been notivated to do
so. Nor does Lanbert suggest that the ball be of |esser size
than a billiard ball, about one and one half inches in

di aneter, since it is a billiard ball. Finally, although
Lanbert does not preclude the use of the figure 8 on the ball
it does not suggest that this particular nuneral be used,

whi ch the appellant considers to be of significance in the
present invention (specification, pages 2 and 4).

It therefore is our conclusion that the teachings of the
two applied references fail to establish a prinma facie case of
obvi ousness with regard to the subject matter recited in claim
1. This being the case, we will not sustain the rejection of
i ndependent claim1l or, it follows, of clainms 2-6, which
depend t herefrom

The deci sion of the examner is reversed.

REVERSED
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