TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 15

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TIMOTHY A. N EM ER

Appeal No. 98-0964
Appl i cation 08/557, 4361

ON BRI EF

Bef ore McCANDLI SH, Seni or Adnmi nistrative Patent Judge,
FRANKFORT and NASE, Adm nistrative Patent Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of clainms 23 through 34, which are all of the clains

ppplication for patent filed Novenber 14, 1995. According to
appellant, this application is a continuation-in-part of application no.
29/ 020,506, filed March 25, 1994, which was a continuation-in-part of
application no. 29/011, 308, filed August 2, 1993
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remaining in this application. dainms 1 through 22 have been

cancel ed.

Appellant’s invention is directed to a sit-on-top kayak
that allows three people to sit in a cockpit area which
her et of ore was capabl e of accommobdating only two people. The
enbodi nent of the invention as seen in Figures 14 through 20
of the application drawings is that to which clains 23 through
34 on appeal appears to be drawn. A copy of representative
claim23, as it appears in the Appendix to appellant’s brief,

is attached to this decision.

The sole reference relied upon by the exam ner in
rejections of the clains on appeal is:

Ni em er Des. 377,473 Jan. 21, 1997

(Filed Mar. 25, 1994)

Clains 23 through 34 stand rejected under 35 U S.C. §
102(b) as being anticipated by “Applicant’s own invention as
depicted in figures 14-20 of the present application, on sale
since approximately April 1994" (answer, page 5). 1In

expl aining this rejection, the exam ner has pointed to the
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statenments made by appellant in the paper filed Decenber 5,
1996 (Paper No. 5, page 8) wherein it is indicated that “a
sit-on-top kayak substantially as depicted in FIGS. 14-20 of
the present application was placed on sale by the Applicant in

approximately April 1994.” In

mai ntaining this rejection, the exam ner has determ ned that
appellant is not entitled to benefit under 35 U.S.C. § 120 of
the filing date of March 25, 1994 associated with appellant’s
earlier filed application SN 29/020,506 which matured into
Desi gn Patent No. 377,473 (issued January 21, 1997), and has

t hus accorded the subject matter of the present utility
application only the filing date of the present application
(i.e., Novenber 14, 1995), thereby naking the sales of the
enbodi nent seen in Figures 14-20 of the present application
made by appellant “in approxi mately April 1994" a bar under 35

U S.C. § 102(b).

Clainms 23 through 34 stand additionally rejected under

the judicially created doctrine of double patenting over the
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clai mof appellant’s prior U S. Design Patent No. 377,473
“since the clains, if allowed, would inproperly extend the
‘right to exclude’ already granted in the patent” (answer,
page 4). According to the exam ner,
“[t]he subject matter clainmed in the instant
applica-tion is fully disclosed in the patent and is
covered by the patent since the patent and the
application are claimng common subject nmatter, as
follows: a distinctive configuration for a kayak.
Furthernore, there is no apparent reason why

appl i cant was prevented from presenting clains
corresponding to

those of the instant application during prosecution
of the application which matured into a patent. In
re Schneller, 397 F.2d 350, 158 USPQ 210( CCPA 1968).
See also MPEP § 804. (answer page 4)

Clainms 23 through 34 also stand rejected under the
judicially created doctrine of obviousness-type double
pat enti ng as bei ng unpatentabl e over the claimof appellant’s
prior U S. Design Patent No. 377,473. In this regard, it is
the exam ner’s position that

[a] | though the conflicting clains are not identical,

they are not patentably distinct fromeach other

because one of ordinary skill in the art at the tine

of the invention would have sit and pl aced hi s/ her

feet as clainmed in the kayak of Des. 377, 473.
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Re "hatch surface", such fails to positively recite

a hatch per se, nerely a surface, and therefore

fails to define over the claimof Des. 377,473. The

surface between the seats of Des. 377,473 can be

seen as having straight |line cross hatching running

in different directions in different views, thereby

illustrating a planar surface. (answer page 4)

Ref erence is nade to the exam ner's answer (Paper No. 12,
mai | ed Cctober 27, 1997) for the exam ner's reasoning in
support of the above-noted rejections. Appellant’s argunents

there-against are found in the brief (Paper No. 11, filed July

28, 1997).

OPI NI ON
In reaching our conclusions on the issues raised in this
appeal, we have carefully considered appellant’s specification
and clains, the applied reference, and the respective
vi ewpoi nts advanced by appellant and the exam ner. As a
consequence of our review, we have made the determ nations

whi ch foll ow

As to the examner's rejection of the clainms on appea
under 35 U.S.C. § 102(b), the exam ner has determ ned that the
present utility application contains all of the utilitarian
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features not covered by the design patent, and nore
specifically that there is nothing in the ‘506 application
whi ch matured into the design patent to clearly indicate the
presence of aft, mddle and forward seating surfaces, a
footwel | associated with each of the seating surfaces, or
first and second hatch surfaces, as now set forth in

i ndependent claim 23 of the present utility application. In
the exam ner’s opinion, viewing the ‘506 application in a
vacuum it is unclear exactly what utilitarian features have

been shown t herein.

Appel I ant urges that the exanminer’s rejection of the
appeal ed clains under 35 U S.C. § 102(b) is in error because

t he

present application clains priority fromand is entitled to
the filing date of design application SN 29/020,506 (now the
“473 design patent) which antedates the April 1994 sale of the
i nvention and clearly describes the now clained invention “in
witing” as required by 35 U S.C. 8§ 112, first paragraph. The

present utility application is denom nated a "continuation-in-
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part” of the ‘506 design application.

After considering all of the evidence before us, it is
our conclusion that the exam ner correctly denied appel | ant
the benefit of the earlier filing date of the ‘506 design
pat ent application and properly rejected clainms 23 through 34
before us on appeal on the basis of the prior sale of the
i nvention as acknow edged by appellant to have occurred in
April 1994, nore than one year prior to the Novenber 14, 1995
filing date of the present utility application. Wth regard
to appellant’ s argunent concerning the asserted benefit of an
earlier effective filing date for the present application
under 35 U.S.C. § 120, we note that an express prerequisite in
the statute for such benefit is that the invention as _now
cl ai mred nust be disclosed in the earlier application "in the

manner provided by the first

par agr aph of section 112 of this title." As appellant has
noted on pages 5 and 6 of the brief (Paper No. 11), the test

for sufficiency of disclosure of support in a parent
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application with regard to the witten description requirenent
of the first paragraph of 35 U S.C. 8 112 is whether the

di scl osure of the application as originally filed reasonably
conveys to the artisan that the inventor had possession at
that time of the |ater clainmed subject natter. See, e.g., In

re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir

1983) and Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555, 1563, 19

UusP2d 1111, 1116 (Fed. Cr. 1991). In this regard, and in
accordance with the Court’s determnation in Vas-Cath, we
agree with appellant that the drawi ngs of a design application
may provide an adequate witten description for the clains of

a subsequently filed utility application.

In the present case, however, even if we mght agree with
appel l ant that an artisan woul d have clearly understood that
Figures 14 and 16 of the ‘506 design application depict the
arrangenent of seating and footwells in a sit-on-top kayak as
set forth in claim?23 on appeal, we find nothing in M.

Niemer’s
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decl aration (Exhibit | of the brief) or appellant’s argunents
whi ch specifically addresses the “first and second hatch
surfaces” set forth in claim23. W note that the
specification of the present utility application (page 8)
descri bes the kayak (10) as conpri sing

“first, second, and third hatch surfaces 54, 56 and

58. Hatches forned in these surfaces 54, 56 and 58

all ow access to the interior of the kayak 10, and

hat ch covers 60, 62 and 64 may be enpl oyed to cover

the hatches to keep the interior of the kayak 10

dry.”
Waile it is true that Figures 14 and 16 of the ‘506 design
appl i cation show three spaced cylindrical projections
extending slightly above the seating deck area, we see nothing
in the 506 design application which would convey to the
artisan that such projections are anything other than

ornanental features of the water craft therein, that is,

merely ornanental cylindrical projections.

Mor eover, even if we assume that one of ordinary skill in
the art may have possibly construed such projections to be
hat ch covers or surfaces thereof, we note that this

possibility alone is not a sufficient indication to that
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person that such hatches

were in fact part of appellant’s invention at the tine of

filing of the ‘506 design application. See, e.qg., Inre

Barker, 559 F.2d 588, 591, 194 USPQ 470, 472 (CCPA 1977),

cert. denied, 434 U S. 1064 (1978) and al so Lockwood V.

Anerican Airlines Inc., 107, F.3d 1565, 1571-1572, 41 USPQd

1961, 1966 (Fed G r. 1997), wherein the Court indicated that

“Entitlenent to a filing date does not extend to subject
matter which is not disclosed, but would be obvious
over what is expressly disclosed” and that

"It is not sufficient for purposes of the witten
description requirenent of 8 112 that the discl osure,

when conbi ned with the knowl edge in the art, would
| ead one to specul ate as to nodifications that the
I nventor m ght have envi sioned, but failed to

di scl ose. "

In light of the foregoing, we are convinced that the
di scl osure or “witten description” of the '506 design
application is insufficient to satisfy the witten description
requi renent of 8§ 112, first paragraph, with regard to the
invention as now clained in clainms 23 through 34 of the
present utility application, and accordingly that the present
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utility application is not entitled under 35 U S.C. § 120 to
benefit of the earlier filing date of the ‘506 design
application. The fact that sone of the elenents of the

presently clainmed subject matter

have support in the earlier filed design application does not
alter this determ nation, because as to given clained subject
matter, such as that set forth in independent claim 23 on

appeal, only one effective filing date is applicable. See In

re van Langenhoven, 458 F.2d 132, 137, 173 USPQ 426, 429 (CCPA

1972).

Since appellant has not otherw se contested the exam ner's
rejection of clains 23 through 34 under 35 U S.C. § 102(b), we
sustain the exanminer's rejection of those clainms on the basis of
the prior sale of the invention which appellant concedes

occurred in April 1994.

Turning next to the examner's rejection of clains 23
through 34 wunder the judicially created doctrine of double
patenting over the claim of appellant’s prior U S. Design Patent
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No. 377,473 *“since the clains, if allowed, would inproperly
extend the ‘right to exclude’ already granted in the patent”
(answer, page 4), we note that the examner has taken the
position that the subject matter in the instant application “is
fully disclosed in the patent and is covered by the patent since
the patent and the application are claimng comon subject

matter.” As is apparent from our

determ nati on above regarding benefit under 35 U S C 8§ 120 and
our discussion of “witten description” in the ‘506 design
patent application under 8 112, first paragraph, the examner’s
stated position here is factually inconsistent with his own and
our earlier determnations and is therefore in error. Since the
desi gn patent does not disclose or claim the first and second
“hatch surfaces” required in independent claim 23 on appeal, it
follows that the present application and the design patent are
not “claimng comon subject matter” and that the subject matter
in the instant application is not “fully disclosed in the
patent,” as the exam ner urges. In addition, we note that the

examner’'s reliance on |In re Schneller (answer, page 4) 1is
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entirely inapposite in this design-utility double patenting
rejection, since the clains of the utility application clearly
coul d not have been presented in the design application. Thus,
we WwIll not sustain the examner’s rejection of <clains 23

through 34 on this basis.

The last of the examner’s rejections for our review is
that of <clains 23 through 34 under the judicially created
doctrine  of obvi ousness-type double pat enti ng as bei ng
unpat entable over the claim of U S. Design Patent No. 377,473.

In this instance it

appears that the exam ner has attenpted to read the first and
second “hatch surfaces” in claim 23 on appeal as nerely
surf aces, thereby giving no weight to the specific description
of the surfaces in the claimas “hatch surfaces.” Wiile we agree
that the design patent does show (in Figs. 14 and 16) a planar
surface on each of the three raised cylindrical projections on
the seating deck of the water craft therein, we do not agree

with the examiner’'s failure to accord the “hatch surfaces”
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limtation in claim 23 on appeal appropriate weight when neking
his obvi ousness determ nation. The fact that appellant has
expressly defined the structures in claim 23 as “hatch surfaces”
can not be sinply ignored by the exam ner, or dism ssed as of no
nonent . Accordingly, the examner's rejection of clains 23
through 34 based on the judicially <created doctrine of

obvi ousness-type double patenting will not be sustai ned.

Gven that one of the three rejections posited by the
examner, i.e., the examner’'s 8§ 102(b) rejection of clains 23
through 34, has been sustained, it follows that the decision of
the examner to reject clains 23 through 34 on appeal is

affirned.

No tinme period for taking any subsequent action in

connection with this appeal my be extended under 37 CFR 8§

1.136(a).

AFFI RMED
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HARRI SON E. McCANDLI SH
Seni or Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
JEFFREY V. NASE )
Adm ni strative Patent Judge )
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M cheal R Schacht
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1720 lowa Street
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