The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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RUGE ERO, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 5, 6, and 8-18, all of the clainms pending in the
present application. Cains 1-4 and 7 have been cancel ed.

The clained invention relates to a video tape recorder
(VTIR) wth a nonitor-equipped built-in camera. The video tape

recorder includes a nonitor/ VIR portion which is integrally
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formed wwth a VIR portion for holding a renovabl e tape
cassette and a nonitor portion which includes a liquid crystal
di spl ay device. The VIR driving substrate and the nonitor
driving substrate are integrally “sandw ched” between the VIR
mechani cal unit and the liquid crystal display panel.
Appel l ants assert at page 12 of the specification that this

conpact construction achieves mniaturization of the VIR

structure while still accomobdating a | arge-sized displ ay
panel .

Caim5 is illustrative of the invention and reads as
fol |l ows:

5. A yTR with a nonitor-equipped built-in canera

conpri si ng:

a nonitor/VIR portion integrally forned of a VIR
portion holding a renpvabl e tape cassette and a
noni t or portion including a liquid crystal display device;

a canmera portion

a rotary mechani sm attaching said canera portion to
said nonitor/ VIR portion in a relatively rotatable
manner ; and wherein

said nonitor/ VIR portion has a VIR driving substrate
for driving said VIR portion and a nonitor driving
substrate for driving said nonitor portion, said VIR
driving substrate and said nmonitor driving substrate
integrally sandw ched bet ween said nonitor portion and said
VTR portion and said nmoni tor driving substrate being

2



Appeal No. 1998-0922
Application No. 08/386, 862

substantially parallel to a di splay surface of said
liquid crystal display device.
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The Exam ner relies on the followng prior art:

Schauer et al. (Schauer) 5,059, 134 Cct .
22, 1991
Vertin 5,073, 824 Dec. 17,
1991

Ki kutani et al. (Kikutani)? 61- 150474 July 09,
1986

(Publ i shed Japanese Pat ent Application)

| nada et al. (Inada) EP O 203 783 A2 Dec. 03, 1986

(Publ i shed European Patent Application)

Clains 5, 6, and 8-18 stand finally rejected under 35
U S . C § 103. As evidence of obviousness, the Exam ner offers
Ki kutani alone with respect to clains 5, 6, 16, 17, and 18.
I n conmbination with the Kikutani reference, the Exam ner adds
Schauer with respect to clains 8-13, Vertin with respect to
claim14, and Inada with respect to claim 15.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs? and Answers for the

respective details.

1 A copy of an English | anguage transl ation provided by
the U S. Patent & Trademark O fice, March 1992, is included
and relied upon for this decision.

2 The Appeal Brief was filed Cctober 31, 1996. 1In
response to the Exami ner’s Answer dated February 3, 1997, a
Reply Brief was filed April 2, 1997 to which the Exam ner
responded with a Suppl enental Exam ner’s Answer dated June 24,
1997.
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OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence of obviousness relied upon by the Exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Exam ner’s rationale in
support of the rejection and argunents in rebuttal set forth
in the Exam ner’s Answers.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclains 5, 6, and 8-18. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@d 1596, 1598 (Fed. G r. 1988).
In so doing, the Exam ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U. S.
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17-18, 148 USPQ 459, 467 (1966), and to provide a reason why
one

having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the Exam ner are an essenti al

part
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of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

Wth respect to independent clainms 5, 16, 17, and 18, the
Exam ner, as the basis for the obviousness rejection, proposes
to nodify the video tape recorder (VTR) disclosure of
Ki kutani. In the Examner’s analysis (Answer, page 4),
Ki kut ani di scl oses a video tape recorder in a unified
structure with a canera and a nonitor, but |acks any
di scl osure of the specific claimed structural orientation of
the nonitor and VIR substrates. This structural orientation
of the nmonitor and VIR substrates is recited in appeal ed claim
5 as “integrally sandw ched between said nonitor portion and
said VIR portion” and further that the nonitor driving
substrate is “substantially parallel to a display surface of
said liquid crystal display device.” Despite the admtted
| ack of disclosure of these features in Kikutani, the Exam ner
nevert hel ess suggests the obviousness to the skilled artisan
of nodifying Kikutani to arrive at such structural arrangenent
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as a matter of obvious design choice. The Examner’s ultinate
concl usion (Answer, page 4) is that the skilled artisan would
recogni ze that the nere change of formor shape or the shift
of location of a part does not inpart patentability to a

cl aimed structure.

After review ng Appellants’ argunments in response, we are
in agreement with Appellants’ position as stated in the
Briefs. It is our opinion that the Exam ner’s finding that
any nodification of the orientation of the internal circuit
substrate conponents of Ki kutani woul d be an obvi ous desi gn
choice is without support on the record, and could only cone
froman inproper hindsight reconstruction of Appellants’
clainmed invention. |In our view, there is a distinct
functional difference between Appellants’ VIR structure which
is designed to produce a conpact housing unit while
accomodating a | arge screen display and the unitary structure
of Kikutani which is structured so as to allow nonitoring of
t he amount of tape while viewing the nonitor. This functional
difference is achieved by the specific structural arrangenent
in appealed claim5 which results in a clear structura
difference over Kikutani in which no explicit disclosure of

8
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any substrate structural orientation is provided. It is our
finding that because of the clear functional difference

achi eved by Appellants’ specific clained structure over the
undi scl osed structure of Kikutani, such clained structure can

not be considered as a nere design choice. See In re Chu, 66

F.3d 292, 299, 36 USPQ2d 1089, 1095 (Fed. Cr. 1995), and Ln
re Gal, 980 F.2d 717, 719, 25 USPQ2d 1076, 1078 (Fed. Cr
1992), cited by Appellants.

Further, we have reviewed the disclosures of Schauer
Vertin, and I nada, applied by the Exam ner to address various
features of the dependent clains. W find nothing in any of
t hese references which would overcone the innate deficiencies

of Ki kut ani .
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Since it is our opinion, for at |east the reasons
di scussed above, that the Exam ner has failed to establish a

prima facie case of obvi ousness, we do not sustain the

Examiner’s 35 U. S. C

8 103 rejection of independent clainms 5 and 16-18, nor of
clainms 6 and 8-15 dependent thereon. Accordingly, the
Exam ner’s decision rejecting clains 5, 6, and 8-18 is

rever sed

REVERSED

M CHAEL R FLEM NG
Adm ni strative Patent Judge

BOARD OF PATENT
JOSEPH F. RUGE ERO

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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