The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 27 in the application for reissue of U S. Patent No.

4,737, 978.
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The di scl osed invention relates to a nmethod of
controlling handof f of radiotel ephones noving from source
cells of one radiotel ephone systemtoward an adj acent
radi ot el ephone system

Caimlis illustrative of the clainmed invention, and it
reads as foll ows:

1. A nmet hod of controlling handoff of radiotel ephones
movi ng from source cells of one radiotel ephone systemtoward
an adj acent radi otel ephone system each radi otel ephone system
covering a different geographical area and having a plurality
of cells for providing radi otel ephone service to its
correspondi ng geographi cal area, each cell having a plurality
of radio channels and a radi o coverage area established by
fixed site radi o apparatus, and each radi otel ephone capabl e of
handof f froma radi o channel of one cell to a radi o channel of
anot her cell, said nethod conprising the steps of:

requesting a handoff in a source cell when the
r adi ot el ephone signal strength is |less than a predeterm ned
signal strength

identifying adjacent cells of said one radiotel ephone
system when a handoff is requested;

determining if one of the identified adjacent cells is
avai | abl e for handoff;

determining if the adjacent radiotel ephone systemis
avai l abl e for handoff if one of the identified adjacent cells
is not avail able; and

executing a handoff to the avail abl e one of the
identified adjacent cells and the adjacent radiotel ephone
system
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Clainms 1 through 27 stand rejected under 35 U.S.C. §
102(b) based upon public use or sale of the clained invention.

Reference is made to the brief and the answer for the
respective positions of the appellants and the exam ner.

BACKGROUND

In the reissue declaration filed April 9, 1990 (Appendi x

D, page 10), declarants stated inter alia that:

On June 14, 1985, Mdtorola executed a contract for
delivery of DMX (inter-switch handoff) with
MetroOne, the New York Cellular Tel ephone Co. This
is the earliest donestic order accepted (although
the British Tel ecom order was accepted earlier).

On August 5, 1985, Modtorola accepted an order for
DMX (inter-swtch handoff) from GIE Mobil enet,
Houst on, Texas.

On or about August 27, 1985, Modttorola executed a
contract for delivery of DMX (inter-swtch handoff),
with American Cellular Network Corp for
Longbranch/ New Brunswi ck/ W 1| m ngton syst ens.

Sonetinmes in or about August, 1985 (but certainly on
Cct ober 25, 1985), DMX (inter-sw tch handoff) was
successfully denonstrated on an in-house, |aboratory
systemto L.A Cellular. The nere acconplishnent of
interswtch handoff, but not the details of the
handof f algorithmitself, was inportant to the
custonmer. No order resulted.
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From about Septenber, 1985 up to COctober 25, 1985,
DMX (inter-switch handoff) software was tested in
of f-hours on British Tel econis systemin Engl and.
On Cctober 25, 1985, software enabling inter-swtch
handof f was successfully installed and denonstrated
with British Tel ecomin England. Various problens
were pursued over the next week or so. This
represents the earliest of these activities.

Critical Date: COctober 30, 1985; nore than one year
prior to the filing date.

On Cctober 31, 1985, three-sw tches (London2,

Bristol & Birm ngham were connected in a DWX

(inter-switch) configuration.

Decl arants al so stated (Appendix D, page 11) that “British
Tel ecom GTE Mbobi |l enet, American Cellular Network Corp, and
New York Cel | ul ar Tel ephone Co. were then and throughout, by
bl anket witten agreenent, under a general obligation of
confidentiality to Motorola.”

The foregoing instances of public use/sale of the DW
system were repeated in the Suppl enental Declaration (Appendi x
C, page 9).

Based upon the noted instances of public use/sale of the
DWX system the exam ner found that they constitute a bar
under 35 U.S.C. § 102(b) (Answer, pages 4 and 5).

CPI NI ON
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The i nstances of public use/sale of the DMX system
described in the rei ssue declarations provided the exam ner
w th enough evidence to reject the clains on appeal for public
use/sale under 35 U . S.C. § 102(b). The burden of proof,
therefore, shifted to appellants to prove ot herw se.

The exam ner’s assessnent (Answer, page 5) of the
decl aration submtted by Larry Svec (Appendix E) is repeated
as follows:

Svec declares the testing of the product that

i ncorporated the invention was not conpleted until

after the critical date. It is unclear how the

“testing” done by Svec relates to the subject matter

as clainmed in clains 1-27. Fromthe Reissue

Decl aration of 4/90/1990 [sic, 4/9/1990] (page 10)

it is clear that the DM switch was offered for sale

nore than one year prior to the critical date. The

Decl aration of Svec establishes that sone

testing/ nodification occurred after the critical

date, however, it is unclear how such nodifications

are enbodied in the present clains, if at al.

W agree with the exam ner that the Svec declaration fails to
address the rel evancy of the testing done in the U K to the
clains on appeal. W also agree with the exam ner (Answer,
page 5) that:
Appl i cant makes no reference to “contract for
delivery” on 6/14/1985 to MetroOne, the “order” for

DMX from GIE Mobil eNet, or to “contract for
delivery” on 8/27/95 to the Anerican Cellular
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Net wor k Corp (see Reissue Declaration, page 10).

These activities constitute an offer for sale one

year prior to the critical date [sic, filing date]

and were not addressed in applicant’s argunments or

in the Svec Decl arati on.

O her than a discussion of contract work in the UK
(presumably for British Tel ecom, the declaration and evi dence
submtted by appellants are totally silent as to the other
public uses/sales of the clainmed invention. The statenents in
t he decl arations concerning confidentially agreenents between
Mot orol a and the above-noted corporations are of little val ue
in the absence of details fromeach of the agreenents. For
exanple, were the sales for the purpose of testing/refining
the initial DWX design? Wat exactly had to be kept in
confidence by the purchaser?

Appel l ants’ argunents (Brief, pages 11 through 17) to the
contrary notw thstanding, we find that the exam ner’s finding
of public use/sale of the clainmed invention has not been
rebutted by the evidence submtted by appellants. Thus, we
w Il sustain the 35 U.S.C. § 102(b) rejection of clainms 1
t hrough 27.

DEC S| ON
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The deci sion of the exam ner

27 under 35 U.S.C. § 102(b) is affirned.

rejecting clainms 1 through

No time period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

AFFI RVED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge
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Adm ni strative Patent Judge )
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