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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 8 to
12, all the clainms remaining in the application.

The appealed clains are drawn to a process for formng a
tube construction, and are reproduced in the appendi x of
appel lant's brief.

The prior art applied in the final rejection is:
Uba et al. (Uba) 4,259,419 Mar. 31

1981
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St ol zman 5, 160, 061 Nov. 3,

1992

The admtted prior art on page 1, line 7, to page 3, line 5
of appellant's specification (APA).

Clainms 8 to 12 stand finally rejected under 35 U S.C. 8§
103(a) as unpatentable over the APA in view of either Uba or
St ol zman.

Considering first claim8, the only independent claimon
appeal, the examiner's position in a nutshell is that it would
have been obvious, in view of Uba or Stol zman, to provide the
nmounting portion of the shoul der nmenber of the APA with a raised,
plastic rib, and that nelting of the rib when the sl eeve nenber
and shoul der nenber of the APA are joined would necessarily fil
the void between the sleeve nenber and shoul der nenber (answer,
pages 4 and 5).

Appel | ant argues that the APA could be conbined with Uba or
Stol zman only with hindsi ght because the conbi nati on woul d not
solve the problemw th which appell ant was concerned. This
argunment is not well taken, because “[a]s |ong as sone notivation
or suggestion to conbine the references is provided by the prior

art taken as a whole, the | aw does not require that the
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references be conbined for the reasons contenpl ated by the

inventor.” 1n re Beattie, 974 F.2d 1309, 1312, 24 USPQd 1040,
1042 (Fed. Cir. 1992). Here, the notivation for providing arib
on the nmounting portion of the APAis found in the suggestion by
Uba or Stolzman of the desirability of providing an energy
director or concentrator.

Also we find no support in the record for the assertion at
page 5 of the brief that it was appellant who di scovered that it
was the void between the seam and shoul der nmenber which resulted
in inmproper sealing. The APA does not attribute the discovery of
the cause of this problemto appellant, but nerely states that
“Wth this prior art design, there is a problem of |eakage at
[the void]” (page 2, lines 18 to 24).

Wth the neck nmenber shoul der of the APA nodified in |ight
of Uba or Stolzman to include a rib as an energy director or
concentrator, the question still remains as to whether joining
the thus-nodified neck nmenber to the sleeve of the APA would
result in a nmethod neeting all the steps of claim8, and in
particular, the final step, recited inlines 7 to 9 of the claim
of “nmelting said plastic rib to cause said rib ... to fill said
voi d and seal said sleeve nenber and said shoul der nmenber

together.” The exam ner's positionis, in effect, that such step
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woul d i nherently occur when the nodified neck nenber of the APA
was joined to the sl eeve.

Unpatentability based on inherency of a claimlimtation in
the prior art is only established if the [imtation would
necssarily be present in the prior art, and would be so
recogni zed by persons of ordinary skill. The nere fact that a
certain thing may result froma given set of circunstances is

i nsufficient. El ectro Medical Sys., S. A v. Cooper Life

Sciences, Inc., 34 F.3d 1048, 1052, 32 USPQ2d 1017, 1020 ( Fed.

Cr. 1997); Inre Celrich, 666 F.2d 578, 581,

212 USPQ 323, 326 (CCPA 1981).! In the present case, we do not
consider that the final step of claim8 would inherently be mnet
by the conbination of the APA and Uba or Stolzman, for even if
the excess material of the nmelted rib would necessarily go into
the void, as the examner maintains, it would not necessarily
fill the void and seal the sleeve nenber and shoul der nenber
together, as claim8 requires. As appellant argues on page 6 of

the brief, “there is no teaching in [Uba or Stolzman] to size the

1t Although these cases concern anticipation under §
102(b) rather than obvi ousness, the question of inherency
arises both in the context of anticipation and obvi ousness.
In re Napier,
55 F. 3d 610, 613, 34 USPQ2d 1782, 1784 (Fed. Cir. 1995).
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energy director to assure sufficient material to fill a void.”
Mor eover, neither the APA, Uba nor Stol zman di scl oses any
di rensi ons or other information fromwhich one of ordinary skil

in the art would recognize that the void would necessarily be

filled when the sl eeve nmenber and shoul der nenber of the nodified
APA apparatus were joined. The fact that the void of the nodified
APA apparatus mght be filled when the sl eeve nenber and shoul der
menber were joined is not sufficient to establish that such
filling would be inherent.

Accordingly, a prina facie case of obviousness has not been

presented. See In re Rijckaert, 9 F.3d 1531, 1532-33, 28 USPQRd
1955, 1956-57 (Fed. Cir. 1993).

The rejection of claim@8, and of clains 9 to 12 dependent
t hereon, accordingly will not be sustai ned.
Concl usi on

The exam ner's decision to reject clains 8 to 12 is
reversed

REVERSED



Appeal No. 1998-0832
Appl i cation 08/ 496, 760

lan A. Cal vert
Adm ni strative Patent Judge

John F. Gonzal es
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

Jenni fer D. Bahr
Adm ni strative Patent Judge

N N N N N N N N N N N N

| AC/ cam

Trexl er, Bushnell, @ angi orgi
and Bl ackstone, Ltd.

105 W Adans Street

Chi cago, IL 60603



