The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 37 U S.C. 8§ 134 from
the final rejection of clainms 1 through 37, all the clains
pending in the present application.

The present invention relates to output power stages
enpl oyi ng a power switch for connecting to a ground node a
| oad and wherein static power consunption within the driving

circuit is substantially elim nated.
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Representative claim1l reads as foll ows:

1. A lowside driver circuit, for use with an output power
transi stor having a threshold vol tage, conprising:

a first current generator which is electrically coupled
to receive and be controlled by a first switching signal, said
first current generator being electrically coupled to said
out put power transistor to deliver a current, in response to
said first switching signal, for charging a driving node of
sai d out put power transistor;

a second current generator electrically coupled to
receive and be controlled by a second sw tching signal which
I's substantially conplenentary to said first switching signal
and to deliver a current, in response to said second sw tching
signal but not said first switching signal, for discharging
said driving node of said output power transistor; and

control circuitry electrically coupled to said second
current generator and to said output power transistor, said
control circuitry being connected to prevent passage of
current through said second current generator when the output
power transistor is not conducting, said control circuitry
being controlled by a voltage at said driving node of said
out put power transistor.

In rejecting Appellants' clains, the Exam ner relies on
the followi ng reference:
Takahashi 4,948, 995 Aug.
14, 1990

Clains 1 through 37 stand rejected under 35 U. S.C. § 103

as bei ng unpatentable over the prior art shown in Figure 6
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submtted by the Appellants in view of the teachings of
Takahashi .

Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is made to the brief! and answer? for the
respective details thereof.

OPI NI ON

W will not sustain the rejection of clains 1 through 37
under 35 U.S.C. § 103.

In rejecting clains under 35 U . S.C. 8§ 103, the Exam ner
bears the initial burden of establishing a prima facie case of
obvi ousness. In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ
1443, 1444 (Fed. Cir. 1992). See also In re Piasecki, 745
F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984). The
Exam ner can satisfy this burden by showi ng that sone

obj ective teaching in the prior art or know edge generally

! Appel lants filed an Appeal Brief on June 18, 1997.
Appel lants filed a Reply Brief on Cctober 31, 1997. The
Exam ner mailed an O fice Conmuni cati on on January 16, 1998,
stating that the Reply Brief had been entered and consi dered
but no further response by the Exam ner is deened necessary.

2 The Examiner mail ed an Exam ner's Answer on Septenber 2,
1997. In response to Remand fromthe Board, the Exam ner
mai | ed a Suppl enental Exam ner's Answer on May 9, 2001.
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avai l able to one of ordinary skill in the art suggests the

cl ai med subject matter. In re Fine, 837 F.2d 1071, 1074, 5
UsP@d 1596, 1598 (Fed. Cir. 1988). Only if this initia
burden is nmet does the burden of comng forward with evidence
or argunment shift to the Appellants. CQetiker, 977 F.2d at
1445, 24 USPQ at 1444. See al so Piasecki, 745 F.2d at 1472,
233 USPQ at 788 ("After a prim facie case of obviousness has
been established, the burden of going forward shifts to the
applicant.").

An obvi ousness anal ysis conmences with a review and
consi deration of all the pertinent evidence and argunents.
See In re Cetiker, 977 F.2d at 1445, 24 USPQ at 1444. ("In
review ng the exam ner's decision on appeal, the Board nust
necessarily weigh all of the evidence and argunents.”). Wth
these principles in mnd, we commence review of the pertinent
evi dence and argunents of Appellants and Exam ner.

The Exam ner argues that Appellants' Figure 6 shows al
the clained el enents other than the control circuitry
el ectrically coupled to said second current generator and to

sai d out put power transistor, said control circuitry being
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connected to prevent passage of the current through the second
current generator when the output power transistor is not
conducting, said control circuitry being controlled by a
vol tage at said driving node of said output power transistor.
The Exam ner argues that Takahashi teaches and di scl oses the
mai n concept of using an output signal which is an input
signal to an associate stage to prevent unnecessary current
within a certain section of the circuit when the section is no
| onger required for operation. The Exam ner points us to
Figure 5 of Takahashi which shows output N12 of inverter 16
bei ng fed back to control elenent of transistor 14. See page
5 of the Exam ner's Answer. The Exam ner argues that it would
have been obvious to one skilled in the art to use the basic
concepts taught and discl osed by Takahashi to place a
transistor/switch in the current path of the second current
generator 12 shown in Figure 6 of the prior art submtted by
the Appellants. See page 6 of the Exam ner's Answer.
Appel l ants argue that the Examner initially used
i nperm ssibly the Appellants' inventive teachings that the
current consunption in the driver circuit may be intol erable
for certain applications as the basis for selectively
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nodi fying the circuit of Figure 6. See page 5 of the Reply
Brief. Appellants argue that Takahashi nust be viewed for
what the patent teaches as a whole and not what portions of
Takahashi that the Exam ner can selectively choose fromthe
patent to sonmehow construct Appellants' clained invention.
Appel | ants point out that Takahashi is a power-on-set circuit
and has nothing to do with Appellants' invention of a | ow side
driver circuit. Appellants submt that there is no proper
notivation to conbine the circuit of Appellants' Figure 6 with
Takahashi in any manner. See Reply Brief, pages 6 and 7.

The Exam ner admits that Takahashi discl oses a power-on
reset circuit and nothing to do wth power transistors. See
page 3 of the Suppl enental Exam ner's Answer. The Exam ner
further argues that Appellants have admtted that the problem
of unnecessary current consunption of the prior art Figure 6
circuit was known. The Exam ner points us to page 5, lines 18
through 24, for this subm ssion

The Federal Circuit state that "[t]he nmere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not neke the nodification obvious unless the

prior art suggested the desirability of the nodification.™ In
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re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQRd 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Cir. 1984). It is further
established that "[s]Juch a suggestion may cone . . . fromthe
nature of the problemto be solved, |eading inventors to | ook
to references relating to possible solutions to that problem™
Pro-Mbld & Tool Co. v. Great Lakes Plastics, Inc., 75 F.3d
1568, 1573, 37 USPQ2d 1626, 1630 (Fed. G r. 1996), citing In
re Rinehart, 531 F.2d 1048, 1054, 189 USPQ 143, 149 (CCPA
1976) (considering the problemto be solved in a determ nation
of obvi ousness). The Federal Circuit reasons in Para-O dnance
Mg. Inc. v. SGS Inporters Int'l Inc., 73 F.3d 1085, 1088-89,
37 USP2d 1237, 1239-40 (Fed. G r. 1995), that for the

determ nati on of obviousness, the court nust answer whether
one of ordinary skill in the art who sets out to solve the
probl em and who had before himin his workshop the prior art,
woul d have been reasonably expected to use the solution that
is clainmed by the Appellants. However, "[o0]bviousness nay not
be established using hindsight or in view of the teachings or

suggestions of the invention."” Para-Ordnance Mg. v. SGS
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Importers Int'l, 73 F.3d at 1087, 37 USPQR2d at 1239, citing W
L. GCore & Assocs., Inc. v. Garlock, Inc., 721 F.2d at 1551,
1553, 220 USPQ at 311, 312-13. |In addition, our review ng
court requires the PTO to nmake specific findings on a
suggestion to conbine prior art references. 1In re Denbiczak,
175 F.3d 994, 1000-01, 50 USP2d 1614, 1617-19 (Fed. G
1999) .

On our review of page 5 of the specification, we find
that Appellants have not admtted that the probl em of
unnecessary current consunption of the prior art Figure 6 was
known. We agree that on page 5 of the specification
Appel l ants state that the Figure 6 circuit has a draw back
represented by the fact that when the power transistor Pwis
off, a certain current consunption occurs. However, we do not
find that the Appellants have stated that this fact was known
to others. Appellants are sinply stating that they have
recogni zed the problem Furthernore, even if we agreed with
t he Exam ner that sonehow this was an adm ssion by the
Appel l ants, there still is no adm ssion that it was known what

the source of the problemwas or the circuitry to correct the
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problem all of which is disclosed in |ater pages of
Appel I ants' specification.

Looki ng to Takahashi which discloses a disabling circuit
for a power-on event, we fail to find that this wuld | ead
those skilled in the art to lift the transistor 14 shown in
Figure 5 and sonehow nodify Figure 6 to arrive at Appellants’
clai med invention which is shown in Figure 9. Even if we
could agree with the Exam ner that the basic concept is taught
by Takahashi, we fail to find a teaching or suggestion on how
to connect the Takahashi transistor 14 into Appellants' Figure
6. W fail to find any suggestion or reason fromthe admtted
prior art, Figure 6, that there is a problemwth power
consunption of the second current generator. Certainly, there
IS no suggestion in Takahashi of this problem since Takahash
is dealing with a conpletely different circuit. Therefore, we
find that the only suggestion for making a nodification of
Appel l ants' Figure 6 is the Appellants' specification itself.
Therefore, we fail to find that the Exam ner properly found
evi dence of reasons or desirability of making the nodification

in the prior art.
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We have not sustained the rejection of clains 1 through

37 under 35 U. S.C. 8§ 103. Accordingly, the Exam ner's

decision is reversed.

REVERSED

M CHAEL R. FLEM NG
Adm ni strative Patent Judge

ANl TA PELLMAN GROSS
Adm ni strative Patent Judge

STUART S. LEVY

Adm ni strative Patent Judge

MRF/ LBG
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