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DECISION ON APPEAL

     This is an appeal under 35 U.S.C. § 134 from the decision of the examiner refusing to allow claims 12 through 16 and 20 through 22, which are all the claims pending in this application.

THE INVENTION 

     The invention is directed to a process of supplying carbon dioxide to plants in an aqueous medium using current supplied to electrodes including a carbon anode to form no, or substantially no oxygen gas at the carbon anode.  Thereafter, whatever oxygen gas is formed, the carbon anode reacts with the oxygen gas to form carbon dioxide. 

The carbon dioxide is dissolved in the aqueous medium.                            

THE CLAIM

   Claim 21 is illustrative of appellant’s invention and is reproduced below.

     21. A method of supplying dissolved carbon dioxide to plants in an aqueous medium comprising the steps of providing at least two electrodes in the aqueous medium, wherein at least one of the electrodes is made of particulate or granulated carbon; supplying an electric current to the electrodes such that the carbon electrode
functions as an anode; providing an electric collector that is in electrical contact with said anode; regulating the current density supplied to the electrodes so that no, or substantially no, oxygen gas is formed at the carbon anode; reacting the carbon anode with nascent oxygen generated at the anode to form carbon dioxide;
dissolving the carbon dioxide in said aqueous medium.

THE REFERENCES OF RECORD

     As evidence of obviousness, the examiner relies upon the following references.

Goto et al. (Goto) 5,256,268 Oct. 26, 1993
                  (filed Nov. 16, 1992)
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Claim 22 appears to have been inadvertently omitted from the statement of the rejection.  Said claim was included in the Final Rejection and included in the issues discussed by the appellant in the Brief. Accordingly, we include in the stated rejection.1

Hackh’s Chemical Dictionary, “nascent,” 4th ed., p. 448 (1969).

THE REJECTIONS

     Claims 12 through 16, and 20 through 22 stand rejected under 35 U.S.C. § 112, paragraph one, as the specification, as originally filed, does not provide support for the invention as now claimed.

     Claims 12 through 16 and 20 through 22 stand rejected under 35 U.S.C. § 112, second paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject matter which applicant regards as the invention.1

     Claims 12 through 16 and 20 through 22 stand rejected under 35 U.S.C. § 102(e) as anticipated by or, in the alternative, under 35 U.S.C. § 103 as obvious over Goto. 

    OPINION     

We agree with the appellant that none of the rejections of record are well

founded.  Accordingly, we do not sustain these rejections.

The Rejection under 35 U.S.C. § 112

     Any analysis of the claims for compliance with 35 U.S.C. § 112 should start with the second paragraph, then proceed with the first paragraph.  In re Angstadt, 537 F.2d 498, 501, 190 USPQ 214, 217 (CCPA 1976); In re Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971).

     “The legal standard for definiteness [under the second paragraph of 35 U.S.C. § 112] is whether a claim reasonably apprises those of skill in the art of its scope.”  In re Warmerdam, 33 F.3d 1354, 1361, 31 USPQ2d 1754, 1759 (Fed. Cir. 1994).  The first inquiry is to determine whether the claims set out and circumscribe a particular area

with a reasonable degree of precision and particularity.  The definiteness of the language employed in a claim must be analyzed not in a vacuum, but in light of the teachings of the particular application.  In re Moore, 439 F.2d at 1235, 169 USPQ at 238.

     The examiner rejects claim 21 as indefinite, “because it is confusing as to how when no oxygen gas is to be generated at the anode that nascent oxygen generated at the anode reacts with the carbon of the anode to form carbon dioxide.”  See final rejection, page 3.  However, the

specification unequivocally states that “when the positive electrode was carbon,

carbon dioxide was generated.”  See specification, page 6.  Furthermore, the

appellant explains that the percentage of oxygen produced at the anode which reacts

with the carbon of the electrode to produce carbon dioxide approaches 100

percent.  Id.  Accordingly, there is no contradiction between the limitations of claim 21.  Furthermore, the burden rests with  the examiner to show why one of ordinary skill in the art would not understand that carbon dioxide is instantly formed at the anode at the instant that oxygen is generated. 

The examiner has failed to meet this burden. 

     As for the limitation of claim 22, regarding what “oxygen” is being referred to, “oxygen gas or the nascent oxygen,” Answer, page 4,  in our view, the description of the oxygen gas being generated at the anode is irrelevant.  It is sufficient to one of ordinary skill in the art that all the oxygen generated reacts with the carbon

electrode to form carbon dioxide.  See specification, page 6.  Accordingly, we do not sustain the rejection on the grounds of indefiniteness.

     We turn next to the examiner’s rejection under the first paragraph of 35 U.S.C. § 112 as the specification, as originally filed, does not provide support for the invention as now claimed.  In a rejection under the first paragraph of 35 U.S.C. § 112, paragraph one, it is sufficient if the originally filed disclosure would have

conveyed to one of ordinary skill in the art that an appellant had possession of the concept of what is claimed.  In re Anderson, 471 F.2d 1237, 1240-41, 176 USPQ 331, 333 (CCPA 1973).  There is no requirement that the language of the claimed subject matter be present in the specification in ipsissima verba.  The examiner submits that the

term “nascent” found in claim 21 is drawn to new matter.  We disagree.

   The thrust of the examiner’s rejection is that the specification does not convey “what the specific form of the oxygen is when generated.”  See Answer, page 8.  However, we find that the term “nascent” merely describes a chemical substance such as gas at the moment of its formation.  As the entire process is directed to

the formation of carbon dioxide at the anode in the absence of oxygen formation, it is evident that the chemical reaction at the anode is one between carbon on the anode and oxygen as it is formed.  Accordingly, introduction of the term, “nascent” is merely an accurate descriptor of an ongoing process fully described in the specification

as found supra.   Based upon the above considerations, it can be said that the appellant in his originally filed disclosure had possession of the concepts set forth in the claimed subject matter.  Accordingly, the rejection is not sustained.

The Rejection under §§ 102 and 103

     “[T]he examiner bears the initial burden, on review of the prior art or on any other ground, of presenting a prima facie case of unpatentability,” whether on the grounds of anticipation or obviousness.  In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992).  On the record before us, the examiner relies upon a single

reference to reject the claimed subject matter and establish a prima facie case of anticipation and obviousness.  The basic premise of the rejection is that Goto discloses the same method “for supplying dissolved carbon dioxide to an aqueous medium.”  See Answer, page 5.  As to the recitation of “plants” in the claimed subject ma

it is the examiner’s position that “[t]he addition of the plants to the preamble does not appear to give any additional ‘life and breadth’ to the claim.”  Accordingly, the disclosure of Goto is sufficient to establish a prima facie case of anticipation or obviousness with respect to the claimed subject matter.   See Answer, page 6.  We

disagree.

     In our view, the process of the claimed subject matter requires the presence of plants,  which limitation is not taught by Goto of record.  However, even if the claimed subject matter were interpreted more broadly, there is no suggestion that the method taught by the reference of record would have been used to supply carbon dioxide to

plants. 

     Furthermore, the examiner has not established that the operation disclosed by Goto would have been suitable for supplying plants with a sufficient amount of oxygen and carbon dioxide necessary to sustain the life of the plant, particularly, since the entire thrust of the Goto reference is directed to the preparation of drinking

water.  See Goto, column 4, lines 29-30.  Accordingly, there is no reason to have placed a plant into the aqueous environment of Goto.  Based on the above considerations, it is reasonable to conclude that the portion of the claimed subject matter directed to “supplying dissolved carbon dioxide to plants”  is neither disclosed nor

suggested by Goto of record.
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     Based upon the above analysis, we have determined that the examiner’s legal conclusion of anticipation and obviousness is not supported by the facts.  “Where the legal conclusion is not supported by the facts it cannot stand.”  In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967).    

DECISION

     The rejection of claims 12 through 16, and 20 through 22 under 35 U.S.C. § 112, paragraph one, as the specification, as originally filed, does not provide support for the invention as now claimed is reversed.

     The rejection of claims 12 through 16 and 20 through 22 under 35 U.S.C. § 112, second paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject matter which applicant regards as the invention is reversed.

     The rejection of claims 12 through 16 and 20 through 22 under 35 U.S.C. § 102(e) as anticipated by or, in the alternative, under 35 U.S.C. § 103 as obvious over Goto is  reversed.
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     The decision of the examiner is reversed.

REVERSED

CHARLES F. WARREN                         )
Administrative Patent Judge )

)
                                                                          )
                                                                          )

)
                                                          ) BOARD OF PATENT
TERRY J. OWENS                                )     APPEALS 
Administrative Patent Judge )       AND

)  INTERFERENCES
)
)
)

PAUL LIEBERMAN                              )
Administrative Patent Judge )

PL:tdl
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