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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 5 through 7, all clainms pending in this application.

The invention relates to a nethod of producing graphic
i mges. The current state of a graphics environnment is
specified by a collection of information fields and is
nodi fied at tinmes by an i mage source. A record is naintained
of a previous state of the graphics environnent, and the

current state of the graphics environnment is conpared to the
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previous state. |If any information fields have changed, a
current value of each changed information field is recorded in
a uniquely identifiable location. The current state is then
recorded using a record specifying the current val ues of each
changed information field by reference to the uniquely
identifiable | ocation. |Inmage capture is thereby acconpli shed.
(Specification page 4, line 28 to page 5, line 13.)

| ndependent clainms 5 is reproduced as foll ows:

5. Using a conputer having a nenory system a nethod for
use in producing a graphic inmage using a set of graphics
primtives each of which is executed in accordance with a
current state of a graphics environnment at a tine when a
command i nvoki ng the graphics primtive was received, the
current state of the graphics environnent including a
plurality of state el enents and being changed at tines by an
i mge source, the nethod conprising the steps of:

each tinme a state el enent has changed from when a
previ ous conmand i nvolving a graphics primtive was received
to when a current command involving a graphics primtive was
recei ved:

saving in the nenory systeman instance of that state
el enent containing current information for that state el ement;
and

saving in the nmenory system a graphics state object
including for each of said plurality of state elenents a
pointer to a nost recently saved instance of that state
el ement ;

wherei n each graphics state object includes a pointer to
only one instance of a given state elenent, and at |east sone
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i nstances of state elenents are pointed to by nultiple
graphics state objects.

The Exam ner relies on the follow ng references:

Doyl e et al. (Doyle) 5,097,411 Mar. 17, 1992
Epard et al. (Epard) 5,241, 625 Aug. 31, 1993
Zi mrer man EPO 0 027 566 Apr. 29,
1981

Claims 5 and 6 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Doyle in view of Zi nrernman.

Claim 7 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Doyl e and Zi mmernman, and further in view of
Epar d.

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the brief and answer for the

respective details thereof.

OPI NI ON
After a careful review of the evidence before us, we wll

not sustain the rejection of clains 5 through 7 under 35

U S C
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§ 103.

The Exam ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clai nmed
i nvention by the reasonabl e teachings or suggestions found in
the prior art, or by a reasonable inference to the artisan
contained in such teachings or suggestions. In re Sernaker,
702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. G r. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally
recogni zable 'heart' of the invention." Para-Odnance Mg. v.
SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. G r. 1995) (citing W L. CGore & Assocs., Inc. v.
Garl ock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cir. 1983), cert. denied,
469 U. S. 851 (1984)).

Wth regard to claimb5, the Exam ner reasons that Doyl e
teaches the clainmed invention but does not explicitly teach
pointing to the nost recently saved state elenent. The

Exam ner notes that Zi nmerman,
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suggests that it is well known in the art to point
to the recently saved element (or elenent to be
changed) (abstract, lines 8-15, [i.e.], the pointers
can be used to indicate changes to a sel ected group
of elenments or to nodify only to a sel ected el enent
(character image)). It would have been obvious to
one of ordinary skill in the art to provide the
graphics data structure of Doyle et al. with the
means to point to the current saved el enent as
taught by Zinmmrerman, in order to reduce the nunber
of location[s] where changes have to be nade and
reduci ng the anount of nmenory needed to store[] the
changes in state elenments, by only recording the
changes in the state elenents of the state el enents
being nodif[ied]. [Answer-pages 4 and 5.]

We note that claimb5 recites:

saving in the nenory systema graphics state

obj ect including for each of said plurality of state

el enents a pointer to a nost recently saved instance

of that state elenent; [enphasis added]
Al t hough the Exam ner contends this is suggested by Zi nrerman
in the abstract, we can find no such suggestion of a nobst
recently saved state el enment or sonething equival ent thereto.

On pages 5 through 7 of the brief, Appellant argues that
Doyle fails to disclose several of the elenents recited in
claim5. For exanple, Appellant argues Doyle is “conposed of
vari ous nodes that are |linked together by pointers” (brief-

page 5), and that a “reference node” may point to nmultiple

ot her nodes. “Nevertheless a reference node is not the sane
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as a graphics state object, as recited in daimb5.” (Brief-
page 6.)

The Exam ner responds that “one cannot show non-
obvi ousness by attacking references individually” (answer-page
7), and that Doyle teaches saving state elenents at “(page 22,

lines 12 thru page 26 . . .)."!

' W assune “page” neans “colum”.
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We find Appellant’s argunent appropriate. Appellant's
argunent that Doyl e does not disclose a clainmed elenment, is
not a “non-obvi ousness” show ng “by attacking references
individually, as alleged by the Exam ner.” Furthernore, the
Exam ner has still not shown that the node structures of Doyle
neet the clainmed saved state el enents.

One nust first have a prior art disclosure of the
required el ements before one can consider the propriety of a
conbi nation. Since the Exam ner has not shown where the cited
references disclose the limtations of claimb5, we cannot
proceed to the question of notivation to conbine the
ref erences.

In view of the foregoing, since the prior art has not
been shown to teach or suggest the Iimtations of clainms 5 we
w Il not sustain the Examner’s rejection of claimb5.

The remai ning clains on appeal also contain the above
limtations discussed in regard to claim5 and thereby, we

will not sustain the rejection as to these clains.
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We have not sustained the rejection of clainms 5 through 7

under 35 U.S.C. § 103. Accordingly,

is reversed.

ig

REVERSED

ERROL A. KRASS
Adm ni strati ve Patent

STUART N. HECKER
Adm ni strative Patent

PARSHOTAM S. LALL
Adm ni strati ve Patent
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