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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clainms 1, 2, 4-6, 11, 12, and 15.
Clainms 3, 7-10, 13, 14, and 16-19 stand w t hdrawn by the
Exam ner as being directed to a nonel ected speci es.

W affirmin-part.

BACKGROUND

The disclosed invention is directed to a driving nmethod
and apparatus for an optical read/wite drive.
Claim1 is reproduced bel ow.

1. In an optical read/wite device of the type
having a |ight source elenent in an optical pickup for
reading and witing data fromand to an optical disk, a
driving nethod for said |light source el ement conprising
the steps of:

det erm ni ng whet her an abnormal tracking error
occurs based on a tracking error signal generated in
accordance wth the novenent of the optical pickup; and

supplying the light source element with a drive
signal having a |l evel suitable for a data read operati on,
i ndependent of the driving node of the optical pickup,
t hereby operating the optical pickup at a power |evel
suitable for reading data, when an abnormal tracking
error occurs.

The Exami ner relies on the admtted prior art (APA) at
pages 1-3 of the specification and figure 1, and on the

following prior art:
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Maeda et al. (Maeda) 4,554, 652 Novenber 19,
Mura et al. (Mura) 4, 669, 072 May 26,
Hori e 5,181, 194 January 19,
Yoshimoto et al. (Yoshinoto) 5,251,194 Cct ober 5,
1993
(filed April 12,
1990)
| shida et al. (Ishida) 5,351, 225 Sept enber 27,
(filed May 1,
1992)

Claims 1, 2, 4-6, 11, 12, and 15 stand rejected under

1985
1987
1993

1994

35 U.S.C. §8 103 as bei ng unpatentable over the APA in view of

any one of Yoshinoto, Ishida, Horie, Meda, or M ura.

W refer to the first Ofice action (Paper No. 7), the

Final Rejection (Paper No. 10), and the Exam ner's Answer

(Paper No. 20) (pages referred to as "EA "), and the

Suppl emrent al Exami ner's Answer (Paper No. 25) for a statenent

of the Exam ner's position and to the Amended Appeal Bri ef
(Paper No. 19) (pages referred to as "Br__") and the Reply

Brief? (Paper No. 21) (pages referred to as "RBr__") for a

statenent of Appellant's argunments thereagainst.

OPI NI ON

We find the references to be representative of the |evel

of ordinary skill in the art. See In re Celrich, 579 F. 2d 86,

2 Entered pursuant to the Decision on Petition mailed

July 14, 1997 (Paper No. 24).
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91, 198 USPQ 210, 214 (CCPA 1978) ("the PTO usually nust
eval uate both the scope and content of the prior art and the
| evel of ordinary skill solely on the cold words of the

literature"); In re GPAC Inc., 57 F.3d 1573, 1579,

35 USPQ2d 1116, 1121 (Fed. Cir. 1995) (the Board did not err
in adopting the approach that the level of skill in the art
was best determ ned by the references of record).

Furt hernore, obviousness is determ ned through the eyes of one
of ordinary skill in the art and one of ordinary skill in the
art nmust be presuned to know sonet hing about the art apart
fromwhat the references expressly disclose. See

In re Jacoby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA

1962); In re Cetiker, 977 F.2d 1443, 1447-48, 24 USPQd 1443,

1446-47 (Fed. Cr. 1992) (N es, CJ., concurring).

The APA discloses that it was known to provide a node
sel ector 101 that generates a node signal Mfor reading or
witing based on user selection. Reference power data
generator 102 generates different reference power data PREF
for reading or witing in accordance with the node signal M
The reference power data suitable for a reading/witing of a

given optical disk is recorded in the disc's |ead-in area for
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readi ng and use by the reference power generator, which is
recited in clains 4 and 11. The reference power data PREF is
applied to a drive signal generator 103 where it is converted
into a read or wite driving signal DR and then applied to a
light source elenent. In this conventional apparatus, the
Iight source elenent is operated at constant power
irrespective of pickup position. Consequently, if a tracking
error occurs during witing, the previously recorded data is
| ost by overwiting additional data. The APA does not

di scl ose "operating the optical pickup at a power |evel
suitable for reading data, when an abnormal tracking error
occurs" as recited in claiml1l and in simlar limtations in
clainms 4 and 11.

Clains 1, 2, 4-6, 11, 12, and 15 over APA
and one of Yoshinoto, Ishida, Horie. or Mueda

Yoshinoto (col. 14, lines 63-68), Ishida (col. 5,
lines 41-59), Horie (col. 3, lines 11-16), and Maeda (col. 4,
lines 45-53; col. 7, lines 54-58) disclose that it was known
to interrupt the recording operation when the tracking error
exceeds either a positive or negative threshold value to avoid

t he probl em of erroneously recording over already recorded
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areas. Although these references are directed to overcon ng
the same problem as addressed by Appellant, as argued by
Appel I ant (Br8-10), they only show stopping the witing
operation, not operating the optical pickup at a reduced power
| evel corresponding to the |evel suitable for readi ng data.
The Exam ner argues that references teach reducing the power
level to belowa wite level (EA4). This is true, but what is
mssing in the references is sone teaching of reducing the
power |evel rather than just interrupting the recording
operation (Yoshinoto), cutting off the recording signal
(Maeda), cutting off the laser (lIshida), or stopping the input
of data (Horie). For this reason, we conclude that the

Exam ner has failed to establish a prima facie case of

obvi ousness. The rejections of clains 1, 2, 4-6, 11, 12,
and 15 based on the APA and one of Yoshinoto, |shida, Horie,

or Maeda are reversed.

Cains 1, 2, and 4-6 over APA and Mura

Claims 1, 2, and 4-6 are grouped to stand or fal

together (Br5). dCaim1l is analyzed as representative.
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M ura discloses that the energy of the laser is lower in
a read node than a wite node (col. 2, lines 25-28). Mura
recogni zes that tracking control in the prior art is defective
in that when there is a tracking error "other information wll
be recorded on the track having information recorded thereon
al ready or such information will be erroneously recorded on a
track on which it is not to be recorded"” (col. 3,
lines 61-64). Mura discloses control nmeans generating a
control signal for reducing or interrupting the output energy
of the Iight beam generated fromthe recordi ng neans when the
tracking failure detection circuit generates a tracking
failure to inhibit recording of information (e.g., col. 4,
lines 21-28; col. 6, line 64 to col. 7, line 12). W
interpret this to teach that the power |evel can be reduced to
a range between zero (if the power is interrupted) and a safe
|l evel at which witing cannot occur. The actual wite |evel
may be greater than the upper end of this range to ensure a
hi gh enough power for reliable witing. The actual read |evel
is less than or equal to the upper end of the range since it
is known that the read level is a power |evel that will not

record.
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Because M ura discloses decreasing the power level to a
range of values that includes a power |evel suitable for
reading data, the claimrecitation of reducing the power |evel
specifically to a "level suitable for a data read operation”
is within the range and, thus, the conbination of the APA and

Mura is sufficient to establish a prima facie case of

obvi ousness. W note that a "level suitable for a data read
operation” may be a range of values and is not necessarily a
single specific value. Furthernore, a "level suitable for a
data read operation"” does not require that reading actually be
performed. The burden is on Appellant to show that the
specific clainmed level within the range disclosed by Mura is

critical and provides unexpected results. See In re Aler,

220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955).

I n addition, we consider that the selection of the read
| evel in the case of an abnormal tracking error would have
been obvious to one of ordinary skill in the art. There are
really only three possible values or ranges that one of
ordinary skill in the art mght select fromfor the disclosed
decreased or interrupted power level: (1) off (interrupted);

(2) a range between off and the mninumreliable read |evel;



Appeal No. 1998-0601
Appl i cation 08/ 225, 322

and (3) a range of read levels fromsone mninumreliable read
val ue to sone maxi num val ue that safely will not wite (a
range of power |levels suitable for reading data). The
sel ection of any of these three | evels would have been
suggested to one skilled in the art. Further, since Mura
uses a single laser as a |light source for the tracking control
and focusing control as well as to read and wite data, one of
ordinary skill in the art would have been notivated to reduce
the power level to a read | evel because this is a standard
| aser operating | evel and would maintain the | aser power |evel
for tracking control and focusing control which is necessary
for continuous operation. That is, if the power |evel was
turned off or reduced to a level below the read |evel after an
abnormal tracking error, the power |evel would need to be
restored to the read |l evel to continue operations of tracking,
focusi ng, and readi ng addresses and one of ordinary skill in
the art would have sought to avoid these interruptions.
Appel | ant argues that Mura provides no gui dance with
which to select a particular power |evel, much | ess suggesting
that it be reduced to a |level suitable for reading data (Brl5;

RBr6). However, since the clained "level suitable for a data
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read operation” is within the range taught by Mura, the

limtation is prima facie obvious over M ura.

Appel | ant argues (Br15-16):

Appel lant further submts that by supplying a power
| evel suitable for reading data when an abnormal tracking
error occurs, the present invention is capable of reading
data stored on the disc, thereby providing the capability
to detect address data fromthe data read fromthe
optical disc by the optical pickup and to determn ne
whet her the detected address data corresponds to a
desired address. Such a capability allows the state of
the error signal to be converted to a nonactive state,
and accordingly witing could resune. See page 3,
lines 26-33 and page 9, lines 5-15. Since Mrua [sic] et
al., or any of the other applied references, neither
t eaches nor suggests that data could be read when an
abnormal error occurs, it is respectfully submtted that

a person of ordinary skill in the art would not have been
notivated to conbine the teachings as asserted by the
Exam ner

The Exam ner concl udes that the argument is not
commensurate in scope with the clains which do not recite any
structure for performng these functions to provide the
advant age (EA5). Appellant responds that the clains recite
providing a |level suitable for a data read operation and,
therefore, would allow for a data read operation to be
performed (RBr9-10). Appellant further argues that claim1l
recites a generator for generating a reading drive signal and

a selector for selecting the reading drive signal if an error

- 10 -
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signal is active and, hence, "claim 11l recites structure for
readi ng data fromthe disc, thereby allow ng address
information to be read fromthe disc to provide for
determining if the read data corresponds to a desired address”
(RBr10).

M ura does read addresses (col. 2, lines 48-53). The
clainms do not recite reading data after an abnormal tracking
error even though data may be capabl e of being read because
the power level is at a level suitable for reading data.

Thus, we agree with the Exam ner that the argunent is not
commensurate in scope with the clains and is not persuasive.

Appel | ant argues that the Exam ner m scharacterizes the
statenents in the Brief in asserting that Mura fairly
suggests the use of any level less than a wite |evel,
including a level suitable for a data read operation, and that
M ura does not disclose selecting a |level suitable for reading
data (RBr3-6).

It is true that Mura does not disclose that the reduced
power |evel should be a read |evel. However, Mura discloses
a range of reduced power |evels that includes the clained read

|l evel, which is sufficient to establish a prim facie case of

- 11 -
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obvi ousness absent a showing of criticality and unexpected
results. In addition, we have discussed that one of ordinary
skill in the art would have been notivated to select the read
level in order to maintain tracking control and focus control
for continuous operation.

Appel l ant argues that "Mura et al. discloses an
extrenely broad range of values to which the current supplied
to the diode could be reduced"” (RBr7), which includes an
infinite nunber of levels. Appellant anal ogi zes the situation

tothat inln re Baird, 16 F.3d 380, 29 USPQ2d 1550 (Fed. Cr

1994), which held that "[a] disclosure of mllions of
conpounds does not render obvious a claimto three conpounds,
particularly when that disclosure indicates a preference

| eadi ng away froma cl ai nred conpounds,” id. at 383,

29 USP@d at 1552.

We do not consider Baird to be an apt conparison. There
is no question that every value in the range discl osed by
Mura will work and that Appellant's value is within the
range. W consider the situation anal ogous to cases where the
prior art discloses a range of values and the applicant has

clainmed a value within the range.

- 12 -
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Appel I ant argues that M ura does not suggest reducing the
power level to a level suitable for a data read operation,
si nce decreasing the power to such level is not necessarily an
optinmum | evel to disable an information recording function and
operating a |level suitable for a data read allows for an
entirely different function to be perforned (RBr8-9).

We consider it sufficient to establish a prima facie case

that Mura discloses a range of decreased power |evels that
i ncludes Appellant's clained |evel. Furthernore, we have
di scussed why one of ordinary skill in the art woul d have been
notivated to select the read | evel as the decreased power
level in order to maintain continuity of operation.
For the reasons stated above, we conclude that the
conbi nation of the APA and Mura is sufficient to establish a

prima facie case of obviousness. The rejection of clainms 1,

2, and 4-6 i s sustained.

Cains 11, 12, and 15 over APA and Mura

Clainms 11 and 12 stand or fall together and dependent

claim15 is separately argued (Brb5).
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The function of "selecting the reading drive signal if
the error signal is active ..." inclaim1l is considered to
have been obvious for the reasons stated in connection with
the limtation "operating the optical pickup at a power | evel
suitable for reading data, when an abnormal tracking error
occurs” in the analysis of claiml.

Appel I ant further argues that Mura does not teach or
suggest a selector for selecting between two different signals
(Brl7). The Exam ner states that the "conbination inherently
must provide a selector ... [to] provide sel ection between
different |evels based upon an input control signal and within
t he obvi ous conbi nati on the noted input control signal would
indicate wite/read | evel selection” (EA5-6). Appellant
responds that inherency requires nore than the nere
possibility that a certain thing may result and "it is not
necessary to provide a bi-level selector to preform|[sic] the
decreasing function, nor is it the natural result flow ng from
a teaching of decreasing the supply current” (RBrl12).

Appel | ant argues that decreasing the current could be
performed in other ways such as anal og neans for continuously

decreasing the current.
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It is true that inherency requires that sonething
necessarily be so. It would have been safer for the Exam ner
to rely on obviousness reasoni ng rather than inherency.
Neverthel ess, the limtation of "a selector for selecting the
reading drive signal if the error signal is active and
ot herw se sel ecting between the reading drive signal and the
writing drive signal based on the node signal” is not in
means- pl us-function format so as to require specific structure
and we find that the function is taught by the conbination of
the APA and Mura. When the tracking error is inactive, Mura
sel ects between the read and wite | evels based on the node
signal as further expressly taught in the APA. \Wen the
tracking error is active, Mura teaches selecting a decreased
power | evel froma range including the read | evel using the
control signal from32. Caim1ll does not require nore. Even
if the control signal in Mura continuously decreased the
current instead of using a bi-level switch (no nmatter how
unlikely that possibility may be), eventually it would sel ect
a decreased power level, which is all that is required.

For the reasons stated above, the rejection of clains 11

and 12 i s sustai ned.



Appeal No. 1998-0601
Appl i cation 08/ 225, 322

As to claim 15, Appellant argues that Mura does not
di scl ose a logic operator and nmultiplexer. The Exam ner sole
reasoning is that "the use of logic operators in selectors was
wel | established" (EA6).

W agree with the Exam ner that, as a general
proposition, |logic operators were well known. However, this
does not address the obvi ousness of using the error signal and
t he node signal to produce a selecting signal. Furthernore,
t he Exam ner has said nothing about the nmultiplexer. Every
limtation nust considered in addressi ng obvi ousness. See

In re Wlder, 429 F.2d 447, 450, 166 USPQ 545, 548 (CCPA

1970); In re WIlson, 424 F.2d 1382, 1385, 165 USPQ 494, 496

(CCPA 1970). The APA does not show generation of two separate
drive signals DR-R and DR-Wfrom separate drive signal
generators as in figure 4, one of which is selected by a

mul ti pl exer as shown in figure 6. For these reasons, we
conclude that the Exam ner has failed to establish a prima
faci e case of obviousness with respect to claim15. The
rejection of claim15 is reversed.

CONCLUSI ON
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The rejections of clainms 1, 2, 4-6, 11, 12, and 15 over
t he APA and Yoshinoto, Ishida, Horie, or Maeda are reversed.

The rejection of clains 1, 2, 4-6, 11, and 12 over the
APA and Mura is sustained and the rejection of claim15 over
the APA and Mura is reversed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).
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